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Tite: DSM ENABLING OF ELECTRO MECHNAICALLY CONTROLLED REFRIGERATION SYSTEMS

APPLICANT HEREBY REQUESTS TO PARTICIPATE IN THE GREEN TECHNGCLOGY PILOT PROGRAM FOR
THE ABOQVE-IDENTIFIED APPLICATION. See instruction Sheet on page 2.

This petition must be timely filed electronically using the USPTO electionic filing system, EFS-Weh.
1. By filing this petifion:

Applicant is requesting early publication: Applicant hereby requests early publication under
37 CFR 1.219 and the publication fee set forth in 37 CFR 1.18{d) accompanies this request.

2. By fiiling this petition: applicant is agreeing {o make an election without traverse in 8 telephonic interview and

glect an invention that meets the eligibility requirements for the Green Technology Pilot Program, if the
Office determines that the claims arve not obviously divected 1o a single invention. See Instruction Sheet.

3. This request is accompanied by siatements of special status for the eligibility reguirament.
4, The application contains no more than three (3} independent clalms and twenty (20) fotal claims.

5. The application does not contain any multiple dependent claims.

8. Other attachments: Siatement Goncarning the Basis for the Special Status

sgatee 1 AISON W, Mages/ Qctober 4, 2011

| Date

57,275

Name i< - |
{Pan:tf'fyped} Alhsen W Mages Hagistration Numbey

Nate: Signatures of a the inveniors or assignees of recard of the enlive inferest or their representative(s) are required in accordance with
37 CFR 1.33 and 71.18. Please see I7 CFR 1.4{d) for the form of the signature. If necessary, submil multiple forms for more than one
signature, seg below”

E] *Total of

forms are submitied,

if you need assistance in completing the form, call 1.800-PT0-5188 and select aption 2.




IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

First Named inventor: John K. BESORE )

Confirmation No.: 8720 )
)

Serial No.: 12/951,425 )
}

Filing Date: 11-22-2010 }
)

Atty Docket No.: 245368-2 (GECZ 201127US02) }

VIA EFS

Commissioner for Patents

P.O. Box 1450

Alexandria, VA 22313-1450

Statement Concerning the Basis for the Special Status

SIR:

According to one aspect of the present disclosure, a system for reducing
the peak power consumption in an slectromechanically controlied refrigerator is
provided. The system comprises a cold control device including a housing and a
counter spring having at least one spring tension position corresponding to a
temperature set point, a bourdon tube having a first end comprising a rubber
diaphragm operatively associated with the counter spring, and a second end,
opposite the first end, focated in the compartment, wherein the counter spring is
capable of providing a force against the diaphragm, and a DSM switching device
operatively controlled by an associated DSM module. The DSM module is
configured to receive a signal indicative of at least one of a peak or non-peak

demand period of an associated utility. (See [0008])



Applicant respectfully submits that Special Status is sought on the basis
that the present invention materially contributes {o the more efficient utilization
and conservation of energy resources

The undersigned representative may be confacted at the number below to
facilitate the resolution of any matiers. Please charge any fees that are incurred
in connection with this Statement to deposit account no. 09-0470.

Respectfully submitted,
General Electric Company
By: /Allison W Mages/

Allison W. Mages
Reg. No. &7 275

Dated: Qctober 4, 2011

GE Global Patent Operation
2 Corporate Drive, Suite 648
Shelion, CT 06484
203-944-6730
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Please find below and/or attached an Office communication concerning this application or proceeding.

The time period for reply, if any, is set in the attached communication.

PTOL-90A (Rev. 04/07)



UNITED STATES PATENT AND TRADEMARK OFFICE

Commiissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.usplo.gov

FAY SHARPE LLP

1228 Euclid Avenue, 5th Floor
The Halle Building

Cleveland OH 44115

In re Application of R
BESORE, John S :'. 2 DECISION ON PETITION

Application No. 12/951,425 R TO MAKE SPECIAL UNDER
Filed: November 22, 2010 : THE GREEN TECHNOLOGY
For: DSM ENABLING OF ELECTRO : PILOT PROGRAM
MECHANICALLY CONTROLLED

REFRIGERATION SYSTEMS

The petition filed October 5, 2011 has been treated as a petition under 37 CFR 1.102 to make the
above-identified application special under the pllot plogram for applications pertaining to Green
Technologies as set forth in 74 Federal Register Notice 64666 (December 8, 2009) and amended
by 75 Federal Register Notice 28554 (May 21, 2010).

The petition is DISMISSED.

If reconsideration of this decision is desired, a petition for reconsideration must be filed within
ONE (1) MONTH OR THIRTY (30) DAYS from the mail date of this decision, whichever is
longer. No extension of this time limit can be granted under 37 CFR 1.136(a) or (b). The
petition for reconsideration should include an exhaustive attempt to provide the lacking item(s)
noted below, since, after a decision on the petmon for.reconsideration, no further reconsideration
or review of the matter will be undertaken by-the Dnrcclor

A grantable petition to make an application special under 37 CFR 1.102 and the pilot program as
set forth in 74 FR 64666 must be directed to a nonprovisional application filed under 35 USC
111(a) or be a national stage entry under 35 USC 371, exclusive of any reissue applications and
be filed prior to the date of the notice, December 8, 2009.

In order to qualify for special status, the followmg rcqunremcnts must be met. 1) T hc apphcatnon

.........

for seeking special status, i.e., the claimed 1nventxon iellhcr A) materially enhances the quality of
the environment or B) matenally contributes to: i) the discovery or development of renewable
energy resources, i1) the more efficient utilization and conservation of energy resources, or iii)
greenhouse gas emission reduction. 4) If the disclosure is not clear on its face that the claimed
invention materially contributes under category (A) or (B), the petition must be accompanied by



Application No. 12/951425 R Y Page 2

a statement by the applicant, assignee, or an attorney/agent registered to practice before the
Office explaining how the materiality standard is met. 5) A statement that applicant will agree to
make an election without traverse in a telephonic interview if a restriction requirement is made
by the examiner. 6) The petition to make special must be filed electronically. 7) The petition
must be filed at least one day prior to the date that a first Office Action appears in the Patent
Application Information Retrieval (PAIR) systent. 8):"The petition must be accompanied by a
request for early publication in compliance W1th 37 CFR 1. 219 and include the publication fee as
set forth in 37 CFR 1.18(d). ERRSES

The requirement for a fee for consideration of the petition to make special for applications
pertaining to Green Technologies has been waived.

The petition lacks item(s) 4 above for the reasons explained in more detail below.

In the “Statement Concerning the Basis for the Special Status,” petitioner merely restates the
language of at least claim 1. Accordingly, applicant’s statements fail to “explain[ ] how the
materiality standard is-met.” Since the “disclosuresis not clear on its face that the claimed
invention contributes under category (A) or (B),” apphcant is requxred to provide a more detail

“[explanation] of how the materiality standard is met.” This is because the claimed “DSM is
[merely] configured to receive a signal indicative of at least one of a peak or non-peak demand
period of an associated utility.” Nothing ‘in the claims relate to the utilization of renewable
energy resources, reduce greenhouse gas emission or contribute to more efficient utilization and
conservation of energy resources. Furthermore, any request for reconsideration will be reviewed
pursuant to Section II of the Pilot Program for Green Technologies as set forth in 74 Federal
Register Notice 64666, which specifies that “matenallty standard does not permit an applicant to
speculate as to how a hypothetical end-user mlght spcé:xally apply the invention in a manner that
could materially enhance the quality of the- envnronmc,nt Nor dies such standard permit an
applicant to enjoy the benefit of advanced examination:; merely because some minor aspect of the
claimed invention may enhance the quality of the environment.”

Any reconsideration of this decision should be submitted through the USPTO electronic filing
system, EFS-Web, and selecting the document description of “Petition for Green Tech Pilot” on
the EFS-Web screen.

Any inquiry regarding this decision should be directed to Eddie C. Lee at (571) 272 - 1732,

| Edee O Lol

Eddie C. Lee
Quality Assurance Specialist, TC 2100




IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

First Named inventor: John K. BESORE }

Confirmation No.: 8720 )
)

Serial No.: 12/951,425 )
}

Filing Date: 11-22-2010 }
)

Atty Docket No.: 2453681 (GECZ 201127US02) }

Commissioner for Patents

P.O. Box 1450

Alexandria, VA 22313-1450

Reguest for Reconsideration

SIR:

This is responsive to the Decision on Petition, dated as mailed 27 Qctober
2011, in the above-referenced application.

Applicant respectfully requests reconsideration of Applicant's Petition to
Make Special on the basis that the present invention materially contributes to the
more efficient utilization and conservation of energy resources.

The Decision to Make Special Under the Green Technology Pilot Program
{hereinafier “the Decision”) alleges that the claimed "DSM is [merely] configured
to receive a signal indicative of at least one of a peak or non-peak demand
period of an associated utility.” The Decision further alleges that nothing in the
claims relate fo the utihzation or renewable energy resources, reduce
greenhouse gas emission or contnbute to more efficient utilization and
conservation of energy rescurces. The Decision also implies that Applicant
speculates as 1o how a hypothetical end-user might specially apply the invention
in a manner that could materially enhance the quality of the environment.

Applicant does not agree with the comments made in the Decision.



Applicant respeactiully submits that embodiments of the present invention
relate 1o energy managemaent, and more particularly to energy management of
household refrigeration appliances. The disciosure finds particular application to
adapting slectromechanically controlled refrigerators for operation in home
energy management systems. (see at least paragraph [0001]).

Many utilities are currently experiencing a shortage of electric generating
capacity due to increasing consumer demand for slectricity. Currently utilities
charge a flat rate, but with increasing cost of fuel prices and high energy usage at
certain parts of the day, ulilities have 10 buy more energy 1o supply customers
during peak demand, which causes prices to nise during these times. if peak
demand can be lowered, then a potential huge cost savings can be achieved and
the peak load that the ulility has 10 accommuodate is lessened. In order to reduce
high peak power demand, many utilities have instituted time of use (TOU)
metering and rates which include higher rates for energy usage during on-peak
times and lower rates for energy usage during off-peak times. As a result,
consumers are provided with an incentive o use electricity at off-peak times
rather than on-peak times and to reduce overall energy consumption of devices
at all imes. {see at least paragraph [0002]).

To take advantage of the lower cost of electricity during off-peak times,
systems have been provided that can automatically operate power consuming
devices during off-peak hours in order to reduce consumer's electric bills and
also to reduce the load on generating plants during on-peak hours. Active and
real time communication of energy costs of devices {0 the consumer snables
informed choices of operating the power consuming functions of the devices.
Although these systems are capabie of being run automatically according to

demand period, a user may choose to override the system and run a device
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normally, or delay the operation of the system for a particular periad of time. {ses
at least paragraph [0003]).

One method for providing low-cost reduction of peak and average power
is to implement a simple demand side management "DSM” control device, also
known as a smart appliance module “SAM”, in an existing electromechanical
appliance that will adjust, or disable power consuming elements to reduce
maximum power consumption. However, such a DSM/SAM add-on device will
generally cut off the power to an entire appliance. Therefore, there exists a need
for reducing peak power consumption without extinguishing all power fo the
appliance. While electronically controlled refrigerators can adjust energy usage in
response to a “high demand”, many refrigerators include less technically
sophisticated controls that do not use a microprocessor. (see at least paragraphs
{00047 and {00086]).

The subject application provides a system that enables refrigerators that
are not equipped with electronic controls to effectively adjust energy usage in
response to “high demand” conditions. According to one aspect of the present
disclosure, a system for reducing the psak power consumption in an
glectromechanically controlled refrigerator is provided. The system comprises a
coid control device including a housing and a counter spring having at least one
spring tension position corresponding 1o g temperature set point, a bourdon tube
having a first end comprising a rubber diaphragm operatively associated with the
counter spring, and a second end, opposite the first end, located in the
compartment, wherein the counter spring is capable of providing a force against
the diaphragm, and a DSM switching device operatively controlled by an

associated DSM module. The DSM module is configured to receive a signal

Lok



indicative of at least one of a peak or non-peak demand period of an associated
utility. {see at least paragraphs [00CG7]-{0008]).

The embodiments disclosed herein provide for more efficient controf of the
operation of a refrigerator and reduction of peak power consumption. Amongst
several benefits, embodiments of the present invention allow for greater
informational awareness and control of energy flow, which has been shown o
encourage reductions in energy consumption, and resulls in greater energy
efficiency on the part of consumers and utilities. As such, the present invention
promotes the more efficient utilization of and conservation of energy.

The undersigned attomsy may be contacted at the number below fo
facilifate the resolution of any matters. Please charge any fees that are incurred

in connection with this Statement to deposit account no. 09-0470.

Respectfully submitted,
General Electric Company
By [Allison W Mages/

Allison Weiner Mages
Reg. No. 57,275

Dated: November 28, 2011

GE Global Patent Operation
2 Corporate Drive, Suite 648
Shelton, CT 06484
203-844-6730
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Please find below and/or attached an Office communication concerning this application or proceeding.

The time period for reply, if any, is set in the attached communication.

PTOL-90A (Rev. 04/07)



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspio.gov

FAY SHARPE LLP | /5\/9///
1228 Euclid Avenue, 5th Floor °

The Halle Building

Cleveland OH 44115

In re Application of

John K. Besore : DECISION ON PETITION
Application No. 12/951,425 ‘ : TO MAKE SPECIAL UNDER
Filed: November 22, 2010 : THE GREEN TECHNOLOGY
Attorney Docket No. 245366-2 (GECZ 201127US0) : PILOT PROGRAM

This is a decision on the petition under 37 CFR 1.102, filed November 28, 2011, to make the
above-identified application special under the pilot program for applications pertaining to Green
Technologies as set forth in 74 Federal Register Notice 64666 (December 8, 2009) and amended
by 75 Federal Register Notice 28554 (May 21, 2010) and 75 Federal Register Notice 69049
(November 10, 2010).

The petition is GRANTED.

A grantable petition to make an application special under 37 CFR 1.102 and the pilot program as
set forth in 74 FR 64666 must be directed to a nonprovisional application filed under 35 USC
111(a) or be a national stage entry under 35 USC 371, exclusive of any reissue applications.

In order to qualify for special status, the following requirements must be met. 1) The application
must have no more than 3 independent claims and no more than 20 total claims. 2) The
application must not contain any multiple dependent claims. 3) The petition must state the basis
for seeking special status, i.e., the claimed invention either: A) materially enhances the quality of
the environment or B) materially contributes to: i) the discovery or development of renewable
‘energy resources, ii) the more efficient utilization and conservation of energy resources, or 1ii)
greenhouse gas emission reduction. 4) If the disclosure is not clear on its face that the claimed
invention materially contributes under category (A) or (B), the petition must be accompanied by
a statement by the applicant, assignee, or an attorney/agent registered to practice before the
Office explaining how the materiality standard is met. 5) A statement that applicant will agree to
make an election without traverse in a telephonic interview if a restriction requirement is made
by the examiner. 6) The petition to make special must be filed electronically. 7) The petition
must be filed at least one day prior to the date that a first Office Action appears in the Patent
Application Information Retrieval (PAIR) system. 8) The petition must be accompanied by a
request for early publication in compliance with 37 CFR 1.219 and include the publication fee as
set forth in 37 CFR 1.18(d).



Application No. 12/951,425 Page 2
The requirement for a fee for consideration of the petition to make special for applications
pertaining to Green Technologies has been waived. ‘

The instant petition complies with items 1 — 8 above. Accordingly, the above-identified
application has been accorded “special” status.

Telephone inquires concerning this decision should be directed to Blaine Copenheaver at 571-
272-1156. '

The application is being forwarded to the examiner for action on the merits
commensurate with this decision.

/Blaine Copenheaver/

Blaine Copenheaver
Quality Assurance Specialist
Technology Center 1700



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

First Named inventor: John K. BESORE )

Confirmation No.; 9656 )
)

Serial No.: 12/951,387 )
}

Filing Date: 11-22-2010 }
)

Atty Docket No.: 245368-1 (GECZ 201127US01) }

VIA EFS

Commissioner for Patents

P.O. Box 1450

Alexandria, VA 22313-1450

Statement Concerning the Basis for the Special Status

SIR:

This disclosure relates o energy management, and more particularly {o
energy management of household refrigeration appliances. The application is
particular useful for adapting electromechanically controlied refrigerators for
operation in home energy management systems. (See [0001])

The present application provides a system that enables refrigerators that
are not egquipped with electronic controls o effectively adjust energy usage in
response 1o “high demand” conditions. (See [0007])

According to one aspect of the present disclosure, a system for reducing
the peak power consumption by a refrigeration system is provided. The system
comprises a first electromechanical cold control calibrated {o a first temperature
setpoint, a second slectromechanical cold control calibrated to a second
temperature setpoint, said first and second ¢old controis each having a setpoint

salector member operatively linked such that adjustment of one results in a



corresponding adjustment of the other, a DSM module responsive to demand
state signals from an associated utility indicative of gt least a peak demand and
an off peak demand state, and a DSM switching device responsive o the DSM
madule and operative to selectively render one or the other of the cold controls
effectively operative to control the cooling system depending upon the demand
state signal. (See [0008])

According to another aspect of the present disclosure, a method for
reducing peak power consumption in an electromechanically controlled
refrigerator having at least one compartment is provided. The method includes
mechanically linking a first cold controf having a first adjustable switch to a
second cold control having a second adjustable switch, calibrating the first cold
control to a first temperature sat point and the second cold control to a second
temperature set point that is higher than the first temperature set point, and
opening and closing a DSM swilching device in response {o a signal received
from an associated DSM module indicative of at least a peak demand and an off
peak demand state of an associated utility. Opening the DSM switching device
shifts control from the first cold control (o the second cold control, causing the
temperature to be controlled to a higher setpoint temperature. (See [000%9])

According to yet another aspect of the present disclosure, a system for
reducing the power consumption in an electromechanically controlled refrigerator
during periods of peak power demand, including at least a freezer compartment
and a fresh food compartment is provided. The system comprises a cold control

device being calibrated to a temperature set point, a bourdon tube having a first

td



end operatively connected to the cold control, and a second end, opposite the
first end, located in one of the freezer and the fresh food compartment, a heat
source operative to supply a metered amount of heat to the bourdon tube, and a
DEM switching device operatively controlled by an associated DSM module. The
DSEM medule is configured to receive a signal indicative of af least one of 3 peak
or non-peak dermand period of an associated ulility. (See [0010])

Applicant respectfully submits that Special Status is sought on the basis
that the present invention materially contributes to the more efficient utilization
and conservation of energy resources.

The undersigned representative may be contacted at the number below fo
facilitate the resolution of any matters. Please charge any fees that are incurred
in conneaction with this Statement to deposit account no. 09-0470.

Respectiully submitied,
General Electric Company
By: /fAllison W _Mages/

Allison W. Mages
Reg. No. 57,275

Dated: Novamber 5, 2011

GE Global Patent Operation
2 Corporate Drive, Suite 648
Shelton, CT 06484
203-944-6730
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Doc Code: PET.GREEN
Document Dascription: Petition for Green Tech Pilot

PTOISBAR0 (83-11)

PETITION TO MAKE SPECIAL UNDER THE GREEN TECHNOLOGY PILOT PROGRAM

Attorney Docket

Numben 245355-1 {GECT 20127TUS0 1} ?,pfr:ga;;i“ NUmREr 4 51051 ,387| Fingaaie 11-22-2010

Dehored John K. BESORE

Tite: DSM ENABLING OF ELECTRO MECHANICALLY CONTROLLED REFRIGERATION SYSTEMS

APPLICANT HEREBY REQUESTS TO PARTICIPATE IN THE GREEN TECHNGCLOGY PILOT PROGRAM FOR
THE ABOQVE-IDENTIFIED APPLICATION. See instruction Sheet on page 2.

This petition must be timely filed electronically using the USPTO electionic filing system, EFS-Weh.
1. By filing this petifion:

Applicant is requesting early publication: Applicant hereby requests early publication under
37 CFR 1.219 and the publication fee set forth in 37 CFR 1.18{d) accompanies this request.

2. By fiiling this petition: applicant is agreeing {o make an election without traverse in 8 telephonic interview and

glect an invention that meets the eligibility requirements for the Green Technology Pilot Program, if the
Office determines that the claims arve not obviously divected 1o a single invention. See Instruction Sheet.

3. This request is accompanied by siatements of special status for the eligibility reguirament.
4, The application contains no more than three (3} independent clalms and twenty (20) fotal claims.

5. The application does not contain any multiple dependent claims.

8. Other attachments: Siatement Goncarning the Basis for the Special Status

Signature fAmson W MageSI Date NOVembEf 5, 201?
vame  Allison W. Mages | 57.275

Hagistration Numbey

{Print Typad)

Nate: Signatures of a the inveniors or assignees of recard of the enlive inferest or their representative(s) are required in accordance with
37 CFR 1.33 and 71.18. Please see I7 CFR 1.4{d) for the form of the signature. If necessary, submil multiple forms for more than one
signature, seg below”

E] *Total of

forms are submitied,

if you need assistance in completing the form, call 1.800-PT0-5188 and select aption 2.




PTOHSEMATO3TY

Instruction Shest for
Petition to Make Special Under the Green Technology Pilot Program
(Mot to be Subritted 1o the USPTQ)

The following is a summary of the requirements (for more information see the notices {i}
“Pitot Program for Green Technologies Including Greenhouse Gas Reduction,” {ii}
“Efimination of Classification Reguirement in the Green Technology Pilot Program,” and {iii}
“Expansion and Extension of the Green Technoilogy Pilot Program,” available on the USPTO
web site at http/iwww.aspio.gov/patenis/init_events/green lech.jsp):

{1} The application must be a non-reissue, non-provisionat utility application filed under 35 U.S.C. 111{a), or
an international application that has enterad the national stage in compliance with 35 U.S.C. 371,
irrespeciive of the filing date of the application. Reexamination procesdings are excluded from this pilot
DrOgram.

{£} The application must contain three or fewear indepandent claims and twenty or fewer total claims. The
application must nol conlain any multiple dependent claims. For an application that contains more than
threa independent claims or twenty (ot claims, or multiple dependent claims, applicant must file a
preliminary amendment in compliance with 37 CFR 1,121 {0 cancel the excess claims and/or the muttiple
dependent claims at the time the petilion to make special is filed,

{3} The dlaims must be dirscied 1o a single invention that materially enhances the quality of the environment,
or that materially contributes to; {1) the discovery or development of renewable anergy resources; (2) the
more afficient utilization and consearvation of energy resources; or (3) green house gas amission reduction
(see the eligibility requirements of sections It and it of the notice {i} cited above). The petition must
include a statement that, if the USPTO determines that the claims are directed to multiple inventions {g.q,,
iy a restriction requirement), applicant will agree to make an election without traverse in a telephonic
interview, and elect an invention that meats the aligibitity requirements in section I or 1l of the notice {)
cited above,

{4} The psiition to make special must be timely filed electronically using the USPTO electronic filing systam,
EFS-Web, and selecting the document description of “Pelition for Green Tech Pilot” on the EFS-Wab
screen. Applicant should use form PTO/SEM 20, which is available as a Portahbie Document Format (PDF)
fillable form in EFS-Web and on the USPTO Wab site.

{5} The petition 0 make special must be filed at least one day prior to the date that a first Office action (which
may he an Office action containing only a restriction requirement) appears in the Patent Application
information Retrieval (PAIR) system.  Applicant may chack the status of the application using PAIR.

{6} The peiition to make specigl musi be accompanied by a request for early publication in compliance with
37 CFR 1.218 and the publication fee set forth in 37 CFR 1.18(d}.

Page 3



Privacy Act Statement

The Privacy Act of 1974 (P.L. 83-578) requires that you be given certain information in connection with your
submiasion of the attached form refated to a patent application or patent. Accordingly, pursuant to the requirements of
the Act, please be advised that: (1) the general authority for the collection of this information is 35 U.8.C. 2(b}{2); {2)
furnishing of the information soliciled is voluntary; and (3} the principal purpose for which the information is used by the
0.8, Patent and Trademark Office is to process and/or examine your submission related o a patent application or
patent. i you do rot furnish the requested information, the U.8. Patent and Trademark Office may not be abla to
process and/or examine vour submission, which may result in termination of proceedings or abandonment of the
application or expiration of the patent.

The information provided by vou in this forn will be subject 1o the Tollowing routine uses:

1.

Page 3

The infarmation on this form will be treated confidentially to the extent allowed under the Freedom of
information Act {5 U.B.C. 352) and the Privacy Act (5 U.5.0 582a). Records frum this system of records may
be disclosed to the Department of Justice to determine whether disclosure of these racords is required by the
Freedom of Information Act.

Arecord from this system of records may be disclosed, as a routine use, in the course of presenting evidence
o a coust, magisirate, or adminisirative tribunal, including disclosures to opposing counsel in the course of
settlemant negotiations.

A record in this sysiem of records may be disclosed, a5 a routine use, o @ Member of Congress submitling a
request involving an individual, to whom the record petlains, when the individual has requested assistance from
the Membar with respect to the subject matter of the recorg.

A record in this systern of records may be disclosed, as a rouling use, to a contractor of the Agency having
nesd for the information in order to perform a contract. Recipients of information shall be required to comply
with the requirements of the Privacy Act of 1874, as amended, pursuant fo 3 U.8.C. 5882a{m}

Arecord related to an infernational Application fled under the Patent Cooperation Treaty in this system of
racords may be disclosed, as a routine use, (o the Infernational Bureau of the World Inlellectual Properiy
Qrganizalion, pursuant to the Patent Cooperation Treaty.

A record in this system of records may be disclosed, as a routine use, (o another federal agency for purposes
of National Security review {35 U.5.C. 181) and for review pursuant to the Atomic Energy Act {42 U.S.C.
218{ch.

A record from this system of records may be disclosed, as a routing use, to the Administrator, General
Services, or histher designee, during an inspection of records conducted by GSA as part of that agency’s
responsibility 1o recommend improvements in records management praclices and programs, under authority of
44 U.8.C. 2804 and 2808. Such disclosure shall be made in acoordance with the GSA regulations governing
inspection of records for this purpose, and any other relevant {.e.. GSA or Commaearce) directive. Such
disclosure shall not be used 1o make determinations about individuals.

A record from this system of records may be disclozed, as a routine use, to the public after either publication of
the application pursuant to 35 U.8.C. 122{(b) or issuance of a patent pursuant to 358 U.S.C. 151, Further, a
record may be disclosed, subject o the limitations of 37 CFR 1.14, a5 a routine use, to the public if the record
was filed in an application which became abandonead or in which the proceedings were terminaled and which
application is referenced by elther a published application, an application open to public inspection or an issued
paternt.

A record from this system of records may be disclosed, as a routine use, 1o a Federal, State, ot local law
enforcement agency, if the USPTO becomes aware of & violation or potendial violation of law or reguigtion.
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FAY SHARPE LLP

1228 Euclid Avenue, 5th Floor
The Halle Building

Cleveland OH 44115

In re Application of

BESORE, JOHN K. : DECISION ON PETITION
Application No. 12/951,451 : TO MAKE SPECIAL UNDER
Filed: November 22, 2010 . THE GREEN TECHNOLOGY
Attorney Docket No. 245366-3 (GECZ : PILOT PROGRAM
201127US03

This is a decision on the petition under 37 CFR 1.102, filed November 5, 2011, to make the
above-identified application special under the pilot program for applications pertaining to Green
Technologies as set forth in 74 Federal Register Notice 64666 (December 8, 2009) and amended
by 75 Federal Register Notice 28554 (May 21, 2010) and 75 Federal Register Notice 69049
(November 10, 2010).

The petition is granted.

A grantable petition to make an application special under 37 CFR 1.102 and the pilot program as
set forth in 74 FR 64666 must be directed to a nonprovisional application filed under 35 USC
111(a) or be a national stage entry under 35 USC 371, exclusive of any reissue applications.

If reconsideration of this decision is desired, a petition for reconsideration must be filed within
ONE (1) MONTH OR THIRTY (30) DAYS from the mail date of this decision, whichever is
longer. No extension of this time limit can be granted under 37 CFR 1.136(a) or (b). The
petition for reconsideration should include an exhaustive attempt to provide the lacking item(s)
noted below, since, after a decision on the petition for reconsideration, no further reconsideration
or review of the matter will be undertaken by the Director.

In order to qualify for special status, the following requirements must be met. 1) The application
must have no more than 3 independent claims and no more than 20 total claims. 2) The
application must not contain any multiple dependent claims. 3) The petition must state the basis
for seeking special status, i.e., the claimed invention either: A) materially enhances the quality of
the environment or B) materially contributes to: i) the discovery or development of renewable
energy resources, ii) the more efficient utilization and conservation of energy resources, or iii)
greenhouse gas emission reduction. 4) If the disclosure is not clear on its face that the claimed
invention materially contributes under category (A) or (B), the petition must be accompanied by
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a statement by the applicant, assignee, or an attorney/agent registered to practice before the
Office explaining how the materiality standard is met. 5) A statement that applicant will agree to
make an election without traverse in a telephonic interview if a restriction requirement is made
by the examiner. 6) The petition to make special must be filed electronically. 7) The petition
must be filed at least one day prior to the date that a first Office Action appears in the Patent
Application Information Retrieval (PAIR) system. 8) The petition must be accompanied by a
request for early publication in compliance with 37 CFR 1.219 and include the publication fee as
set forth in 37 CFR 1.18(d).

The requirement for a fee for consideration of the petition to make special for applications
pertaining to Green Technologies has been waived.

The instant petition complies with items 1 — 8 above. Accordingly, the above-identified
application has been accorded “special” status.

Telephone inquires concerning this decision should be directed to Henry C. Yuen at 571-272-
4856.

This application will be forwarded to the Technology Center Art Unit 3744 for action on
the merits commensurate with this decision.

/Henry C. Yuen/

Henry C. Yuen
Quality Assurance Specialist
Technology Center TC 3700



PTO/SB/83
Doc Code: PET.AUTO U.S. Patent and Trademark Office
Document Description: Petition automatically granted by EFS-Web Department of Commerce
Electronic Petition Request REQUEST FOR WITHDRAWAL AS ATTORNEY OR AGENT AND CHANGE OF
CORRESPONDENCE ADDRESS
Application Number 12951469
Filing Date 22-Nov-2010
First Named Inventor Lap Hui
Art Unit 3772
Examiner Name BRANDON JACKSON
Attorney Docket Number 203112-0001-02-US-458060
Title
Lubricated Condom

Please withdraw me as attorney or agent for the above identified patent application and
the practitioners of record associated with Customer Number: 23973

®

The reason(s) for this request are those described in 37 CFR:

10.40(c)(1){vi)

Certifications

I/We have given reasonable notice to the client, pricr to the expiration of the response period, that the practitioner(s)
intend to withdraw from employment

X

I/We have delivered to the client or a duly authorized representative of the client all papers and property (including funds)
X to which the client is entitled

[X] 1/We have notified the client of any responses that may be due and the time frame within which the client must respond

Change the correspondence address and direct all future correspondence to the first named inventor or assignee that has
properly made itself of record pursuant to 37 CFR 3.71:

Name John Hui

Address 383 Marina Park Lane
City Chino

State CA

Postal Code 90803

Country us




| am authorized to sign on behalf of myself and all withdrawing practitioners.

Signature

/Robert Cannuscio/

Name

Robert Cannuscio

Registration Number

36469
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Decision Date: November 10,2011
DECISION ON REQUEST TO WITHDRAW AS

ATTORNEY/AGENTOF RECORD

In re Application of :

Lap Hui

ApplicationNo: 12951469

Filed : 22-Nov-2010

Attorney Docket No:  203112-0001-02-US-458060

This is an electronic decision on the Request to Withdraw as attorney or agent of record under 37 CFR § 1.36(b), filed November 10,2011
The request is APPROVED.
The request was signed by  Robert Cannuscio (registration no. 36469 ) on behalf of all attorneys/agents

associated with Customer Number 23973 . All attorneys/agents associated with Cusotmer Number 23973 have

been withdrawn.

Since there are no remaining attorneys of record, all future communications from the Office will be directed to the first named
inventor or assignee that has properly made itself of record pursuant to 37 CFR 3.71, with correspondence address:

Name John Hui

Name2

Address 1 383 Marina Park Lane
Address 2

City Chino

State CA

Postal Code 90803
Country us

As a reminder, requester is required to inform the first named inventor or assignee that has properly made itself of record
pursuant to 37 CFR 3.71 of the electronically processed petition.

Telephone inquiries concerning this decision should be directed to the Patent Electronic Business Center (EBC) at 866-217-9197.

Office of Petitions



Doc Code: PET.RELIEF
Document Description: Certification and Request for Disaster Relief

PTO/SB/425 (03-11)

CERTIFICATION AND REQUEST
FOR RELIEF DUE TO EVENTS OF MARCH 11, 2011, IN JAPAN (Page 1 of 2)

Nonprovisional Application Number or Control Number (if applicable): | Patent Number (if applicable):

12/951,482

First Named Inventor: Title of Invention:

Fumio TAJIMA Permanent Magnet Electric Rotating ...

APPLICANT/PATENTEE/REEXAMINATION PARTY HEREBY CERTIFIES AND REQUESTS THE
FOLLOWING FOR THE ABOVE-IDENTIFIED APPLICATION/PATENT/REEXAMINATION PROCEEDING.

1. FOR PATENT APPLICATIONS AND REEXAMINATION PROCEEDINGS PENDING IN THE USPTO AS OF
MARCH 11, 2011, IN WHICH A COMMUNICATION FROM THE USPTO IS SOUGHT TO BE REMAILED:

a.

One or more inventors, an assignee, or a correspondence address (for the application/proceeding) is in
an area of Japan affected by the earthquake and/or tsunami of March 11, 2011.

A reply or response to an Office action (final, non-final, or other), a notice of allowance, or other Office
notice (hereinafter collectively referred to as “Office communication”) is outstanding on March 11, 2011.

The statutory or non-statutory time period set for response has not yet expired.
Withdrawal and reissuance of the Office communication is requested.

It is acknowledged that if this request is not made within sufficient time so that withdrawal and
reissuance of the Office communication occur prior to expiration of the statutory or non-statutory time
period (as permitted to be extended under 37 CFR 1.136(a), or as extended under 37 CFR 1.550(c) or
1.956), this request may not be granted.

The need for the reissuance of the Office communication was due to the effects of the earthquake
and/or tsunami of March 11, 2011.

This request is being sent via EFS-Web or by mail directed to Mail Stop Petition, Commissioner for
Patents, P.O. Box 1450, Alexandria, VA 22313-1450.

2. FOR PATENTEES WHO WERE UNABLE TO TIMELY PAY A PATENT MAINTENANCE FEE DURING THE
SIX-MONTH GRACE PERIOD FOLLOWING THE WINDOW TO PAY THE MAINTENANCE FEE:

The original window of time to pay the maintenance fee without the surcharge required by
37 CFR 1.20(h) expired on or after March 11, 2011.

The delay in paying the fee was due to the effects of the earthquake and/or tsunami of March 11, 2011.

The USPTO is requested to sua sponte waive the surcharge in 37 CFR 1.20(h) for paying a
maintenance fee during the six-month grace period following the window to pay the maintenance fee.

This request and payment of the maintenance fee during the six-month grace period following the
window to pay the maintenance fee is being mailed to: Director of the United States Patent and
Trademark Office, Atth: Maintenance Fee, 2051 Jamieson Avenue, Suite 300, Alexandria, VA 22314; or
being transmitted via facsimile to: 571-273-6500.
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CERTIFICATION AND REQUEST
FOR RELIEF DUE TO EVENTS OF MARCH 11, 2011, IN JAPAN (Page 2 of 2)

3. FOR PATENTEES WHO NEED TO FILE A PETITION TO ACCEPT A DELAYED MAINTENANCE FEE
PAYMENT UNDER 37 CFR 1.378(c):

a.

b.

The maintenance fee payment was required to have been paid after March 10, 2011.

A petition under 37 CFR 1.378(c) (using USPTO form PTO/SB/66 — Petition to Accept Unintentionally
Delayed Payment of Maintenance Fee in an Expired Patent (37 CFR 1.378(c))) is being promptly filed
accompanied by the applicable maintenance fee payment (but not the surcharge under 37 CFR 1.20(i)).

The delay in payment of the maintenance fee was due to the effects of the earthquake and/or tsunami of
March 11, 2011.

The USPTO is requested to sua sponte waive the surcharge in 37 CFR 1.20(i) for accepting a delayed
maintenance fee payment.

It is acknowledged that the petition to accept a delayed maintenance fee payment under
37 CFR 1.378(c) must be filed by March 11, 2012, in order to be entitled to a waiver of the surcharge
under 37 CFR 1.20(i).

It is acknowledged that the petition to accept a delayed maintenance fee payment under
37 CFR 1.378(c) must be filed within twenty-four months from the expiration date of the patent. See
35 U.S.C 41(c).

This request and the petition to accept a delayed maintenance fee payment under 37 CFR 1.378(c) is
being submitted via EFS-Web or by mail directed to Mail Stop Petition, Commissioner for Patents, P.O.
Box 1450, Alexandria, VA 22313-1450.

4. FOR NONPROVISIONAL PATENT APPLICATIONS FILED WITHOUT AN EXECUTED OATH OR
DECLARATION OR PAYMENT OF THE BASIC FILING FEE, SEARCH FEE, AND/OR EXAMINATION FEE:

a. The nonprovisional patent application was filed on or after March 11, 2011, and prior to April 12, 2011.

b. The late filing of the oath or declaration or the basic filing fee, search fee, or examination fee was due to
the effects of the earthquake and/or tsunami of March 11, 2011.

c. The USPTO is requested to sua sponte waive the surcharge set forth in 37 CFR 1.16(f) for the late filing
of the oath or declaration or basic filing fee, search fee, and/or examination fee.

d. This request, together with the executed oath or declaration or the basic filing fee, search fee, or
examination fee, as well as the reply to the Notice to File Missing Parts, is being submitted via EFS-Web
or by mail directed to Mail Stop Missing Parts, Commissioner for Patents, P.O. Box 1450, Alexandria,
VA 22313-1450.

sanatwre /Michael H. Jacobs/ pae May 16, 2011
Name I Practitioner
(Print/Typed) M ICh ael H - J aCObS Registration Number4 1 1870

Note: Signatures of all the inventors, § 1.41(b) applicants, or assignees of record of the entire interest or their representative(s), or
reexamination requesters at the appeal stage are required in accordance with 37 CFR 1.33 and 11.18. Please see 37 CFR 1.4(d) for the form
of the signature. If necessary, submit multiple forms for more than one signature, see below*.

|:| *Total of _ forms are submitted.




Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with your
submission of the attached form related to a patent application or patent. Accordingly, pursuant to the requirements of
the Act, please be advised that: (1) the general authority for the collection of this information is 35 U.S.C. 2(b)(2); (2)
furnishing of the information solicited is voluntary; and (3) the principal purpose for which the information is used by the
U.S. Patent and Trademark Office is to process and/or examine your submission related to a patent application or
patent. If you do not furnish the requested information, the U.S. Patent and Trademark Office may not be able to
process and/or examine your submission, which may result in termination of proceedings or abandonment of the
application or expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1.

The information on this form will be treated confidentially to the extent allowed under the Freedom of
Information Act (5 U.S.C. 552) and the Privacy Act (6 U.S.C 552a). Records from this system of records may
be disclosed to the Department of Justice to determine whether disclosure of these records is required by the
Freedom of Information Act.

A record from this system of records may be disclosed, as a routine use, in the course of presenting evidence
to a court, magistrate, or administrative tribunal, including disclosures to opposing counsel in the course of
settlement negotiations.

A record in this system of records may be disclosed, as a routine use, to a Member of Congress submitting a
request involving an individual, to whom the record pertains, when the individual has requested assistance from
the Member with respect to the subject matter of the record.

A record in this system of records may be disclosed, as a routine use, to a contractor of the Agency having
need for the information in order to perform a contract. Recipients of information shall be required to comply
with the requirements of the Privacy Act of 1974, as amended, pursuant to 5 U.S.C. 552a(m).

A record related to an International Application filed under the Patent Cooperation Treaty in this system of
records may be disclosed, as a routine use, to the International Bureau of the World Intellectual Property
Organization, pursuant to the Patent Cooperation Treaty.

A record in this system of records may be disclosed, as a routine use, to another federal agency for purposes
of National Security review (35 U.S.C. 181) and for review pursuant to the Atomic Energy Act (42 U.S.C.
218(c)).

A record from this system of records may be disclosed, as a routine use, to the Administrator, General
Services, or his/her designee, during an inspection of records conducted by GSA as part of that agency’s
responsibility to recommend improvements in records management practices and programs, under authority of
44 U.S.C. 2904 and 2906. Such disclosure shall be made in accordance with the GSA regulations governing
inspection of records for this purpose, and any other relevant (i.e., GSA or Commerce) directive. Such
disclosure shall not be used to make determinations about individuals.

A record from this system of records may be disclosed, as a routine use, to the public after either publication of
the application pursuant to 35 U.S.C. 122(b) or issuance of a patent pursuant to 35 U.S.C. 151. Further, a
record may be disclosed, subject to the limitations of 37 CFR 1.14, as a routine use, to the public if the record
was filed in an application which became abandoned or in which the proceedings were terminated and which
application is referenced by either a published application, an application open to public inspection or an issued
patent.

A record from this system of records may be disclosed, as a routine use, to a Federal, State, or local law
enforcement agency, if the USPTO becomes aware of a violation or potential violation of law or regulation.
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CROWELL & MORING LLP
INTELLECTUAL PROPERTY GROUP

P.O. BOX 14300 MAILED
WASHINGTON DC 20044-4300

MAY 182011
OFFICE OF PETITIONS
In re Application of
Tajima et al. :
Application No. 12/951,482 :  DECISION ON PETITION

Filed: November 22,2010
Attorney Docket No. 056207.43816C12

This is a decision on the request filed May 16, 2011, seeking relief under the provisions
of “Relief Available to Patent and Trademark Applicants, Patentees and Trademark
Owners Affected by the Catastrophic Events of March 11, 2011 in Japan,” 1365 Off.
Gaz. Pat. Office 170 (April 19, 2011).

The request for relief is GRANTED.

In the above-identified application, an Office action was mailed on January 25, 2011.
The instant petition was filed prior to the expiration of the period for reply and the
certifications for granting of relief are considered to be met by the submission of the
request.

Telephone inquires concerning this decision should be directed to the undersigned at 571-
272-7751. All other inquires concerning either the examination or status of the
application should be directed to the Technology Center.

This application is being referred to the Technology Center, Art Unit 2834 for re-mailing
the Office action of January 25, 2011. The period for reply will run from the mailing
date of the Office action.

/Joan Olszewski/
Joan Olszewski
Petitions Examiner
Office of Petitions
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MAILED
AUG.1§”2011
QFFICE OF PET. ITIONS

PAUL W MARTIN
NCR CORPORATION LAW DEPT

3097 SATELLITE BLVD 2nd FLOOR
DULUTH GA 30096

In re Application of

McDade, et al. . :

Application No. 12/951,503 : ON PETITION
Filed: November 22, 2010 ' :

Attorney Docket No. 10-429.00

This is a decision on the petition to revive under
37 CFR 1.137(b), filed August 3, 2011.

The petition under 37 CFR 1.137(b) is GRANTED.

The above-identified application became abandoned for failure to
file a complete reply to the Notice to File Missing Parts, mailed
Decempber 13, 2010. This Notice set an extendable period for
reply of two (2) months for applicants to submit an oath or
declaration, the surcharge for its late filing, and replacement
drawings. Applicants filed a declaration and surcharge on

July 8, 2011, made timely by including a five month extension of
time. However, no replacement drawings were filed, and as such,
the application became abandoned on July 14, 2011. The Office
mailed a Notice of Abandonment on July 26, 2011.

With the instant petition, applicants paid the petition fee,
made the proper statement of unintentional delay, and submitted
the required reply in the form of replacement drawings.
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The épplication is being forwarded to the Office of Patent
Application Processing for pre-examination processing. '

Telephone inquiries related to this decision should be directed

“to the undersigned at (571)272-3207.

o

Cliff Congo
Petitions Attorney
Office of Petitions
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We Claim:

1. A temporary bonding method comprising:
providing a stack comprising:
a first substrate having a back surface and a device surface, said device surface
having a peripheral region and a central region,;
a second substrate having a carrier surface; and
an edge bond bonded to said peripheral region and to said carrier surface, said
edge bond being absent from at least some of said central region so as to
form a fill zone; and
a fill material in said fill zone;

separating said first and second substrates.

£

The method of claim 1, wherein said device surface comprises an array of devices
selected from the group consisting of integrated circuits; MEMS; microsensors; power
semiconductors; light-emitting diodes; photonic circuits; interposers; embedded passive devices;
and microdevices fabricated on or from silicon, silicon-germanium, gallium arsenide, and

gallium nitride.

3, The method of claim 1, wherein said second substrate comprises a material

selected from the group consisting of silicon, sapphire, quartz, metal, glass, and ceramics.

4, The method of claim 1, said device surface comprising at least one structure
sclected from the group consisting oft solder bumps; metal posts; metal pillars; and structures
formed from a material selected from the group consisting of silicon, polysilicon, silicon dioxide,
silicon (oxy)nitride, metal, low k dielectrics, polymer diclectrics, metal nitrides, and metal

silicides.

22
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5. The method of claim 1, wherein said fill material presents a first surface in contact
with said carrier surface, and a second surface in contact with said device surface, said fill

malterial being a uniform material from said first surface to said second surface.

6. The method of claim 1, wherein said fill material presents a first surface and a
second surface, said article further comprising a second layer in contact with one of said firstand
second surfaces, the other of said first and second surfaces being in contact with one of said

carrier surface and said device surface.

7. The method of claim 6, wherein said second layer is selected (rom the group
consisting of a low adhesive strength layer, a polymeric layer, and a surface modification of said

carrier surface or of said device surface.

8. The method of claim 7, wherein said second layer is in contact with said carrier

surface.

9. The method of claim 1, wherein said edge bond has a width of from about 2 mm

to about 15 mm.

10.  The method of claim 1, wherein said edge bond is formed from a material
comprising monomers, oligomers, or polymers selected from the group consisting of epoxies,
acrylics, silicones, styrenics, vinyl halides, vinyl esters, polyamides, polyimides, polysulfones,

polyethersulfones, cyelic olefins, polyolefin rubbers, and polyurethanes.

11.  The method of claim 1, wherein said fill material comprises monomers,
oligomers, and/or polymers selected from the group consisting of cyclic olefins and amorphous

fluoropolymers.
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12.  The method of claim 1, further comprising subjecting said stack to processing
selected from the group consisting of back-grinding, chemical-mechanical polishing, etching,
metal and dieleciric deposition, patterning, passivation, annealing, and combinations thereof,

prior to separating said first and second substrates.

13.  The method of claim 1, further comprising exposing said edge bond to a solvent

{o dissolve said edge bond prior to said separating.

14, The method of claim 1, further comprising mechanically distupting said edge

bond prior to said separating.

15.  The method of claim 1, wherein said separating comprises applying a low force

to at least one of said first and second substrates so as to pull them apart.

16.  An article comprising;

a first substrate having front and back surfaces, said front surface having a peripheral
region and a central region;

an edge bond bonded to said peripheral region, said edge bond being absent from at least
some of said central region so as to form a fill zonc; and

a fill material in said fill zone.

17.  The article of claim 16, wherein said first substrate comprises a device wafer
having a device surface comprising an array of devices sclected from the group consisting of
integrated circuits; MEMS; microsensors; power semiconductors; light-emitting diodes; photonic
circuits; interposers; embedded passive devices; and microdevices fabricated on or from silicon,

silicon-germanium, gallium arsenide, and gallium nitride.

18. The article of claim 16, wherein said first substrate comprises a material selected

from the group consisting of silicon, sapphire, quartz, metal, glass, and ceramics.

24
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19.  The article of claim 16, further comprising a second substrate having a carrier

surface, said edge bond being further bonded to said carrier surface.

20. The article of claim 19, wherein said second substrate comprises a material

selected from the group consisting of silicon, sapphire, quartz, metal, glass, and ceramics.

21. The article of claim 17, said device surface comprising at least one structure
selected from the group consisting oft solder bumps; metal posts; metal pillars; and structures
formed from a material selccted from the group consisting of silicon, polysilicon, silicon dioxide,
silicon (oxy)nitride, metal, low k dielectrics, polymer dielectrics, metal nitrides, and metal

silicides.

22 The article of claim 16, wherein said fill material presents a first surface and a
second surface, said article further comprising a second layer in contact with one of'said first and

second surfaces.

73, The article of claim 22, wherein said second layer is selected from the group
consisting of a low adhesive strength layer, a polymeric layer, and a surface modification of said

carrier surface or of said device surface.

24 The article of claim 23, wherein said sccond layer is in contact with said carrier
surface.
75 The article of claim 16, wherein said edge bond has a width of from about 2 mm

to about 15 mm.

26.  The article of claim 16, wherein said edge bond is formed from a material
comprising monomers, oligomers, or polymers selected from the group consisting of epoxies,
acrylics, silicones, styrenics, vinyl halides, vinyl csters, polyamides, polyimides, polysulfones,

polyethersulfones, cyclic olefins, polyolefin rubbers, and polyurethanes,
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27.  The article of claim 16, wherein said fill material comprises monomers,

oligomers, and/or polymers selected from the group consisting of cyclic olefins and amorphous

fluoropolymers,
28. A method of forming a temporary wafer bonding structure, said method
comprising:

providing a first substrate having front and back surfaces, said front surface having a
peripheral region and a central region;

forming an cdge bond on said peripheral region, said edge bond being absent from said
central region; and

depositing a {ill material in said central region.

20, The method of claim 28, wherein said depositing a fill material is carried out prior

{o said forming an edge bond.

30. The method of claim 28, wherein said first substrate compriscs a device wafer
having a device surface comprising an array of devices selected from the group consisting of
integrated circuits; MEMS; microsensors; power semiconductors; light-emitting diodes; photonic
circuits; interposers; embedded passive devices; and microdevices fabricated on or from silicon,

silicon-germanium, gallium arsenide, and gallium nitride.

3. The method of claim 28, wherein said first substrate comprises a material selected

from the group consisting of silicon, sapphire, quartz, metal, glass, and ceramics.

32. The method of claim 28, further comprising bonding a second substrate having

a carrier surface to said edge bond.

33, The method of claim 32, wherein said second substrate comprises a maierial

selected from the group consisting of silicon, sapphire, quartz, metal, glass, and ceramics,

26
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34. The method of claim 28, said device surface comprising at least onc structure
selected from the group consisting oft solder bumps; metal posts; metal pillars; and structures
formed from a material selected from the group consisting of silicon, polysilicon, silicon dioxide,
silicon (oxy)nitride, metal, low k dielectrics, polymer dielectrics, metal nitrides, and metal

silicides.

35, The method of claim 28, wherein said fill material presents a first surface and a
second surface, said article further comprising a second layer in contact with one of said first and

second surfaces.

36.  The method of claim 35, wherein said second layer is selected from the group
consisting of a low adhesive strength layer, a polymeric layer, and a surface modification of said

carrier surface or of said device surface.

37. The method of claim 36, wherein said second layer is in contact with said carrier

surface.

38.  The method of claim 28, wherein said edge bond has a width of from about 2 mm

to about 15 mm.

39, The method of claim 28, wherein said edge bond is formed from a material
comprising monomers, oligomers, or polymers sclected from the group consisting of epoxies,
acrylics, silicones, styrenics, vinyl halides, vinyl esters, polyamidcs, polyimides, polysulfones,

polyethersulfones, cyclic olefins, polyolefin rubbers, and polyurethanes.
40.  The method of claim 28, whercin said fill material comprises monomers,

oligomers, and/or polymers sclected from the group consisting of cyclic olefins and amorphous

Nuoropolymers.
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41. An article comprising:

a substrate having front and back surfaces, said front surface having a peripheral region

and a central region; and

a layer of material on said front surface at said central region, said layer being absent

5 from said peripheral region and being selected from the group consisting of alow
adhesive strength layer and a surface modification of said front surface.
42, The article of claim 41, wherein said substrate compriscs a material selecied from
the group consisting of silicon, sapphire, quartz, metal, glass, and ceramics.
10
43, The article of claim 42, wherein said substrate comprises silicon,
44,

The article of claim 4 1, wherein said peripheral region has a width of from about
2 mm to about 15 mm.

15

45.  The article of claim 41, said layer having a thickness of from about 1 nm to

about 5 nm.
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APPLICANT HEREBY REQUESTS PARTICIPATION IN THE PCT-PPH PROGRAM AND PETITIONS TO MAKE THE
ABOVE-IDENTIFIED APPLICATION SPECIAL UNDER THE PCT-PPH PROGRAM.
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b. A copy of all claims which were indicated as having novelty, inventive step and industrial applicability in the
above-identified corresponding PCT application(s).

Iil Is attached.

D Is not attached because the document is already in the U.S. application.

c. English translations of the documents in a. and b. above are attached (if the documents are not in the English
language). A statement that the English translation is accurate is attached for the document in b. above.
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This collection of information is required by 35 U.S.C. 118, 37 CFR 1.55, and 37 CFR 1.102(d). The information is required to obtain or retain a benefit by the pubiic, which is to file (and by
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(continued)

Application No.: 12/951530

First Named Inventor| Tony D. Flaim

[’_‘] Is attached

[il Are attached.

d. (1) An information disclosure statement listing the documents cited in the international work products (ISR,
WOJISA, WO/IPEA, IPER) of the corresponding PCT application.

[i] Has already been filed in the above-identified U.S. application on

(2) Copies of all documents (except) for U.S. patents or U.S. patent application publications)

Have already been filed in the above-identified U.S. application on

November 22, 2010

November 22, 2010

II. Claims Correspondence Table:

Claims in US Application

Patentable Claims
in the corresponding
PCT Application

Explanation regarding the correspondence

1 17 All limitations of claim 17 have been incorporated into claim 1
2-11 18-27 Same set of dependent claims

12 42 All limitations of claim 42 have been incorporated into claim 12
13-15 43-45 Same set of dependent claims

16 18 Claim 18 has been rewritten into independent format as claim 16
17-25 19-27 Same set of dependent claims

26 19 Claim 19 has been rewritten into independent format as claim 26
27-34 20-27 Same set of dependent claims

lIl. All the claims in the US application sufficiently correspond to the patentable claims in the
corresponding PCT application.
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Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with your
submission of the attached form related to a patent application or patent. Accordingly, pursuant to the requirements of
the Act, please be advised that: (1) the general authority for the collection of this information is 35 U.S.C. 2(b)(2); (2)
furnishing of the information solicited is voluntary; and (3) the principal purpose for which the information is used by the
U.S. Patent and Trademark Office is to process and/or examine your submission related to a patent application or
patent. If you do not furnish the requested information, the U.S. Patent and Trademark Office may not be able to
process and/or examine your submission, which may result in termination of proceedings or abandonment of the
application or expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1.

The information on this form will be treated confidentially to the extent allowed under the Freedom of
Information Act (5 U.S.C. 552) and the Privacy Act (5 U.S.C 552a). Records from this system of records
may be disclosed to the Department of Justice to determine whether disclosure of these records is required

by the Freedom of Information Act.
A record from this system of records may be disclosed, as a routine use, in the course of presenting

evidence to a court, magistrate, or administrative tribunal, including disclosures to opposing counsel in the
course of settlement negotiations.

A record in this system of records may be disclosed, as a routine use, to a Member of Congress submitting
a request involving an individual, to whom the record pertains, when the individual has requested
assistance from the Member with respect to the subject matter of the record.

A record in this system of records may be disclosed, as a routine use, to a contractor of the Agency having
need for the information in order to perform a contract. Recipients of information shall be required to
comply with the requirements of the Privacy Act of 1974, as amended, pursuant to 5 U.S.C. 552a(m).

A record related to an International Application filed under the Patent Cooperation Treaty in this system of
records may be disclosed, as a routine use, to the International Bureau of the World Intellectual Property
Organization, pursuant to the Patent Cooperation Treaty.

A record in this system of records may be disclosed, as a routine use, to another federal agency for
purposes of National Security review (35 U.S.C. 181) and for review pursuant to the Atomic Energy Act (42
U.S.C. 218(c)).

A record frcEm this system of records may be disclosed, as a routine use, to the Administrator, General
Services, or his/her designee, during an inspection of records conducted by GSA as part of that agency's
responsibility to recommend improvements in records management practices and programs, under
authority of 44 U.S.C. 2904 and 2906. Such disclosure shall be made in accordance with the GSA
regulations governing inspection of records for this purpose, and any other relevant (  i.e., GSA or
Commerce) directive. Such disclosure shall not be used to make determinations about individuals.

A record from this system of records may be disclosed, as a routine use, to the public after either
publication of the application pursuant to 35 U.S.C. 122(b) or issuance of a patent pursuant to 35 U.S.C.
151. Further, a record may be disclosed, subject to the limitations of 37 CFR 1.14, as a routine use, to the
public if the record was filed in an application which became abandoned or in which the proceedings were
terminated and which application is referenced by either a published application, an application open to
public inspection or an issued patent.

A record from this system of records may be disclosed, as a routine use, to a Federal, State, or local law
enforcement agency, if the USPTO becomes aware of a violation or potential violation of law or regulation.
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Please find below and/or attached an Office communication concerning this application or proceeding.

The time period for reply, if any, is set in the attached communication.
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UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

Hovey Williams LLP
10801 Mastin Blvd., Suite 1000
Overland Park KS 66210
In re Application of

FLAIM et al.
Application No.: 12/951,530 : DECISION ON REQUEST TO
Filed: 22 November 2010 : PARTICIPATE IN THE PCT PATENT
Attorney Docket No.: 38959-DIV - : PROSECUTION HIGHWAY PILOT
For: METHOD FOR REVERSIBLY : PROGRAM AND PETITION
MOUNTING A DEVICE WAFER TO A : TO MAKE SPECIAL UNDER
CARRIER SUBSTRATE ' : 37 CFR 1.102(a)

This is a decision on the request to participate in the PCT Patent Prosecution Highway (PCT-
PPH) pilot program and the petition under 37 CFR 1.102(a), filed 23 November 2010, to make
the above-identified application special.

The request and petition are GRANTED.
Discussion

A grantable request to participate in the PCT-PPH pilot program and petition to make special
require:

(1) The U.S. application must disclose an eligible relationship to one or more PCT applications
where the ISA or IPEA are the JPO, EPO, KIPO, or USPTO;

(2) At least one claim in the PCT application has novelty, inventive step, and industrial
applicability and must be free of any observations in Box VIII in the latest work product in the
international stage or applicant must identify and explain why the claim(s) is/are not subject to
the observation in Box VIII;

(3) Applicant must submit a copy of the claim(s) from the PCT application(s) that have novelty,
inventive step, and industrial applicability along with an English translation thereof and a
statement that the English translation is accurate, if the claims are not in the English language;

(4) All the claims in the U.S. application must sufficiently correspond or be amended to
sufficiently correspond to the claim(s) that have novelty, inventive step, and industrial
applicability in the PCT application(s); ‘

(5) Examination of the U.S. application has not begun;
(6) Applicant must submit a copy of the latest international work product from the PCT

application indicating that the claim(s) have novelty, inventive step, and industrial applicability
along with an English translation thereof and a statement that the English translation is accurate



if the latest international work product is not in the English language;

(7) Applicant must submit an IDS listing the documents cited by the PCT examiner in the
international work product along with copies of documents except U.S. patents or U.S. patent
application publications.

The request to participate in the PCT-PPH pilot program and petition comply with the above
requirements. Accordingly, the above-identified application has been accorded “special” status.

Telephone inquiries concerning this decision should be directed to Lee W. Young at 571-272-
4549.

All other inquiries concerning the examination or status of the application is accessible in the
PAIR system at http://www.uspto.gov/ebc.index.html.

This application will be forwarded to the examiner for action on the merits commensurate with
this decision once this application’s formality reviews have been completed.

L

Lee W. Young -
TQAS Technology Center 2800 - Semiconductors,
Electrical & Optical Systems & Components



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

CROWELL & MORING LLP o
INTELLECTUAL PROPERTY GROUP MA"‘ED
P.O. BOX 14300 JuL 0 52011
WASHINGTON DC 20044-4300
OFFICE OF PETITIONS
In re Application of
Borislav Salapic :
Application No. 12/951,614 : DECISION ON REQUEST FOR REFUND

Filed: November 22, 2010
Attorney Docket No. 037068-62883US

This is a decision on the Request For Refund filed June 16, 2011.
The request is DISMISSED.

Applicant filed the above request for refund and states that “Applicants hereby petition for a
refund of the four-month extension of time fee in the amount of $1,730.00, which was paid on
June 6, 2011 in order to respond to a Notice to File Missing Parts of Non-provisional Application
(“Notice”) that was allegedly mailed December 7, 2010. The undersigned hereby attests to the
fact that the Notice was never received by the undersigned and/or his office, and a diligent search
of the file jacket of the above-identified application and the docket records, both electronic and
manual, of the office indicates that the Notice was never received.

The undersigned first became aware of the Notice on or about May 20, 2011 upon inquiring
through PAIR as to the status of the application. At that time, a copy of the Notice was
downloaded through PAIR and docketed. Because by that date the response to the Notice
required a four-month extension of time, Applicants paid the fee for the extension and now
petition for its refund”

Applicant’s attention is directed to MPEP 607.02 which states:

When an applicant or patentee takes an action “by mistake” (e.g., files an application or
maintains a patent in force “by mistake”), the submission of fees required to take that action
(e.g., a filing fee submitted with such application or a maintenance fee submitted for such patent)
is not a “fee paid by mistake” within the meaning of 35 U.S.C. 42(d).



Application No. 12/951,614 -2-

37 CFR 1.26(a) also provides that a change of purpose after the payment of a fee, as when a
party desires to withdraw the filing of a patent application for which the fee was paid, will not
entitle the party to a refund of such fee.

The request for the four-month extension of time fee ($1,730.00) submitted on June 6, 2011, was
necessary to keep the application in pending status. This is not a matter where an application
went abandoned because of nonreceipt of an Office action, and a petition to withdraw holding of
abandonment under 37 CFR 1.181(no fee) was filed. It was applicant’s decision to file the
request for the four-month extension of time on June 6, 2011.

In view of the above, the request for refund is dismissed. -

Any questions concerning this matter may be directed to the undersigned at (571) 272-3208.

/KOC/

Karen Creasy
Petitions Examiner
Office of Petitions



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
www.uspto.gov

CROWELL & MORING LLP

INTELLECTUAL PROPERTY GROUP MAILED

P.0. BOX 14300 N

WASHINGTON DC 20044-4300 SEP 07 2011
OFFICE OF PETITIONS

In re Application of

Borislav Salapic _ :

Application No. 12/951,614 : : DECISION ON REQUEST FOR REFUND
Filed: November 22, 2010 :

Attorney Docket No. 037068-62883US

This is a decision on the “REQUEST FOR RECONSIDERATION OF DECISION ON
REQUEST FOR REFUND” filed August 4, 2011.

The request is DISMISSED.

Petitioner argues in this renewed petition that because the Notice To File Missing Parts (Notice)
was not received at his Office the fee paid is in excess of that required. The salient issue here is
not whether petitioner received the Notice; rather, it is the actions petitioner took when he
became aware that there was an outstanding Notice. In this case petitioner did not request that
the Notice be remailed; rather, petitioner filed a response to the Notice. This response required
petitioner to file an extension of time in order for the response to be timely. Therefore, the fee is
not in excess of that required. The fact that no extension of time would have been required if
petitioner requesting remailing of the Notice is not relevant because petitioner did not request
remailing of the Notice. See MPEP 607.02.

Regrettably, the request for refund is again dismissed.

Any questions concerning this matter may be directed to the undersigned at (571) 272-3208.

/KOC/

Karen Creasy
Petitions Examiner
Office of Petitions
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[ APPLICATION NO. FILING DATE FIRST NAMED INVENTOR I ATTORNEY DOCKET NO. | CONFIRMATION NO. J
12/951,636 11/22/2010 Benjamin ENGLANDER 003033/0074 1119
26610 7590 10/31/2011
EXAMINER
STROOCK & STROOCK & LAVAN LLP I I
180 MAIDEN LANE SHAFER, RICKY D
NEW YORK, NY 10038
’ | ART UNIT I PAPER NUMBER I
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10/31/2011 ‘ PAPER

Please find below and/or attached an Office communication concerning this application or proceeding.

The time period for reply, if any, is set in the attached communication.
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UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

STROOCK & STROOCK & LAVAN LLP
180 MAIDEN LANE
NEW YORK, NY 10038

In re Application of Benjamin Englander :
Appl. No.: 12/951,636 : DECISION ON PETITION

Filed: November 22, 2010 ; UNDER 37 C.F.R. § 1.59
Attorney Docket No.: 003033/0074 :
For: MIRROR MOUNTING ASSEMBLY

This is a response to the petition under 37 CFR 1.59(b), filed September 23, 2011, to expunge
information from the above identified application as it is subject to a protective order.

The decision on the petition will be held in abeyance until allowance of the application or
mailing of an Ex parte Quayle action or a Notice of Abandonment, at which time the petition
will be decided.

The decision on the petition is held in abeyance because prosecution on the merits has not
completed. Accordingly, it is not appropriate to make a final determination of whether or not the
material requested to be expunged is “material,” with “materiality” being defined as any
information which the examiner considers as being important to a determination of patentability
of the claims. Thus, the decision on the petition to expunge must be held in abeyance at this
time.

During prosecution on the merits, the examiner will determine whether or not the identified
document is considered to be “material.” If the information is not considered by the examiner to
be material, the information will be removed from the official file.

Any inquiry regarding this decision should be directed to Hien H. Phan, Quality Assurance
Specialist, at (571) 272-1606.

Yy

eph ’fhomas/ TC Director
echnology Center 2800
Semiconductors, Electrical and Optical
Systems and Components



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

First Named Inventor: Richard Ohl
Confirmation No.: 1143

Serial No.: 12/951650

Filing Date: 11-22-2010

Srviapt? Tnapt Canpmr” gpt N e e b

Atty Docket No.; 238766-4
Commissioner for Patents
P.O. Box 1450

Alexandria, VA 22313-1450

Statement Concerning the Basis for the Special Status

SIR:

Applicant respectfully submits that Special Status is sought on the basis
that the present invention materially coniributes to the development of renewable
energy resources or energy conservation,

Applicant respectfully submits that the present invention is directed to
removal of a shrink coupling used to couple a main shaft to gearbox in a turbine
generator, for example in a wind turbine. Modern wind turbines can be quite
jarge, and maintenance of these wind turbines often requires the use of a large
construction crane in order to repair/replace components in the turbine nacelle.
Removal of the main drive shaft shrink coupling is an example of just such a
procedure that, to date, typically requires a crane. The logistic requirements,
furbine down time, and expense associated with this maintenance procedure can
be tremendous. Embodiments disclosed herein provide systems and methods
for removing a shrink coupling that reduce the requirements, and associated

expense and logistical burdens, of an on-site crane in the performance of



maintenance or repair work on the turbines. Thus the present invention
materially contributes 1o the development of renewable energy by facilitating
repair and maintenance of a wind turbine, which in turm promotes increased
energy production.

The undersigned atiorney may be contacted at the number below to
facilitate the resolution of any matters. Please charge any fees that are incurred
in connection with this Statement to deposit account no. 09-0470.

Respectiully submitted,
General Electric Company
By /Douglas D. Zhang/

Douglas D. Zhang
Reg. No. 37,885

Dated. January 7, 2011

GE Global Patent Operation
2 Corporate Drive, Suite 648
Shelton, CT 06484
203-944-6755

S



Doc Code: PET.GREEN

Document Description: Petition for Green Tech Pilot PTO/SB/420 (11-10)

Approved for use through 01/31/2011. OMB 0651-0062
U.S. Patent and Trademark Office; U. S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.

PETITION TO MAKE SPECIAL UNDER THE GREEN TECHNOLOGY PILOT PROGRAM

Attorney Docket Application Number - .

Number: 238766-4 (if known): 12/951650 Filing date: 11222010
First Named _.

Inventor:  Richard Ohl

Title: Method and System for Disengaging a Shrink Coupling on a Turbine Generator

APPLICANT HEREBY REQUESTS TO PARTICIPATE IN THE GREEN TECHNOLOGY PILOT PROGRAM FOR
THE ABOVE-IDENTIFIED APPLICATION. See Instruction Sheet on page 2.

This petition must be timely filed electronically using the USPTO electronic filing system, EFS-Web.
1. By filing this petition:

Applicant is requesting early publication: Applicant hereby requests early publication under
37 CFR 1.219 and the publication fee set forth in 37 CFR 1.18(d) accompanies this request.

N

By filing this petition: applicant is agreeing to make an election without traverse in a telephonic interview and
elect an invention that meets the eligibility requirements for the Green Technology Pilot Program, if the Office
determines that the claims are not obviously directed to a single invention. See Instruction Sheet.

3. This request is accompanied by statements of special status for the eligibility requirement.
4. The application contains no more than three (3) independent claims and twenty (20) total claims.

5. The application does not contain any multiple dependent claims.

6. Other attachments: Statement Concerning the Basis for the Special Status

Signature /Douglas D. Zhang/ Date 1-7-2011
Name Douglas D. Zhan
(PrintTyped) g 9 Registration Number 37,985

Note: Signatures of all the inventors or assignees of record of the entire interest or their representative(s) are required in accordance with 3
CFR 1.33 and 11.18. Please see 37 CFR 1.4(d) for the form of the signature. If necessary, submit multiple forms for more than one signature
see below”.

\\\\\

*Total of forms are submitted.

The information is required to obtain or retain a benefit by the public which is to file (and by the USPTO to process) an application. Confidentiality is governed by 35
U.S.C. 122 and 37 CFR 1.11 and 1.14. This collection is estimated to take 12 hours to complete, including gathering, preparing, and submitting the completed
application form to the USPTO. Time will vary depending upon the individual case. Any comments on the amount of time you require to complete this form and/or
suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent and Trademark Office, U.S. Department of Commerce, P.O. Box
1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND TO: Commissioner for Patents, P.O. Box
1450, Alexandria, VA 22313-1450.

If you need assistance in completing the form, call 1-800-PTO-9199 and select option 2.



PTO/SB/420 (11-10)
Approved for use through 01/31/2011. OMB 0651-0062
U.S. Patent and Trademark Office; U. S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.

Instruction Sheet for
Petition to Make Special Under the Green Technology Pilot Program
(Not to be Submitted to the USPTO)

The following is a summary of the requirements (for more information see the notices (i) “Pilot
Program for Green Technologies Including Greenhouse Gas Reduction,” (ii) “Elimination of
Classification Requirement in the Green Technology Pilot Program,” and (iii) “Expansion and
Extension of the Green Technology Pilot Program,” available on the USPTO web site at http://
www.uspto.gov/patents/init_events/green_tech.jsp):

1)  The application must be a non-reissue, non-provisional utility application filed under 35 U.S.C. 111
(a), or an international application that has entered the national stage in compliance with 35 U.S.C.
371, irrespective of the filing date of the application. Reexamination proceedings are excluded from
this pilot program.

2)  The application must contain three or fewer independent claims and twenty or fewer total claims.
The application must not contain any multiple dependent claims. For an application that contains
more than three independent claims or twenty total claims, or multiple dependent claims, applicant
must file a preliminary amendment in compliance with 37 CFR 1.121 to cancel the excess claims
and/or the multiple dependent claims at the time the petition to make special is filed.

3) The claims must be directed to a single invention that materially enhances the quality of the
environment, or that materially contributes to: (1) the discovery or development of renewable
energy resources; (2) the more efficient utilization and conservation of energy resources; or (3)
green house gas emission reduction (see the eligibility requirements of sections Il and Il of the
notice (i) cited above). The petition must include a statement that, if the USPTO determines that the
claims are directed to multiple inventions (e.g., in a restriction requirement), applicant will agree to
make an election without traverse in a telephonic interview, and elect an invention that meets the
eligibility requirements in section Il or Il of the notice (i) cited above.

4) The petition to make special must be timely filed electronically using the USPTO electronic filing
system, EFS-Web, and selecting the document description of “Petition for Green Tech Pilot” on the
EFS-Web screen. Applicant should use form PTO/SB/420, which is available as a Portable
Document Format (PDF) fillable form in EFS-Web and on the USPTO Web site.

5) The petition to make special must be filed at least one day prior to the date that a first Office action
(which may be an Office action containing only a restriction requirement) appears in the Patent
Application Information Retrieval (PAIR) system. Applicant may check the status of the application
using PAIR.

6) The petition to make special must be accompanied by a request for early publication in compliance
with 37 CFR 1.219 and the publication fee set forth in 37 CFR 1.18(d).

Page 2



Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with your
submission of the attached form related to a patent application or patent. Accordingly, pursuant to the requirements of
the Act, please be advised that: (1) the general authority for the collection of this information is 35 U.S.C. 2(b)(2); (2)
furnishing of the information solicited is voluntary; and (3) the principal purpose for which the information is used by the
U.S. Patent and Trademark Office is to process and/or examine your submission related to a patent application or
patent. If you do not furnish the requested information, the U.S. Patent and Trademark Office may not be able to
process and/or examine your submission, which may result in termination of proceedings or abandonment of the
application or expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1.

Page 3

The information on this form will be treated confidentially to the extent allowed under the Freedom of
Information Act (5 U.S.C. 552) and the Privacy Act (5 U.S.C 552a). Records from this system of records may
be disclosed to the Department of Justice to determine whether disclosure of these records is required by the
Freedom of Information Act.

A record from this system of records may be disclosed, as a routine use, in the course of presenting evidence
to a court, magistrate, or administrative tribunal, including disclosures to opposing counsel in the course of
settlement negotiations.

A record in this system of records may be disclosed, as a routine use, to a Member of Congress submitting a
request involving an individual, to whom the record pertains, when the individual has requested assistance from
the Member with respect to the subject matter of the record.

A record in this system of records may be disclosed, as a routine use, to a contractor of the Agency having
need for the information in order to perform a contract. Recipients of information shall be required to comply
with the requirements of the Privacy Act of 1974, as amended, pursuant to 5 U.S.C. 552a(m).

A record related to an International Application filed under the Patent Cooperation Treaty in this system of
records may be disclosed, as a routine use, to the International Bureau of the World Intellectual Property
Organization, pursuant to the Patent Cooperation Treaty.

A record in this system of records may be disclosed, as a routine use, to another federal agency for purposes
of National Security review (35 U.S.C. 181) and for review pursuant to the Atomic Energy Act (42 U.S.C.
218(c)).

A réc)(zrd from this system of records may be disclosed, as a routine use, to the Administrator, General
Services, or his/her designee, during an inspection of records conducted by GSA as part of that agency's
responsibility to recommend improvements in records management practices and programs, under authority of
44 U.S.C. 2904 and 2906. Such disclosure shall be made in accordance with the GSA regulations governing

inspection of records for this purpose, and any other relevant (i.e., GSA or Commerce) directive. Such
disclosure shall not be used to make determinations about individuals.

A record from this system of records may be disclosed, as a routine use, to the public after either publication of
the application pursuant to 35 U.S.C. 122(b) or issuance of a patent pursuant to 35 U.S.C. 151. Further, a
record may be disclosed, subject to the limitations of 37 CFR 1.14, as a routine use, to the public if the record
was filed in an application which became abandoned or in which the proceedings were terminated and which
application is referenced by either a published application, an application open to public inspection or an issued
atent.

R record from this system of records may be disclosed, as a routine use, to a Federal, State, or local law
enforcement agency, if the USPTO becomes aware of a violation or potential violation of law or regulation.
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Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
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Dority & Manning, PA and General Electric Company
Post Office Box 1449

Greenville SC 29602

In re Application of :

OHL, RICHARD ARLAND JR. : DECISION ON PETITION
Application No. 12/951,650 : TO MAKE SPECIAL UNDER
Filed: Nov. 22, 2010 : THE GREEN TECHNOLOGY
Attorney Docket No. 238766-4/GEC-36-DIV : - PILOT PROGRAM

This is a decision on the petition under 37 CFR 1:102, filed Jan. 7, 2010, to make the above-
identified application special under the pilot program for applications pertaining to Green
Technologies as set forth in 74 Federal Register Notice 64666 (December 8, 2009) and amended
by 75 Federal Register Notice 28554 (May 21, 2010) and 75 Federal Register Notice 69049
(November 10, 2010).

The petition is dismissed.

A grantable petition to make an application special under 37 CFR 1.102 and the pilot program as
set forth in 74 FR 64666 must be directed to a nonprovisional application filed under 35 USC
111(a) or be a national stage entry under 35 USC 371, exclusive of any reissue applications.

In order to qualify for special status, the following requirements must be met. 1) The application
must have no more than 3 independent claims and no more than 20 total claims. 2) The
application must not contain any multiple dependent claims. 3) The petition must state the basis
for seeking special status, i.e., the claimed invention either: A) materially enhances the quality of
the environment or B) materially contributes to: 1) the discovery or development of renewable
energy resources, ii) the more efficient utilization and conservation of energy resources, or iii)
greenhouse gas emission reduction. 4) If the disclosure is not clear on its face that the claimed
invention materially contributes under category (A) or (B), the petition must be accompanied by
a statement by the applicant, assignee, or an attorney/agent registered to practice before the
Office explaining how the materiality standard is met. 5) A statement that applicant will agree to
make an election without traverse in a telephonic interview if a restriction requirement is made
by the examiner. 6) The petition to make special must be filed electronically. 7) The petition
must be filed at least one day prior to the date that a first Office Action appears in the Patent
Application Information Retrieval (PAIR) system. 8) The petition must be accompanied by a
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request for early publication in compliance with 37 CFR 1.219 and include the publication fee as
set forth in 37 CFR 1.18(d).

The requirement for a fee for consideration of the petition to make special for applications
pertaining to Green Technologies has been waived.

The petition lacks item # 4.

In regard to item 4, petitioner should note that the instant petition includes a statement
identifying the basis for the special status (i.e., whether the instant invention (1) materially
enhances the quality of the environment or materially contributes to (2) development of
renewable energy resources or energy conservation, or (3) greenhouse gas reduction) as required
by sections II and III of the notice. However, as stated in the notice, applicant must also provide
a statement pertaining to the materiality standard if the application disclosure is not clear on its
face as to the materiality of the basis for the special status of the invention. This petition lacks
such a statement and it is not agreed that the application on its face meets that materiality
standard. Petitioner states that the claimed invention relates to contribution of development of
renewable energy. This is not convincing. It is not clear how the claimed system for removing a
shrink coupling will provide and enhance the quality of the environment or contribute to
development of renewable energy resources or energy conservation or greenhouse gas reduction.
The claims presented have nothing to do with wind turbine for generating renewable energy.
There 1s no connection between the Statement and the claimed subject matter.

Any reconsideration of this decision should be submitted through the USPTO electronic filing
system, EFS-Web, and selecting the document description of “Petition for Green Tech Pilot” on -
the EFS-Web screen.

Telephone inquiries concerning this decision should be directed to Henry C. Yuen at 571-272-
4856.

The application will be forwarded to the Technology Center Art Unit 3744 for action in
its regular turn. '

/Henry C. Yuen/

Henry C. Yuen
Quality Assurance Specialist
Technology Center 3700



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

First Named Inventor: Richard Ohi
Confirmation No.: 1143

Serial No.: 12/951650

Filing Date: 11-22-10

o’ i i e

Atty Docket No.: 238766-4
Commissioner for Patents
P.O. Box 1450

Alexandria, VA 22313-1450

Request for Reconsideration

SIR:

This is responsive {o the Decision on Petition, dated as mailed 12 January
2011, in the above-referenced application.

Applicant respectiully requests reconsideration of Applicant’'s Petition to
Make Special on the basis that the present invention materially contributes to the
development of renewable energy resources or energy conservation.

Applicant respectfully submits that the present invention is directed {o
removal of a shrink coupling used to couple a main shaft to gearbox in a turbine
generator, for example in a wind {urbine. Modern wind turbines can be quite
farge, and maintenance of these wind turbines often requires the use of a large
construction crane in order to repairfreplace components in the furbine nacelle.
Removal of the main drive shaft shrink coupling is an example of just such a
procedure that, to date, typically requires a crane. The logistic requirements,
furbine down time, and expense associated with this maintenance procedure can

be tremendous. While wind power is considered one of the cleanest, most



environmentally friendly energy sources presently available, the availability of
wind energy as a viable power generating oplion heavily depends on the
cost/benefit economics of wind energy. As such, it is important that the cost of
producing the energy, including maintenance of the wind turbines, cannot
outweigh the benefits. Furthermore, turbine down time can have a substantial
effect on the production of energy. The longer the period for which turbine
operation is interrupted, the less time the turbine is available to produce energy.

Embodiments disclosed herein provide systems and methods for
removing a shrink coupling that reduce the requirements, and associated
expense and logistical burdens, of an on-site crane in the performance of
maintenance or repair work on the turbines. By reducing these requirements,
expenses and burdens, the present invention reduces overall wind turbine
maintenance and repair costs. Furthermore, because an on-site crane is not
needed to remove the shrink coupling, the present invention greatly reduces the
amount of turbine down time required to perform related maintenance and
repairs. Thus the present invention materially contributes 1o the development of
renewable energy by reducing the costs of producing the energy and making the
benefits of wind energy a more viable option for power generation. Thus, the
present invention promotes increased energy production.

The undersigned attorney may be contacied at the number below {0
facilitate the resolution of any matters. Please charge any fees that are incurred
in connection with this Statement to deposit account no. 08-0470.

Respectiully submitted,

S



General Electric Company

By : /Douglas D. Zhang/
Douglas D. Zhang
Reg. No. 37,885

Dated: February 7, 2011

GE Globatl Patent Operation
2 Corporate Drive, Suite 648
Shelton, CT 08484
203-944-6755

Snd
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Dority & Manning, PA and General Electric Company
Post Office Box 1449

Greenville SC 29602

In re Application of :

OHL, RICHARD ARLAND JR. : DECISION ON PETITION
Application No. 12/951,650 . TO MAKE SPECIAL UNDER
Filed: Nov. 22,2010 : THE GREEN TECHNOLOGY

Attorney Docket No. 238766-4/GEC-36-DIV : PILOT PROGRAM -

This is a decision on the renewed-petition under 37 CFR 1.102, filed Feb. 9, 2011, to make the
above-identified application special under the pilot program for applications pertaining to Green
Technologies as set forth in 74 Federal Register Notice 64666 (December 8, 2009) and amended
by 75 Federal Register Notice 28554 (May 21, 2010) and 75 Federal Register Notice 69049
(November 10, 2010). '

The petition is denied.

A grantable petition to make an application special under 37 CFR 1.102 and the pilot program as
set forth in 74 FR 64666 must be directed to a nonprovisional application filed under 35 USC
111(a) or be a national stage entry under 35 USC 371, exclusive of any reissue applications.

In order to qualify for special status, the following requirements must be met. 1) The application
must have no more than 3 independent claims and no more than 20 total claims. 2) The
application must not contain any multiple dependent claims. 3) The petition must state the basis
for seeking special status, i.e., the claimed invention either: A) materially enhances the quality of
the environment or B) materially contributes to: i) the discovery or development of renewable
energy resources, ii) the more efficient utilization and conservation of energy resources, or iii)
greenhouse gas emission reduction. 4) If the disclosure is not clear on its face that the claimed
invention materially contributes under category (A) or (B), the petition must be accompanied by
a statement by the applicant, assignee, or an attorney/agent registered to practice before the
Office explaining how the materiality standard is met. 5) A statement that applicant will agree to
make an election without traverse in a telephonic interview if a restriction requirement is made
by the examiner. 6) The petition to make special must be filed electronically. 7) The petition
must be filed at least one day prior to the date that a first Office Action appears in the Patent
Application Information Retrieval (PAIR) system. 8) The petition must be accompanied by a
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request for early publication in compliance with 37 CFR 1.219 and include the publication fee as
set forth in 37 CFR 1.18(d).

The requirement for a fee for consideration of the petition to make special for applications
pertaining to Green Technologies has been waived.

The petition lacks item # 4.

In regard to item 4, petitioner should note that the instant petition includes a statement
identifying the basis for the special status (i.e., whether the instant invention (1) materially
enhances the quality of the environment or materially contributes to (2) development of
renewable energy resources or energy conservation, or (3) greenhouse gas reduction) as required
by sections II and III of the notice. However, as stated in the notice, applicant must also provide
a statement pertaining to the materiality standard if the application disclosure is not clear on its
face as to the materiality of the basis for the special status of the invention. This petition lacks
such a statement and it is not agreed that the application on its face meets that materiality
standard. In the renewed petition, petitioner argues that the claimed invention relates to cost
saving and reduction of time consumption in repairs and maintenances. Petitioner argues that the
claimed removal of a shrink coupling that reduce the requirements, and associated expense and
logistical burdens, of an on-site crane in the performance of maintenance or repair work on the
turbines would contribute to the development of renewable energy. This line of arguments is not
persuasive because the claims are directed a system for removing a shrink coupling which is not
directly related to the quality of the environment or contribute to development of renewable
energy resources or energy conservation or greenhouse gas reduction.

Under the circumstances, the request to make the above-identified application special under the
pilot program for applications pertaining to Green Technologies cannot be granted.

Telephone inquiries concerning this decision should be directed to Henry C. Yuen at 571-272-
4856. The application is being forwarded to the Technology Center Art Unit 3745 for action in

its regular turn.

Since this is a decision for reconsideration, no further reconsideration or review of the matter
will be undertaken by the Director. )

/Henry C. Yuen/

Henmciien
Quality Assurance Specialist
Technology Center 3700
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HESLIN ROTHENBERG FARLEY & MESITI PC
5 COLUMBIA CIRCLE
ALBANY NY 12203

In re Application of

John E. Rode

Application No. 12/951,727
Filed: November 22, 2010
Attorney Docket No. 0545.070

Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
www.uspto.gov

- MAILED
MAR 242011

OFFICE OF PETITIONS
DECISION ON PETITION

TO MAKE SPECIAL UNDER
37 CFR 1.102(c)(1)

This is a decision on the petition under 37 CFR 1.102(c)(1), filed February 3, 2011, to
make the above-identified application special based on applicant’s age as set forth in

MPEP § 708.02, Section IV.

The petition is GRANTED.

A grantable petition to make an application special under 37 CFR 1.102(c)(1) and
MPEP § 708.02, Section IV: Applicant’s Age must be accompanied by evidence showing
that at least one of the applicants is 65 years of age, or more, such as a birth
certificate or a statement by applicant. No fee is required

The instant petition includes a statement by a registered attorney. Accordingly, the
above-identified application has been accorded “special” status.

Telephone inquiries concerning this decision should be directed to JoAnne Burke at

571-272-4584.

All other inquiries concerning either the examination or status of the application

should be directed to the Technology Center.

The applifation is being forwarded to the Technology Center Art Unit 2855 for

i

ion oh the merits commensurate with this decision.

Petitions Examiner
Office of Petitions
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STEPTOE & JOHNSON LLP

1330 CONNECTICUT AVENUE, N.W.

WASHINGTON DC 20036 M AILED
JUN 22 2011

OFFICE OF PETITIONS

In re Application of

Fine et al. :

Application No. 12/951,811 : ON PETITION

Filed: November 22, 2010
Attorney Docket No. 16250.0021

This is a decision on the petition under 37 CFR 1.102(c)(1), filed June 8, 2011, to make
the above-identified application special based on applicant’s age as set forth in M.P.E.P.
§ 708.02, Section IV.

The petition is GRANTED.

A grantable petition to make an application special under 37 CFR 1.102(c)(1) and MPEP
§ 708.02, Section IV: Applicant’s Age must be accompanied by evidence showing that at
least one of the applicants is 65 years of age, or more, such as a birth certificate or a
statement by applicant. No fee is required

The instant petition includes a statement by applicant’s attorney that applicant is 65 years
of age and a statement (PTO/SB/130 form) by the applicant that applicant is 65 years of
age. Accordingly, the above-identified application has been accorded “special” status.

Telephone inquiries concerning this decision should be directed to the undersigned at
571-272-7751. All other inquiries concerning either the examination or status of the
application should be directed to the Technology Center.

This matter is being referred to the Technology Center Art Unit 3744 for action on the
merits commensurate with this decision.

/Joan Olszewski/
Joan Olszewski
Petitions Examiner
Office of Petitions
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AUSTIN TX 78730 OFFICE OF PETMIONS
In re Application of : DECISION ON REQUEST TO
Christopher J. REILLY et al. : PARTICIPATE IN PPH PROGRAM
Application No. 12/951,992 : AND PETITION TO MAKE SPECIAL
Filed: November 22,2010 : UNDER 37 CFR 1.102(a)

Atty. Docket No.: 1035-R6078-US :
For: ELECTROSTATIC DISSIPATIVE ARTICLES AND METHOD OF MAKING

This is a decision on the request to participate in the Patent Prosecution Highway (PPH)
program and the petition under 37 CFR 1.102(a), filed November 15, 2011 to make the
above-identified application special.

The petition is DISMISSED.

A grantable request to participate in the PPH (patent prosecution highway) program and
petition to make special require:

(1) the U.S. application is a Paris Convention application which either validly claims
priority under 35 U.S.C. 119(a) and 37 CFR 1.55 to one or more applications filed in the
KIPO (Korean Intellectual Property Office) or claims priority to a PCT application that
contains no priority claims. Alternatively, it can be a national stage application under
the PCT which validly claims priority to an application filed in the KIPO or claims
priority to a PCT application that contains no priority claims. It can also be a “bypass
application” filed under 35 U.S.C. 111(a) which validly claims benefit under 35 U.S.C.
120 to a PCT application, which PCT application validly claims priority to an application
filed in the KIPO or claims priority to a PCT application that contaings no priority claims,
or contains no priority claim;

(2) applicant must submit a copy of the allowable/patentable claim(s) from the KIPO
application(s) along with an English translation thereof and a statement that the English
translation is accurate;

(3) all the claims in the U.S. application must sufficiently correspond or be amended to
sufficiently correspond to the allowable/patentable claim(s) in the KIPO application(s);
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(4) examination of the U.S. application has not begun;

(5) applicant must submit a copy of all the office actions from each of the KIPO
application(s) containing the allowability/patentable claim(s) along with an English
translation thereof and a statement that the English translation is accurate; and

(6) applicant must submit an IDS listing the documents cited by the KIPO examiner in -
the KIPO office action along with copies of documents except U.S. patents or U.S. patent
application publications.

Requirements (1) to (2), and (4) to (6) above are considered to have been met. However,
the request to participate in the PPH program and petition fail to meet requirement (3).

Regarding the requirement of condition (3), applicant has not supplied a listing showing
that the claims in the U.S. application sufficiently correspond to the allowable/patentable
claims in the KIPO application.

Applicant is given QNE opportunity with a time period of ONE MONTH or THIRTY
DAYS, whichever is longer, from the mailing date of this decision to correct the
deficiencies. NO EXTENSION OF TIME UNDER 37 CFR 1.136 IS PERMITTED.
If the deficiencies are not corrected within the time period given, the application will
await action in its regular turn.

Response must be filed via the Electronic Filing System (EFS) using the document
description: Petition to make special under Patent Pros. Hwy. Any preliminary
amendments and IDS submitted with the PPH documents must be separately indexed as a
preliminary amendment and IDS, respectively.

Telephone inquiries concerning this decision should be directed to Robert DeWitty,
Petition Attorney, Office of Petitions at 571-272-8427.

All other inquiries concerning the examination or status of the application is accessible in
the PAIR system at http://www.uspto.gov/ebc/index.html.

~f k&,

David Bucci
Petitions Examiner
- Office of Petitions
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Bldg 1, Ste 210 OFFICE OF PETITIONS
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In re Application of : DECISION ON REQUEST TO
Christopher J. REILLY et al. . PARTICIPATE IN PPH PROGRAM
Application No. 12/951,992 . AND PETITION TO MAKE SPECIAL
Filed: November 22, 2010 . UNDER 37 CFR 1.102(a)

Atty. Docket No.: 1035-R6078-US :
For: ELECTROSTATIC DISSIPATIVE ARTICLES AND METHOD OF MAKING

This is a decision on the renewed request to participate in the Patent Prosecution
Highway (PPH) program and the petition under 37 CFR 1.102(a), filed February 14, 2012
to make the above-identified application special. .

The petition and request are GRANTED.

A grantable request to participate in the PPH (patent prosecution highway) program and
petition to make special require:

(1) the U.S. application is a Paris Convention application which either validly claims
priority under 35 U.S.C. 119(a) and 37 CFR 1.55 to one or more applications filed in the
KIPO (Korean Intellectual Property Office) or claims priority to a PCT application that
contains no priority claims. Alternatively, it can be a national stage application under
the PCT which validly claims priority to an application filed in the KIPO or claims
priority to a PCT application that contains no priority claims. It can also be a “bypass
application” filed under 35 U.S.C. 111(a) which validly claims benefit under 35 U.S.C.
120 to a PCT application, which PCT application validly claims priority to an application
filed in the KIPO or claims priority to a PCT application that contains no priority claims,
or contains no priority claim;

(2) applicant must submit a copy of the allowable/patentable claim(s) from the KIPO
application(s) along with an English translation thereof and a statement that the English
translation is accurate;

(3) all the claims in the U.S. application must sufficiently correspond or be amended to
sufficiently correspond to the allowable/patentable claim(s) in the KIPO application(s);
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(4) examination of the U.S. application has not begun;

(5) applicant must submit a copy of all the office actions from each of the KIPO
application(s) containing the allowability/patentable claim(s) along with an English
translation thereof and a statement that the English translation is accurate; and

(6) applicant must submit an IDS listing the documents cited by the KIPO examiner in
the KIPO office action along with copies of documents except U.S. patents or U.S. patent
application publications.

The request to participate in the PPH program and petition comply with the above
requirements. Accordingly, the above-identified application has been accorded “special”
status.

Telephone inquiries concerning this decision should be directed to Robert DeWitty,
Petition Attorney, Office of Petitions at 571-272-8427.

All other inquiries concerning the examination or status of the application is accessible in
the PAIR system at http://www.uspto.gov/ebc/index.html.

This application will be forwarded to Technology Center Art Unit 1783 for action
commensurate with this decision.

oK Ky

David Bucci
Petitions Examiner
Office of Petitions
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In re Application of OFFICE OF PETITIONS
Justin Yoshimura et al. :

Application No. 12/952,055 : DECISION ON PETITION
Filed: November 22, 2010 : TO WITHDRAW
Attorney Docket No. 72475-8001.US0O1 : FROM RECORD

This is a decision on the Request to Withdraw as attorney or agent of record under 37 C.F.R. §
1.36(b), filed March 19, 2012.

The request is NOT APPROVED.

The Office will no longer accept address changes to a new practitioner or law firm filed with a
Request, absent the filing of a power of attorney to the new representative. The Office will
either change the correspondence address of record to the most current ‘address information
provided for the assignee of the entire interest who properly became of record under 37 CFR
3.71 or, if no assignee of the entire interest has properly been made of record under 37 CFR 3.71,
the most current address information provided for the first named inventor.

Accordingly, the request to withdraw from record cannot be approved because a proper
forwarding address was not provided. The request to change the correspondence address should
be that of the: (1) the first named signing inventor; or (2) an assignee of the entire interest under
37 CFR3.71.

All future communications from the Office will continue to be directed to the above-identified
address until otherwise properly notified.

Telephone inquiries concerning this decision should be directed to the undersigned at 571-272-
4618.

/Kimberly Inabinet/

Kimberly Inabinet
Petitions Examiner
Office of Petitions



UNITED STATES PATENT AND TRADEMARK OFFICE

LEYDIG, VOIT & MAYER LTD.
TWO PRUDENTIAL PLAZA — SUITE 4900
180 NORTH STETSON AVENUE ‘
CHICAGO IL 60601-6731 -

Applicant: Guo-Liang Yu, et al.

Appl. No.: 12/952,091

Filing Date: November 22, 2010

Title: BLYMPHOCYTE STIMULATOR ASSAYS
Attorney Docket No.: 707139

Pub. No.: US 20110135639 A1l

_ Pub. Date: June 9, 2011

Commissioner for Patents
United States Patent and Trademark Office

P.O. Box 1450

Alexandria, VA 22313-1450

MAILED
NOV 17 2011

OFFICE OF PETITIONS

This is a decision on the request for a corrected patent application publication under
37 CFR 1.221(b), received on August 9, 2011, for the above-identified application.

The request is granted.

VThe corrected patent application publication will be published in due course, unless the patent

issues before the appllcatlon is republished.

Inquiries relating to this matter may be directed to Karen Creasy at (571) 272-3208.

/Christopher Bottorff/

‘Christopher Bottorff
Petitions Examiner
Office of Petitions

www.uspto.gov



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

Www.uspto.gov

KILPATRICK TOWNSEND & STOCKTON, LLP
TWO EMBARCADERO CENTER

EIGHTH FLOOR MAILED
SAN FRANCISCO, CA 94111-3834

APR 28 2011
In re Application of OFFICE OF PETITIONS
Daniel C. Cohen, et. al. :
Application No. 12/952,115 : DECISION ON PETITION
Filed: November 22, 2010 : TO WITHDRAW FROM
Attorney Docket No. 026808-003710Us : . RECORD

This is a decision on the Request to Withdraw as attorney or agent of record under 37 CFR
§§ 1.36(b) or 10.40 filed March 31, 2011.

The request is APPROVED.

The request was signed by David A. Hall on behalf of himself and all the attorneys/agents

associated with Customer Number 20350. Therefore, David A. Hall and all the

attorneys/agents associated with Customer Number 20350 have been withdrawn.
Applicant is reminded that there are no attorneys/agents of record at this time.

There is an Office action mailed on April 8, 2011, that requires a reply from the applicant.

All future communications from the Office will be directed to the intervening assignee who
complied with the requirements of 37 CFR 3.73(b) at the address listed below until otherwise
properly notified by the applicant.

dphone inquiries concerning this decision should be directed to the undersigned at

ice of Petitions

cc:  American Power Conversion Corporation c/o Shane Hunter
Gilman Clark, LLC "
176 Federal Street, 4™ Floor
Boston, MA 02110



UNITED STATES PATENT AND TRADEMARK OFFIGE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Addiess: COMMISSIONER FOR PATENTS

PO. Box 1450

Alcxandria, Virgimia 22313-1450

WWW.USPLo gov

[ APPLICATION NUMBER | FILING OR 371(C) DATE | FIRST NAMED APPLICANT | ATTY. DOCKET NO./TITLE |
12/952,115 11/22/2010 Daniel C. Cohen 026808-003710US
CONFIRMATION NO. 1000
20350 POWER OF ATTORNEY NOTICE
KILPATRICK TOWNSEND & STOCKTON LLP
TWO EVBARCADERG CENTER T
EIGHTH FLOOR 2ies

SAN FRANCISCO, CA 94111-3834

Date Mailed: 04/18/2011

NOTICE REGARDING CHANGE OF POWER OF ATTORNEY
This is in response to the Power of Attorney filed 03/31/2011.

* The withdrawal as attorney in this application has been accepted. Future correspondence will be mailed to the
new address of record. 37 CFR 1.33. '

Jamsmith/

Office of Data Management, Application Assistance Unit (571) 272-4000, or (571) 272-4200, or 1-888-786-0101

page 1 of 1



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents
United States Patent and Trademark Office

.. P.O. Box 1450

Alexandria, VA,,%&,?.L%};,‘;%%
NORTH AMERICA INTELLECTUAL PROPERTY CORPORATION
P.O. BOX 506 :
MERRIFIELD VA 22116 MA,LED
I Aoplicat . MAY 102011
n re Application o : : -
Lien-Te Kao et al. : OFFICE OF P ETITIONS
Application No. 12/952,126 : ON PETITION

Filed: November 22, 2010
Attorney Docket No. WOCPO0O07USA

This is a decision regarding your request under 37 CFR 1.28. for acceptance of a fee
deficiency submission and loss of small entity status filed March 17, 2011.

On September 1, 1998, the Court of Appeals for the Federal Circuit held that 37 CFR
1.28( c) is the sole provision governing the time for correction of the erroneous payment
of the issue fee as a small entity. See DH Technology v. Synergystex International,
Inc.. 154 F.33d 1333, 47 USPQ2d 1865 (Fed. Cir. Sept. 1, 1998).

The Office no longer investigates or rejects original or reissue applications under 37
CFR 1.56. 1098 Off. Gaz. Pat. Office 502 (January 3, 1989). Therefore nothing in this
Notice is intended to imply that an investigation was done.

Your fee deficiency submission in the amount of $628, under 37 CFR 1.28, is hereby
accepted and the petition is GRANTED. Status as a small entity has also been
removed. .

The matter is being referred to Technology Center 2871.

Senior Petitions Attorney
Office of Petitions



Doc Code: PPH.PCT.652

Document Description: Petition to make special under PCT-Patent Pros Hwy PTO/SBI20PCT-KR (06-10)

Approved for use through 01/31/2012. OMB 0651-0058
U.S. Patent and Trademark Office; U. S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.

REQUEST FOR PARTICIPATION IN THE PATENT COOPERATION TREATY - PATENT PROSECUTION
HiIGHWAY (PCT-PPH) PiLOT PROGRAM BETWEEN THE KOREAN INTELLECTUAL PROPERTY
OFFICE (KIPO) AND THE USPTO

Application No: 12/952,153 Fiing aate: INovember 22, 2010

First Named Inventor: James L ClaquIn

Title of the

nventon: =l€Ctrolyte Solution and Electropolishing Method

THIS REQUEST FOR PARTICIPATION IN THE PCT-PPH PILOT PROGRAM ALONG WITH THE REQUIRED DOCUMENTS MUST BE
SUBMITTED VIA EFS-WEB. INFORMATION REGARDING EFS-WEB IS AVAILABLE AT
HTTP://WWW.USPTO.GOV/EBC/EFS_HELP.HTML

APPLICANT HEREBY REQUESTS PARTICIPATION IN THE PCT-PPH PROGRAM AND PETITIONS TO MAKE THE
ABOVE-IDENTIFIED APPLICATION SPECIAL UNDER THE PCT-PPH PROGRAM.

The above-identified application is (1) a national stage entry of the corresponding PCT application, or (2) a national stage entry
of another PCT application which claims priority to the corresponding PCT application, or (3) a national application that claims
domestic/ foreign priority to the corresponding PCT application, or (4) a national application which forms the basis for the
priority claim in the corresponding PCT application, or (5) a continuing application of a U.S. application that satisfies one of (1)
to (4) above, or (6) a U.S. application that claims domestic benefit to a U.S. provisional application which forms the basis for
the priority claim in the corresponding PCT application.

The corresponding PCT PCT/US2010/057672

application nhumber(s) is/are:

The international filing date of the corresponding
PCT application(s) is/are:
November 22, 2010

l. List of Required Documents:
a. A copy of the latest international work product (WO/ISA, WO/IPEA, or IPER) in the above—identified
corresponding PCT application(s)

Is attached.

|:| Is not attached because the document is already in the U.S. application.

b. A copy of all claims which were indicated as having novelty, inventive step and industrial applicability in the
above-identified corresponding PCT application(s).

Is attached.

|:| Is not attached because the document is already in the U.S. application.

€. English translations of the documents in a. and b. above are attached (if the documents are not in the English
language). A statement that the English translation is accurate is attached for the document in b. above.

[Page 1 of 2]
This collection of information is required by 35 U.S.C. 119, 37 CFR 1.55, and 37 CFR 1.102(d). The information is required to obtain or retain a benefit by the public, which is to file (and by
the USPTO to process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.11 and 1.14. This collection is estimated to take 2 hours to complete, including gathering,
preparing, and submitting the completed application form to the USPTO. Time will vary depending upon the individual case. Any comments on the amount of time you require to complete this
form and/or suggestions for reducing this burden should be sent to the Chief Information Officer, U.S. Patent and Trademark Office, U.S. Department of Commerce, P.O. Box 1450,
Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS.




PTO/SB/20PCT-KR (06-10)

Approved for use through 01/31/2012. OMB 0651-0058
U.S.Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.

REQUEST FOR PARTICIPATION IN THE PCT-PPH PILOT PROGRAM
BeTweEEN THE KIPO AND THE USPTO

(continued)

Application No.: 12/952.153
First Named Inventor:] Jgmes L. C|asquin

d. (1) An information disclosure statement listing the documents cited in the international work products (ISR,
WOI/ISA, WO/IPEA, IPER) of the corresponding PCT application.
Is attached

|:| Has already been filed in the above-identified U.S. application on

(2) Copies of all documents (except) for U.S. patents or U.S. patent application publications)

Are attached.

I:l Have already been filed in the above-identified U.S. application on

Il. Claims Correspondence Table:

Patentable Claims

in the corresponding

PCT Application
14-36 Claims are identical.

Claims in US Application Explanation regarding the correspondence

14-36

lll. All the claims in the US application sufficiently correspond to the patentable claims in the
corresponding PCT application.

signare /LAITY S. Zelson/ pae AUgQust 12, 2011
z\lParm?/Typed) Larry S Ze|SOn Registration Number 485553

[Page 2 of 2]



Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with your
submission of the attached form related to a patent application or patent. Accordingly, pursuant to the requirements of
the Act, please be advised that: (1) the general authority for the collection of this information is 35 U.S.C. 2(b)(2); (2)
furnishing of the information solicited is voluntary; and (3) the principal purpose for which the information is used by the
U.S. Patent and Trademark Office is to process and/or examine your submission related to a patent application or
patent. If you do not furnish the requested information, the U.S. Patent and Trademark Office may not be able to
process and/or examine your submission, which may result in termination of proceedings or abandonment of the
application or expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1.

The information on this form will be treated confidentially to the extent allowed under the Freedom of
Information Act (5 U.S.C. 552) and the Privacy Act (5 U.S.C 552a). Records from this system of records
may be disclosed to the Department of Justice to determine whether disclosure of these records is required
by the Freedom of Information Act.

A record from this system of records may be disclosed, as a routine use, in the course of presenting
evidence to a court, magistrate, or administrative tribunal, including disclosures to opposing counsel in the
course of settlement negotiations.

A record in this system of records may be disclosed, as a routine use, to a Member of Congress submitting
a request involving an individual, to whom the record pertains, when the individual has requested
assistance from the Member with respect to the subject matter of the record.

A record in this system of records may be disclosed, as a routine use, to a contractor of the Agency having
need for the information in order to perform a contract. Recipients of information shall be required to
comply with the requirements of the Privacy Act of 1974, as amended, pursuant to 5 U.S.C. 552a(m).

A record related to an International Application filed under the Patent Cooperation Treaty in this system of
records may be disclosed, as a routine use, to the International Bureau of the World Intellectual Property
Organization, pursuant to the Patent Cooperation Treaty.

A record in this system of records may be disclosed, as a routine use, to another federal agency for
purposes of National Security review (35 U.S.C. 181) and for review pursuant to the Atomic Energy Act (42
U.S.C. 218(c)).

A record from this system of records may be disclosed, as a routine use, to the Administrator, General
Services, or his/her designee, during an inspection of records conducted by GSA as part of that agency's
responsibility to recommend improvements in records management practices and programs, under
authority of 44 U.S.C. 2904 and 2906. Such disclosure shall be made in accordance with the GSA
regulations governing inspection of records for this purpose, and any other relevant (  i.e., GSA or
Commerce) directive. Such disclosure shall not be used to make determinations about individuals.

A record from this system of records may be disclosed, as a routine use, to the public after either
publication of the application pursuant to 35 U.S.C. 122(b) or issuance of a patent pursuant to 35 U.S.C.
151. Further, a record may be disclosed, subject to the limitations of 37 CFR 1.14, as a routine use, to the
public if the record was filed in an application which became abandoned or in which the proceedings were
terminated and which application is referenced by either a published application, an application open to
public inspection or an issued patent.

A record from this system of records may be disclosed, as a routine use, to a Federal, State, or local law
enforcement agency, if the USPTO becomes aware of a violation or potential violation of law or regulation.



UNITED STATES PATENT AND TRADEMARK OQFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450
Alexandria, Virginia 22313-1450
WWW.USPLO.goV

APPLICATION NO. | FILING DATE ] FIRST NAMED INVENTOR l ATTORNEY DOCKET NO. I CONFIRMATION NO. j
12/952,153 1112212010 James L. Clasquin 203104-0001-00-US 1072
(459765
23973 7590 117102011
DRINKER BIDDLE & REATH » | EXAMINER |
ATTN: INTELLECTUAL PROPERTY GROUP ’ SMITH, NICHOLAS A
ONE LOGAN SQUARE, SUITE 2000
PHILADELPHIA, PA 19103-6996 | ARTUNIT | rarernuMBER |

1723

| NOTIFICATION DATE I DELIVERY MODE |

11/10/2011 ELECTRONIC

Please find below and/or attached an Office communication concerning this application or proceeding.

The time period for reply, if any, is set in the attached communication.

Notice of the Office communication was sent electronically on above-indicated "Notification Date" to the
following e-mail address(es):

DBRIPDocket@dbr.com
penelope.mongelluzzo@dbr.com

PTOL-90A (Rev. 04/07)



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

NOV 10 201
BC
In re application of : DECISION ON REQUEST TO
James L. Clasquin et al. X PARTICIPATE IN PATENT
Serial No. 12/952,153 : PROSECUTION HIGHWAY
Filed: November 22 2010 : PROGRAM AND

Attorney Docket No: 203104-0001-00-US : PETITION TO MAKE SPECIAL
; UNDER 37 CFR 1.102(a)

This is a decision on the request for reconsideration to participate in the PCT Patent
Prosecution Highway (PCT-PPH) pilot program and the petition under 37 CFR 1.102(a),
filed August 18, 2011, to make the above-identified application special.

The request and petition are GRANTED.

A grantable request to participate in the PCT-PPH pilot program and petition to make
special require:

(1) The U.S. application must disclose an eligible relationship to one or more PCT
applications where the ISA or IPEA are the APO, IPA, JPO, KIPO, NBPR, NPI, EPO,
Rospatent, IPOS, SPTO, PRV, UK IPO or USPTO;

(2) At least one claim in the PCT application has novelty, inventive step, and industrial
applicability and must be free of any observations in Box VIl in the latest work product
in the international stage or applicant must identify and explain why the claim(s) is/are
not subject to the observation in Box VIII;

(3) Applicant must submit a copy of the claim(s) from the PCT application(s) that have
novelty, inventive step, and industrial applicability along with an English translation .
thereof and a statement that the English translation is accurate, if the claims are not in
the English language;

(4) All the claims in the U.S. application must sufficiently correspond or be amended to
sufficiently correspond to the claim(s) that have novelty, inventive step, and industrial
applicability in the PCT application(s);

(5) Examination of the U.S. application has not begun;
(6) Applicant must submit a copy of the latest international work product from the PCT

application indicating that the claim(s) have novelty, inventive step, and industrial
applicability along with an English translation thereof if the latest international work



Application No. 12/952,153

product is not in the English language; and

(7) Applicant must submit an IDS listing the documents cited by the PCT examiner in
the international work product along with copies of documents except U.S. patents or
U.S. patent application publications.

The request to participate in the PPH program and petition comply with the above
requirements. Accordingly, the above-identified application has been accorded
“special” status.

The application is being forwarded to the examiner for action on the merits
commensurate with this decision.

Any inquiry regarding this decision should be directed to Blaine Copenheaver, Quality
Assurance Specialist, at (571) 272-1156. '

All other inquiries concerning the examination or status of the application is accessible
. in the PAIR system at http://www.uspto.gov/ebc/index.html.

/Blaine Copenheaver/

Blaine Copenheaver
Quality Assurance Specialist
Technology Center 1700



Doc Code: PET.GREEN

Document Description: Petition for Green Tech Pilot PTO/SB/420 (05-10)
Approved for use through 01/31/2011. OMB 0651-0062

U.S. Patent and Trademark Office; U, 8. DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.

PETITION TO MAKE SPECIAL UNDER THE GREEN TECHNOLOGY PILOT PROGRAM

Numoer ' 095143-0551 ] foncanr ™ 12/952,161 | Fingdate: 11/22/2010

e Walker, Keith A.

Tite: METHODS AND COMPOSITIONS FOR PRODUCING SQUALENE USING YEAST

APPLICANT HEREBY REQUESTS TO PARTICIPATE IN THE GREEN TECHNOLOGY PILOT PROGRAM FOR
THE ABOVE-IDENTIFIED APPLICATION. See Instruction Sheet on page 2.

This petition must be timely filed electronically using the USPTO electronic filing system, EFS-Web.
1. By filing this petition:

Applicant is requesting early publication: Applicant hereby requests early publication under
37 CFR 1.219 and the publication fee set forth in 37 CFR 1.18(d) accompanies this request.

2. By filing this petition: applicant is agreeing to make an election without traverse in a telephonic interview and
elect an invention that meets the eligibility requirements set forth in the notice titled “Pilot Program for Green
Technologies Including Greenhouse Gas Reduction,” as maodified by the notice titled “Elimination of
Classification Requirement in the Green Technology Pilot Program,” each of which was published in the
Federal Register, if the Office determines that the claims are not obviously directed to a single invention.

3. This request is accompanied by statements of special status for the eligibility requirement.
4. The application contains no more than three (3) independent claims and twenty (20) total claims.

5. The application does not contain any multiple dependent claims.

6. Other attachments: Preliminary Amendment

Signature % 2 L Date ?//2-4',/ L

Name Step\hen E. Reiter

(Print/Typed) Registration Number 31,192

Note: Signatures of all the inventors or assignees of record of the entire interest or their representative(s) are required in accordance with
37 CFR 1.33 and 11.18. Please see 37 CFR 1.4(d) for the form of the signature. If necessary, submit multiple forms for more than one
signature, see below™

*Total of1— forms are submitted.

The information is required to obtain or retain a benefit by the public which is to file (and by the USPTO to process) an application. Confidentiality is governed by
35U.5.C. 122 and 37 CFR 1.11 and 1.14. This collection is estimated to take 1 hour to compiete, including gathering, preparing, and submitting the completed
application form to the USPTO. Time will vary depending upon the individual case, Any comments on the amount of time you require to complete this form and/or
suggestions for reducing this burden, should be sent to the Chief information Officer, U.S. Patent and Trademark Office, U.S. Deparment of Commerce, P.O. Box
1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND TO: Commissioner for Patents, P.O.
Box 1450, Alexandria, VA 22313-1450.

If you need assistance in completing the form, call 1-800-PTO-9199 and select option 2.




Atty. Dkt. No. 095143-0551

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

Applicant: Walker et al.

Title: METHODS AND COMPOSITIONS FOR
PRODUCING SQUALENE USING YEAST

Appl. No.: 12/952,161

Filing or | November 22, 2010
371(c) Date:

Examiner: Not Yet Assigned
Art Unit: 1632

Conf. No.: 1083

STATEMENT OF SPECIAL STATUS

Commissioner for Patents
P.O. Box 1450
Alexandria, VA 22313-1450

Sir:

Applicants respectfully requests that a special status be granted for this application under
the Green Technology Pilot Program because the application materially enhances the quality of
the environment as provided in Section II of the Federal Register Notice (Vol. 74, No. 234 at p.
64667). 1. particular, the application provides for biodegradable lubricant for environmentally

sensitive applications.

DLMR_842753.1



Atty. Dkt. No. 095143-0551

Accordingly, applicants respectfully requests to make this application special under the

Green Technology Pilot Program.

Respectfully submitted,

Date 2/2)-} 7/” By % Z‘K

FOLEY & LARDNER LLP Stephen E. Reiter, Reg. No. 31,192
Customer Number: 30542 Attorney for Applicant

Telephone:  (858) 847-6711

Facsimile: (858) 792-6773

DLMR _842753.1
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UNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 22313-1450

WWW.usplo.gov .

I APPLICATION NO. I FILING DATE FIRST NAMED INVENTOR ‘ ATTORNEY DOCKET NO. ] CONFIRMATION NO. J
12/952,161 11/22/2010 Keith A. Walker 095143-0551 1083
30542 7590 . 03/09/2011
EXAMINER
FOLEY & LARDNER LLP l J
P.0. BOX 80278
SAN DIEGO, CA 92138-0278 , I ART UNIT I PAPER NUMBER |
1632
r MAIL DATE | DELIVERY MODE J
03/09/2011 PAPER

Please find below and/or attached an Office communication concerning this application or proceeding.

The time period for reply, if any, is set in the attached communication.

PTOL-90A (Rev. 04/07)



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents
United States Patent and Trademark Office

A i \,/DAO Box 1450
MAR O 9 2011 exandria, wvff%::';:ie
FOLEY & LARDNER LLP
P.0. BOX 80278
SAN DIEGO CA 92138-0278
In re Application of :
WALKER Keith et al. : DECISION ON PETITION
Application No. 12/952161 . : TO MAKE SPECIAL UNDER
Filed: November 22, 2010 : THE GREEN TECHNOLOGY
Attorney Docket No. 095143-0551 : PILOT PROGRAM

This is a decision on the petition under 37 CFR 1.102, filed February 22, 2011, to make the
above-identified application special under the pilot program for applications pertaining to Green
Technologies as set forth in 74 Federal Register Notice 64666 (December 8, 2009) and amended
by 75 Federal Register Notice 28554 (May 21, 2010) and 75 Federal Register Notice 69049
(November 10, 2010).

The petition is GRANTED.

A grantable petition to make an application special under 37 CFR 1.102 and the pilot program as
set forth in 74 FR 64666 must be directed to a nonprovisional application filed under 35 USC
111(a) or be a national stage entry under 35 USC 371, exclusive of any reissue applications.

In order to qualify for special status, the following requirements must be met. 1) The application
must have no more than 3 independent claims and no more than 20 total claims. 2) The
application must not contain any multiple dependent claims. 3) The petition must state the basis
for seeking special status, i.e., the claimed invention either: A) materially enhances the quality of
the environment or B) materially contributes to: i) the discovery or development of renewable
energy resources, ii) the more efficient utilization and conservation of energy resources, or iii)
greenhouse gas emission reduction. 4) If the disclosure is not clear on its face that the claimed
invention materially contributes under category (A) or (B), the petition must be accompanied by
a statement by the applicant, assignee, or an attorney/agent registered to practice before the
Office explaining how the materiality standard is met. 5) A statement that applicant will agree to
make an election without traverse in a telephonic interview if a restriction requirement is made
by the examiner. 6) The petition to make special must be filed electronically. 7) The petition
must be filed at least one day prior to the date that a first Office Action appears in the Patent
Application Information Retrieval (PAIR) system. 8) The petition must be accompanied by a
request for early publication in compliance with 37 CFR 1.219 and include the publication fee as
set forth in 37 CFR 1.18(d).



Application No. Page 2
The requirement for a fee for consideration of the petition to make special for applications
pertaining to Green Technologies has been waived.

The instant petition complies with items 1 — 8 above. Accordingly, the above-identified
application has been accorded “special” status.

Telephone inquires concerning this decision should be directed to Manjunath Rao at 571-272-
0939.

The application is being forwarded to the Technology Center Art Unit 1652 for action
on the merits commensurate with this decision.

/Manjunath Rao/

Manjunath Rao

Supervisory Patent Examiner &

POC for TC 1600 Green Tech Petitions
Technology Center 1600



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450

MAILED

MENTOR GRAPHICS CORP. sep 27 201
PATENT GROUP :
- 8005 SW BOECKMAN ROAD ORFICE OF PETITIONS

WILSONVILLE OR 97070-7777

In re Application of :

Patrick GIBSON : ON PETITION
Application No. 12/952,196 :

Filed: November 22, 2010

Atty. Docket No.: 10672-REG1/TLE

This is a decision on the petition under 37 CFR 1.137(b), filed September 20, 2011, to
revive the above-identified application.

The petition is GRANTED.

The application became abandoned for failure to reply in a timely manner to the Notice to
File Missing Parts mailed December 14, 2010 (Notice), which set a shortened period for
reply of two months. No extension of time under the provisions of 37 CFR 1.136(a) was
obtained. The application became abandoned February 15, 2011. A Notice of
Abandonment was mailed August 19, 2011.

The petition satisfies the conditions for revival pursuant to 37 CFR 1.137(b) by including
(1) a reply in the form of a Response to the Notice mailed December 14, 2010, (2) a
petition fee of $1620, and (3) a statement of unintentional delay. The reply to the Notice
is accepted as having been unintentionally delayed.

Telephone inquiries relating to this decision should be directed to Robert DeWitty,
Petitions Attorney, Office of Petitions (571-272-8427).

The applicatioﬂ will be referred to Office of Patent Application Processing for further
processing of the filed Response.

Ko

Anthony Knight
Director
Office of Petitions



PTO/SB/140
Doc Code: PET.AUTO U.S. Patent and Trademark Office
Document Description: Petition automatically granted by EFS-Web Department of Commerce
Electronic Petition Request PETITION TO WITHDRAW AN APPLICATION FROM ISSUE AFTER PAYMENT OF
THE ISSUE FEE UNDER 37 CFR 1.313(c)
Application Number 12952197
Filing Date 22-Nov-2010
First Named Inventor Osamu TANITSU
Art Unit 2886
Examiner Name TU NGUYEN
Attorney Docket Number 152128
Title INSPECTION DEVICE AND INSPECTING METHOD FOR SPATIAL LIGHT MODULATOR,
ILLUMINATION OPTICAL SYSTEM, METHOD FOR ADJUSTING THE ILLUMINATION
OPTICAL SYSTEM, EXPOSURE APPARATUS, AND DEVICE MANUFACTURING METHOD

An application may be withdrawn from issue for further action upon petition by the applicant. To request that the Office
withdraw an application from issue, applicant must file a petition under this section including the fee set forth in § 1.17(h) and a
showing of good and sufficient reasons why withdrawal of the application from issue is necessary.

APPLICANT HEREBY PETITIONS TO WITHDRAW THIS APPLICATION FROM ISSUE UNDER 37 CFR 1.313(c).

A grantable petition requires the following items:

(1) Petition fee; and

(2) One of the following reasons:

(a) Unpatentability of one or more claims, which must be accompanied by an unequivocal statement that one or more claims
are unpatentable, an amendment to such claim or claims, and an explanation as to how the amendment causes such claim or
claims to be patentable;

{(b) Consideration of a request for continued examination in compliance with § 1.114 (for a utility or plant application only); or
{c) Express abandonment of the application. Such express abandonment may be in favor of a continuing application, but not a
CPA under 37 CFR 1.53(d).

Petition Fee
] Applicant claims SMALL ENTITY status. See 37 CFR 1.27.
] Applicant is no longer claiming SMALL ENTITY status. See 37 CFR 1.27(g}(2).
] Applicant(s) status remains as SMALL ENTITY.

< Applicant(s) status remains as other than SMALL ENTITY

Reason for withdrawal from issue




(3 Oneor more claims are unpatentable

(® Consideration of a request for continued examination (RCE) (List of Required Documents and Fees)

O Applicant hereby expressly abandons the instant application {(any attorney/agent signing for this reason must
have power of attorney pursuant to 37 CFR 1.32(b)).

RCE request,submission, and fee.

| certify, in accordance with 37 CFR 1.4(d){(4) that:
[1 TheRCE request ,submissicn, and fee have already been filed in the above-identified application cn

Are attached.

THIS PORTION MUST BE COMPLETED BY THE SIGNATORY OR SIGNATORIES

| certify, in accordance with 37 CFR 1.4(d){(4) thatlam:

O An attorney or agent registered to practice before the Patent and Trademark Office who has been given power of attorney
in this application.

(@ An attorney or agent registered to practice before the Patent and Trademark Office, acting in a representative capacity.

(O Asoleinventor
(O Ajointinventor; | certify that | am authorized to sign this submission on behalf of all of the inventors
(> Ajointinventor; all of whom are signing this e-petition

(O The assignee of record of the entire interest that has properly made itself of record pursuant to 37 CFR 3.71

Signature /Mario A. Costantino/

Name Mario A. Costantino

Registration Number 33565




UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
WWW.Uspto.gov

Decision Date: March 15, 2012

In re Application of :
DECISION ON PETITION

Osamu TANITSU

UNDER CFR 1.313(c)(2)
Application No: 12952197
Filed : 22-Nov-2010

Attorney Docket No: 152128

This is an electronic decision on the petition under 37 CFR 1.313(c)(2), filed March 15,2012 , to withdraw the above-identified
application from issue after payment of the issue fee.

The petition is GRANTED.

The above-identified application is withdrawn from issue for consideration of a submission under 37 CFR 1.114 (request for
continued examination). See 37 CFR 1.313(c)(2).

Petitioner is advised that the issue fee paid in this application cannot be refunded. If, however, this application is again
allowed, petitioner may request that it be applied towards the issue fee required by the new Notice of Allowance.

Telephone inquiries concerning this decision should be directed to the Patent Electronic Business Center (EBC) at 866-217-9197.

This application file is being referred to Technology Center AU 2886  for processing of the request for continuing examination
under 37 CFR 1.114.

Office of Petitions



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
www.uspto.gov

JASON QIAN MAILED

2311 SADDLE DRIVE
ALLISON PARK PA 15101 AUG 03201

QFFCE OF PETITIONS

In re Application of

Jason Quansheng Qian :
Application No. 12/952,203 : DECISION ON PETITION

Filed: November 23, 2010 : TO MAKE SPECIAL UNDER

Attorney Docket No. : 37 CFR 1.102(c)(1)

This is a decision on the petition under 37 CFR 1.102(c)(1), filed July 19, 2011, to make the above-
identified application special based on applicant’s age as set forth in M.P.E.P. § 708.02, Section IV.

The petition is GRANTED.

A grantable petition to make an application special under 37 CFR 1.102(c)(1) and MPEP § 708.02,
Section IV: Applicant’s Age must be accompanied by evidence showing that at least one of the applicants
is 65 years of age, or more, such as a birth certificate or a statement by applicant. No fee is required

The instant petition includes a statement from inventor Jason Quansheng Qian stating that he is over 65
years of age. Accordingly, the above-identified application has been accorded “special” status.

Telephone inquiries concerning this decision should be directed to Irvin Dingle at 571-272-3210.

All other inquiries concerning either the examination or status of the application should be directed to the
Technology Center.

This matter is being referred to the Technology Center Art Unit 3751 for action on the merits
commensurate with this decision.

in Dingle
Petitions Examiner
Office of Petitions



UNITED STATES PATENT AND TRADEMARK OFFICE

: Commissioner for Patents
United States Patent and Trademark Office

P.0. Box 1450
Alexandria, VA 22313-1450
www.uspio.gov
JENNIFER MEREDITH
LIPPES MATHIAS WEXLER FRIEDMAN LLP
665 MAIN STREET
SUITE 300 . _
BUFFALO NY 14203 MAILED
MAY 1.3 2011
OFFICE OF PETITIONS
In re Application of
Horton, et al. :
Application No. 12/952,271 : DECISION REFUSING STATUS

Filed: November 23, 2010 : UNDER 37 CFR 1.47 (a)
Attorney Docket No. SEM-009 :

This is in response to the petition under 37 CFR 1.47(a), filed
April 14, 2011.

The petition under 37 CFR 1.47(a) is DISMISSED.

Rule 47 applicant is given TWO MONTHS from the mailing date of
this decision to reply, correcting the below-noted deficiencies.
Any reply should be entitled "Request for Reconsideration of
Petition Under 37 CFR 1.47(a)," and should only address the
deficiencies noted below, except that the reply may include an
oath or declaration executed by the non-signing inventors. '
Failure to respond will result in abandonment of the application.
Any extensions of time will be governed by 37 CFR 1.136(a).

A grantable petition under 37 CFR 1.47(a) requires: (1) proof
that the non-signing inventor(s) cannot be reached or refuses to
sign the oath or declaration after having been presented with the
application papers (specification, claims and drawings); (2) an
acceptable ocath or declaration in compliance with 37 CFR 1.63;

(3) the petition fee; and (4) a statement of the last known
address of the non-signing inventor(s). The instant petition
does not satisfy item (2).



. Application No. 12/952,271 : Page

With respect to item (2), Rule 47 applicant has not submitted a
37 CFR 1.63 oath or declaration.

Receipt of the $200 petition fee is acknowledged. No further
petition fee is due on renewed petition. However, Rule 47
applicant will need to submit the surcharge for late filing of
the oath or declaration.

Further correspondence with respect to this matter should be
addressed as follows:

By mail: Mail Stop Petitions
Commissioner for Patents
P.O. Box 1450
Alexandria VA 22313-1450

By FAX: (571)273-8300
Attn: Office of Petitions

Telephone inquiries rélated to this decision may be directed to
the undersigned at (571)272-3207.

CHl 4,

Cliff Congo
~Petitions Attorney
Office of Petitions
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UNITED STATES PATENT AND TRADEMARK OFFICE

JENNIFER MEREDITH

LIPPES MATHIAS WEXLER FRIEDMAN LLP

665 MAIN STREET : ED‘
SUITE 300 MA"‘, .
BUFFALO NY 14203 _ JuL 05201

OFFICE OF PETITIONS

In re Application of

Horton, et al. : ‘
Application No. 12/952,271 : DECISION REFUSING STATUS
Filed: November 23, 2010 : UNDER 37 CFR 1.47 (a)
Attorney Docket No. SEM-009 :

This is in response to the renewed petition under 37 CFR 1.47(a),
filed June 27, 2011.

/

~The petition under 37 CFR 1.47(a) is DISMISSED.

Rule 47 applicant is given TWO MONTHS from the mailing date of
this decision to reply, correcting the below-noted deficiencies.
Any reply should be entitled "Request for Reconsideration of
Petition Under 37 CFR 1.47(a)," and should only address the
deficiencies noted below, except that the reply may include an
oath or declaration executed by the non-signing inventors.
Failure to respond will result in abandonment of the application.
Any extensions of time will be governed by 37 CFR 1.136(a).

A grantable petition under 37 CFR 1.47(a) requires: (1) proof
that the non-signing inventor(s) cannot be reached or refuses to
sign the oath or declaration after having been presented with the
application papers (specification, claims and drawings); (2) an
acceptable ocath or declaration in compliance with 37 CFR 1.63;

(3) the petition fee; and (4) a statement of the last known
address of the non-signing inventor(s). The instant petition
does not satisfy item (2).

Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
www.uspto.gov



Application No. 12/952,271 Page 2

With respect to item (2), the declaration submitted by Rule 47
applicant is not acceptable as it does not identify the
citizenship of the non-signing inventors. As set forth in 37 CFR
1.63(a) (3), the ocath or declaration must identify each inventor’s
citizenship. This is true even where an ADS is submitted.

Receipt of the $130 surcharge for late submission of the

declaration is acknowledged. No further fee is due on renewed
petition.

Further correspondence with respect to this matter should be
addressed as follows:

By mail: Mail Stop Petitions
Commissioner for Patents
P.O. Box 1450
Alexandria VA 22313-1450

By FAX: (571)273-8300
Attn: Office of Petitions

Telephone inquiries related to this decision may be directed to
‘the undersigned at (571)272-3207.

uh

Cliff Congo
Petitions Attorney
Office of Petitions



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents
United States Patent and Trademark Office

P.O. Box 1450
Alexandria, VA 22313-1450
www.uspto.gov
JENNIFER MEREDITH
LIPPES MATHIAS WEXLER FRIEDMAN LLP
665 MAIN' STREET
SUITE 300
BUFFALO NY 14203 MA"-ED
~AUG 08 2011
OFFICE OF PETITIONS
In re Application of
Horton, et al. :
Application No. 12/952,271 : DECISION ACCORDING STATUS
Filed: November 23, 2010 v : UNDER 37 CFR 1.47 (a)

Attorney Docket No. SEM-009

This is in response to the renewed petition under 37 CFR 1.47(a),
filed August 1, 2011.

The petition under 37 CFR 1.47(a) is GRANTED.

The above-identified application and papers have been reviewed
and found to be in compliance with 37 CFR 1.47(a). Accordingly,
the above-identified application is hereby accorded Rule 1.47(a)
status. As provided in 37 CFR 1.47(c), this Office will forward
notice of this application's filing to the non-signing inventor
at the last known address provided in the petition. Notice of
the filing of this application will also be published in the
Official Gazette.

The application is being forwarded to Office of Patent
Application Processing for pre-examination processing.

Telephone inquiries related to this decision may be directed to
the undersigned at (571)272-3207.

Cliff gé;go

Petitions Attorney
Office of Petitions



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
www.uspto.gov

RUSSELL VERBRUGGE
90 NORTH DIVISION AVE
HOLLAND MI 49424

MAILED

AUG 08 2011

OFFICE OF PETITIONS
In re Application of
"Horton, et al.
Application No. 12/952,271 ot
Filed: November 23, 2010 : LETTER
Title: Gutter-Locking Gutter
Protection

Dear Mr. Verbrugge:

You are named as a joint inventor in the above-identified United
States patent application filed under the provisions of 35 USC 116
(United States Code) and 37 CFR 1.47(a), Rules of Practice in Patent
Cases. Should a patent be granted on the application you will be
designated therein as joint inventor.

As a named inventor you are entitled to inspect any paper in the file
wrapper of the application, order copies of all or any part thereof
(at a prepaid cost per 37 CFR 1.19) or make your position of record in
the application. Alternatively, you may arrange to do any of the
preceding through a registered patent attorney or agent presenting
written authorization from you. If you care to join the application,
agent of record would presumably assist you. Joining in the
application would entail the filing of an appropriate oath or
declaration by you pursuant to 37 CFR 1.63.

Telephone inquiries regarding this communication should be directed to
Petitions Attorney Cliff Congo at (571)272-3207. Requests for
information regarding your application should be directed to the File
Information Unit at (703) 308-2733. Information regarding how to pay
for and order a copy of the application, or a specific paper in the
application, should be directed to the Certification Division at (703)

308-9726 or 1-800-972-6382 (outside the Washington D.C. area).
Cliff Congo

Petitions Attorney
Office of Petitions



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
www.uspto.gov

ROBERT HEILMAN
9051 EASTERN AVE
BYFRON CENTER MI 49315

MAILED

AUG 08 2011
In re Application of OFHCEOFPEHHONS
Horton, et al.
Application No. 12/952,271 :
Filed: November 23, 2010 : LETTER
Title: Gutter-Locking Gutter
Protection

Dear Mr. Heilman:

You are named as a joint inventor in the above-identified United
States patent application filed under the provisions of 35 USC 116
(United States Code) and 37 CFR 1.47(a), Rules of Practice in Patent
Cases. Should a patent be granted on the application you will be
designated therein as joint inventor.

As a named inventor you are entitled to inspect any paper in the file
wrapper of the application, order copies of all or any part thereof
(at a prepaid cost per 37 CFR 1.19) or make your position of record in
the application. Alternatively, you may arrange to do any of the
preceding through a registered patent attorney or agent presenting
written authorization from you. If you care to join the application,
agent of record would presumably assist you. Joining in the
application would entail the filing of an appropriate oath or
declaration by you pursuant to 37 CFR 1.63.

Telephone inquiries regarding this communication should be directed to
Petitions Attorney Cliff Congo at (571)272-3207. Requests for
information regarding your application should be directed to the File
Information Unit at (703) 308-2733. Information regarding how to pay
for and order a copy of the application, or a specific paper in the
application, should be directed to the Certification Division at (703)
308-9726 or 1-800-972-6382 (outside the Washington D.C. area).

Cliff Congo

Petitions Attorney
Office of Petitions



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

HAL KLAUS
500 MAIN ST
HIGHLAND IL 62249

MAILED

AUG 08 2011

OFFICE OF PETITIONS
In re Application of :
Horton, et al. :
Application No. 12/952,271 :
Filed: November 23, 2010 : LETTER
Title: Gutter-Locking Gutter
Protection

Dear Mr. Klaus:

You are named as a joint inventor in the above-identified United
States patent application filed under the provisions of 35 USC 116
(United States Code) and 37 CFR 1.47(a), Rules of Practice in Patent
Cases. Should a patent be granted on the appllcatlon you will be
designated therein as joint inventor.

As a named inventor you are entitled to inspect any paper in the file
wrapper of the application, order copies of all or any part thereof
(at a prepaid cost per 37 CFR 1.19) or make your position of record in
the application. Alternatively, you may arrange to do any of the
preceding through a registered patent attorney or agent presenting
written authorization from you. If you care to join the application,
agent of record would presumably assist you. Joining in the
application would entail the filing of an appropriate oath or
declaration- by you pursuant to 37 CFR 1.63.

Telephone inquiries regarding this communication should be directed to
Petitions Attorney Cliff Congo at (571)272-3207. Requests for
information regarding your application should be directed to the File
Information Unit at (703) 308-2733. Information regarding how to pay
for and order a copy of the application, or a specific paper in the
application, should be directed to the Certification Division at (703)
308-9726 or 1-800-972-6382 (outside the Washington D.C. area).

'y

Cliff Congo
Petitions Attorney
Office of Petitions



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
www.uspto.gov

DAVID SKELTON
3868 WINDY TRAIL COVE

BARTLETT TN 38135 MAILED

AUG 08 2011

OFFICE OF PETITIONS
In re Application of
Horton, et al.
Application No. 12/952,271 :
Filed: November 23, 2010 : LETTER
Title: Gutter-Locking Gutter
Protection

Dear Mr. Skelton:

You are named as a joint inventor in the. above-identified United
States patent application filed under the provisions of 35 USC 116
(United States Code) and 37 CFR 1.47(a), Rules of Practice in Patent
Cases. Should a patent be granted on the application you will be
designated therein as joint inventor.

As a named inventor you are entitled to inspect any paper in the file
wrapper of the application, order copies of all or any part thereof
(at a prepaid cost per 37 CFR 1.19) or make your position of record in
the application. Alternatively, you may arrange to do any of the
preceding through a registered patent attorney or agent presenting
written authorization from you. If you care to join the application,
agent of record would presumably assist you. Joining in the
application would entail the filing of an appropriate oath or
declaration by you pursuant to 37 CFR 1.63.

Telephone inquiries regarding this communication should be directed to
Petitions Attorney Cliff Congo at (571)272-3207. Requests for
information regarding your application should be directed to the File -
Information Unit at (703) 308-2733. Information regarding how to pay
for and order a copy of the application, or a specific paper in the
application, should be directed to the Certification Division at (703)
308-9726 or 1-800-972-6382 (outside the Washington D.C. area).

Cliff Congo

Petitions Attorney
Office of Petitions



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

First Named Inventor: Ronald Tarr
Confirmation No.: 1344

Serial No.: 12/952285

Filing Date: 11-23-2010

o N s s i s

Atty Docket No.: 241419-1

VIA EFS

Commissioner for Patents
P.O. Box 1450

Alexandria, VA 22313-1450

Statement Concerning the Basis for the Special Status

SIR:

The subject matter disclosed herein relates generally to appliances and,
more particularly, to appliances that are configured to transfer heat energy from
fluid that drains from the appliance to fluid that flows into the appliance. (See
[0001]).

Appliances such as household dishwashers operate by way of several fill
and drain cycles. During each of these cycles, washing fluid such as water flows
into the appliance, heats to a pre-set temperature, and then circulates in a
manner that cleans the objects (e.g., dishes, dishware, etc.) disposed therein.
When the cleaning cycle is complete, the washing fluid drains from the appliance
and fresh washing fluid flows into the appliance for the start of a new washing

cycle. (See [0002]).



Because it is preferred to subject the objects to washing fluid at elevated
temperatures, the washing fluid is hot (e.g., at a temperature of about 60° C)
when it is drained in preparation for the next washing cycle. On the other hand,
the fresh washing fluid is at a much lower temperature because this fluid is
derived from a municipal supply that is connected to the home. The temperature
of the fresh washing fluid is elevated in one example by way of a heating element
disposed in the appliance. The heating element consumes energy to raise the
temperature of the fresh washing fluid. The amount of energy is related to the
change in temperature of the fresh washing fluid between an initial temperature
and the elevated temperature that is required for the wash cycle. It follows then
that less energy is consumed by the heating element to effectuate a smaller the
change in temperature as between the initial temperature and the preferred
elevated temperature. (See [0003]).

Raising the temperature of the fresh washing fluid as it flows into the
appliance is one way to reduce the amount of energy consumed by the
appliance. Because the drained washing fluid is hot, it is a source of thermal
energy, which can be used to raise the temperature of the fresh washing fluid.
However, conventional appliances are rarely equipped to capture any this
thermal energy or to transfer this thermal energy to the fresh washing fluid. (See
[0004]).

Exemplary techniques that are useful to capture the thermal energy in the
drained washing fluid may include heat exchangers, in which the fresh washing

fluid is passed in proximity to the draining washing fluid. Although thermal



energy is transferred using this technique, thereby effectuating the desired
change in temperature of the fresh washing fluid, the fresh washing fluid at the
elevated temperature cannot flow directly into the interior of the appliance.
Rather direct flow would contaminate the fresh washing fluid because of mixing
that would occur with the draining washing fluid, which is typically still draining
out of the appliance as the fresh washing fluid enters the appliance. To avoid
contamination, heat exchangers store the fresh washing fluid in a reservoir until
such time as the appliance is free from the draining washing fluid. Often the
reservoir is itself heated to maintain and/or pre-heat the fresh washing fluid
before it enters the appliance. (See [0005]).

It would therefore be advantageous to configure an appliance to capture
the thermal energy in the drained washing fluid and to transfer the captured
energy to the fresh washing fluid. It would be even more advantageous for the
appliance to be configured to flow the fresh washing fluid, heated by way of the
energy transfer, directly into the appliance. (See [0006).]

In one embodiment, an appliance comprises an enclosure forming a basin
and a thermal retention device in flow communication with the basin. The
appliance also comprises a fluid inlet coupled to the thermal retention device and
a flow control device coupled between the thermal retention device and each of
the basin and the fluid inlet. The appliance is further configured wherein the
thermal retention device is configured to conduct heat energy from a first fluid to
a second fluid, wherein the thermal retention device is configured to receive the

first fluid from the basin and the second fluid from the fluid inlet, and wherein the



flow control device has a first configuration that prevents the flow of the first fluid
from the basin to the thermal retention device and permits the flow of the second
fluid from the thermal retention device into the basin. (See [0007]).

In another embodiment, a thermal retention device comprises a body
having a longitudinal axis and fluid conducting features configured to conduct
fluid through the body. The fluid conducting features comprise a first feature that
is configured to conduct a first fluid and a second feature that is configured to
conduct a second fluid. The thermal retention device is further configured
wherein the body is configured to conduct heat energy from the first fluid to the
second fluid and wherein the second feature has a surface area that is greater
than the surface area of the first feature. (See [0008]).

Accordingly, Applicant respectfully submits that Special Status is sought
on the basis that the embodiments disclosed herein materially contribute to the
more efficient utilization and conservation of energy resources. Said
embodiments provide for an appliance, such as a household dishwasher, that
reduces the amount of energy consumed by the appliance’s electrically powered
heating element by capturing thermal energy from the draining washer fluid and
using the captured energy to heat incoming cleaning washer fluid.

The undersigned representative may be contacted at the number below to
facilitate the resolution of any matters. Please charge any fees that are incurred
in connection with this Statement to deposit account no. 09-0470.

Respectfully submitted,

General Electric Company



By :

Dated: December 14, 2011

GE Global Patent Operation
2 Corporate Drive, Suite 648
Shelton, CT 06484
203-944-6730

[Allison W. Mages/
Allison W. Mages
Reg. No. 57,275




Doc Code: PET.GREEN

Document Description: Petition for Green Tech Pilot PTO/SB/420 (11-10)

Approved for use through 01/31/2011. OMB 0651-0062
U.S. Patent and Trademark Office; U. S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.

PETITION TO MAKE SPECIAL UNDER THE GREEN TECHNOLOGY PILOT PROGRAM

Attorney Docket Application Number - .

Number: 241419-1 (if known): 12/952285 Filing date: 11.23-2010
First Named

Inventor:  Ronald Tarr

Title: DEVICE AND IMPLEMENTATION FOR STORING ENERGY IN AN APPLIANCE

APPLICANT HEREBY REQUESTS TO PARTICIPATE IN THE GREEN TECHNOLOGY PILOT PROGRAM FOR
THE ABOVE-IDENTIFIED APPLICATION. See Instruction Sheet on page 2.

This petition must be timely filed electronically using the USPTO electronic filing system, EFS-Web.
1. By filing this petition:

Applicant is requesting early publication: Applicant hereby requests early publication under
37 CFR 1.219 and the publication fee set forth in 37 CFR 1.18(d) accompanies this request.

N

By filing this petition: applicant is agreeing to make an election without traverse in a telephonic interview and
elect an invention that meets the eligibility requirements for the Green Technology Pilot Program, if the Office
determines that the claims are not obviously directed to a single invention. See Instruction Sheet.

3. This request is accompanied by statements of special status for the eligibility requirement.
4. The application contains no more than three (3) independent claims and twenty (20) total claims.

5. The application does not contain any multiple dependent claims.

6. Other attachments: Statement Concerning the Basis for the Special Status

Signature /Allison W. Mages/ Date 12-14-2011
Name Allison W .Mages
(Print/Typed) g Registration Number 57,275

Note: Signatures of all the inventors or assignees of record of the entire interest or their representative(s) are required in accordance with 3
CFR 1.33 and 11.18. Please see 37 CFR 1.4(d) for the form of the signature. If necessary, submit multiple forms for more than one signature
see below”.

\\\\\

*Total of forms are submitted.

The information is required to obtain or retain a benefit by the public which is to file (and by the USPTO to process) an application. Confidentiality is governed by 35
U.S.C. 122 and 37 CFR 1.11 and 1.14. This collection is estimated to take 12 hours to complete, including gathering, preparing, and submitting the completed
application form to the USPTO. Time will vary depending upon the individual case. Any comments on the amount of time you require to complete this form and/or
suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent and Trademark Office, U.S. Department of Commerce, P.O. Box
1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND TO: Commissioner for Patents, P.O. Box
1450, Alexandria, VA 22313-1450.

If you need assistance in completing the form, call 1-800-PTO-9199 and select option 2.



PTO/SB/420 (11-10)
Approved for use through 01/31/2011. OMB 0651-0062
U.S. Patent and Trademark Office; U. S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.

Instruction Sheet for
Petition to Make Special Under the Green Technology Pilot Program
(Not to be Submitted to the USPTO)

The following is a summary of the requirements (for more information see the notices (i) “Pilot
Program for Green Technologies Including Greenhouse Gas Reduction,” (ii) “Elimination of
Classification Requirement in the Green Technology Pilot Program,” and (iii) “Expansion and
Extension of the Green Technology Pilot Program,” available on the USPTO web site at http://
www.uspto.gov/patents/init_events/green_tech.jsp):

1)  The application must be a non-reissue, non-provisional utility application filed under 35 U.S.C. 111
(a), or an international application that has entered the national stage in compliance with 35 U.S.C.
371, irrespective of the filing date of the application. Reexamination proceedings are excluded from
this pilot program.

2)  The application must contain three or fewer independent claims and twenty or fewer total claims.
The application must not contain any multiple dependent claims. For an application that contains
more than three independent claims or twenty total claims, or multiple dependent claims, applicant
must file a preliminary amendment in compliance with 37 CFR 1.121 to cancel the excess claims
and/or the multiple dependent claims at the time the petition to make special is filed.

3) The claims must be directed to a single invention that materially enhances the quality of the
environment, or that materially contributes to: (1) the discovery or development of renewable
energy resources; (2) the more efficient utilization and conservation of energy resources; or (3)
green house gas emission reduction (see the eligibility requirements of sections Il and Il of the
notice (i) cited above). The petition must include a statement that, if the USPTO determines that the
claims are directed to multiple inventions (e.g., in a restriction requirement), applicant will agree to
make an election without traverse in a telephonic interview, and elect an invention that meets the
eligibility requirements in section Il or Il of the notice (i) cited above.

4) The petition to make special must be timely filed electronically using the USPTO electronic filing
system, EFS-Web, and selecting the document description of “Petition for Green Tech Pilot” on the
EFS-Web screen. Applicant should use form PTO/SB/420, which is available as a Portable
Document Format (PDF) fillable form in EFS-Web and on the USPTO Web site.

5) The petition to make special must be filed at least one day prior to the date that a first Office action
(which may be an Office action containing only a restriction requirement) appears in the Patent
Application Information Retrieval (PAIR) system. Applicant may check the status of the application
using PAIR.

6) The petition to make special must be accompanied by a request for early publication in compliance
with 37 CFR 1.219 and the publication fee set forth in 37 CFR 1.18(d).

Page 2



Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with your
submission of the attached form related to a patent application or patent. Accordingly, pursuant to the requirements of
the Act, please be advised that: (1) the general authority for the collection of this information is 35 U.S.C. 2(b)(2); (2)
furnishing of the information solicited is voluntary; and (3) the principal purpose for which the information is used by the
U.S. Patent and Trademark Office is to process and/or examine your submission related to a patent application or
patent. If you do not furnish the requested information, the U.S. Patent and Trademark Office may not be able to
process and/or examine your submission, which may result in termination of proceedings or abandonment of the
application or expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1.

Page 3

The information on this form will be treated confidentially to the extent allowed under the Freedom of
Information Act (5 U.S.C. 552) and the Privacy Act (5 U.S.C 552a). Records from this system of records may
be disclosed to the Department of Justice to determine whether disclosure of these records is required by the
Freedom of Information Act.

A record from this system of records may be disclosed, as a routine use, in the course of presenting evidence
to a court, magistrate, or administrative tribunal, including disclosures to opposing counsel in the course of
settlement negotiations.

A record in this system of records may be disclosed, as a routine use, to a Member of Congress submitting a
request involving an individual, to whom the record pertains, when the individual has requested assistance from
the Member with respect to the subject matter of the record.

A record in this system of records may be disclosed, as a routine use, to a contractor of the Agency having
need for the information in order to perform a contract. Recipients of information shall be required to comply
with the requirements of the Privacy Act of 1974, as amended, pursuant to 5 U.S.C. 552a(m).

A record related to an International Application filed under the Patent Cooperation Treaty in this system of
records may be disclosed, as a routine use, to the International Bureau of the World Intellectual Property
Organization, pursuant to the Patent Cooperation Treaty.

A record in this system of records may be disclosed, as a routine use, to another federal agency for purposes
of National Security review (35 U.S.C. 181) and for review pursuant to the Atomic Energy Act (42 U.S.C.
218(c)).

A réc)(zrd from this system of records may be disclosed, as a routine use, to the Administrator, General
Services, or his/her designee, during an inspection of records conducted by GSA as part of that agency's
responsibility to recommend improvements in records management practices and programs, under authority of
44 U.S.C. 2904 and 2906. Such disclosure shall be made in accordance with the GSA regulations governing

inspection of records for this purpose, and any other relevant (i.e., GSA or Commerce) directive. Such
disclosure shall not be used to make determinations about individuals.

A record from this system of records may be disclosed, as a routine use, to the public after either publication of
the application pursuant to 35 U.S.C. 122(b) or issuance of a patent pursuant to 35 U.S.C. 151. Further, a
record may be disclosed, subject to the limitations of 37 CFR 1.14, as a routine use, to the public if the record
was filed in an application which became abandoned or in which the proceedings were terminated and which
application is referenced by either a published application, an application open to public inspection or an issued
atent.

R record from this system of records may be disclosed, as a routine use, to a Federal, State, or local law
enforcement agency, if the USPTO becomes aware of a violation or potential violation of law or regulation.
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In re Application of

Ronald S. Tarr : DECISION ON PETITION

- Application No. 12/952,285 : TO MAKE SPECIAL UNDER
Filed: November 23, 2010 : THE GREEN TECHNOLOGY
Attorney Docket No. 241419-1 : PILOT PROGRAM

This is a decision on the petition under 37 CFR 1.102, filed December 14, 2011, to make the
above-identified application special under the pilot program for applications pertaining to Green
Technologies as set forth in 74 Federal Register Notice 64666 (December 8, 2009) and amended
by 75 Federal Register Notice 28554 (May 21, 2010), 75 Federal Register Notice 69049
(November 10, 2010) and 76 Federal Register Notice 77979 (December 15, 2011).

The petition is GRANTED.

A grantable petition to make an application special under 37 CFR 1.102 and the pilot program as
set forth in 74 FR 64666 must be directed to a nonprovisional application filed under 35 USC
111(a) or be a national stage entry under 35 USC 371, exclusive of any reissue applications.

In order to qualify for special status, the following requirements must be met. 1) The application
must have no more than 3 independent claims and no more than 20 total claims. 2) The
application must not contain any multiple dependent claims. 3) The petition must state the basis
for seeking special status, i.e., the claimed invention either: A) materially enhances the quality of
the environment or B) materially contributes to: i) the discovery or development of renewable
energy resources, ii) the more efficient utilization and conservation of energy resources, or iii)
greenhouse gas emission reduction. 4) If the disclosure is not clear on its face that the claimed
invention materially contributes under category (A) or (B), the petition must be accompanied by
a statement by the applicant, assignee, or an attorney/agent registered to practice before the
Office explaining how the materiality standard is met. 5) A statement that applicant will agree to
make an election without traverse in a telephonic interview if a restriction requirement is made
by the examiner. 6) The petition to make special must be filed electronically. 7) The petition
must be filed at least one day prior to the date that a first Office Action appears in the Patent
Application Information Retrieval (PAIR) system. 8) The petition must be accompanied by a
request for early publication in compliance with 37 CFR 1.219 and include the publication fee as
set forth in 37 CFR 1.18(d).
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The requirement for a fee for consideration of the petition to make special for applications
pertaining to Green Technologies has been waived.

The instant petition complies with items 1 — 8 above. Accordingly, the above-identified
application has been accorded “special” status.

Telephone inquires concerning this decision should be directed to Blaine Copenheaver at 571-
272-1156.

The application is being forwarded to the examiner for action on the merits
- commensurate with this decision.

/Blaine Copenheaver/

Blaine Copenheaver
Quality Assurance Specialist
Technology Center 1700



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents
United States Patent and Trademark Office

P.O. Box 1450
Alexandria, VA 22313-1450
Www.usplo.gov
KEAN, MILLER, HAWTHORNE, D'ARMOND,
MCCOWAN & JARMAN, L.L.P. APR 12 2011
ONE AMERICAN PLACE, 22ND FLOOR
P.O. BOX 3513
BATON ROUGE LA 70821
in re Application of: Victor J. Segura :
Application No.: 12/952445 : DECISION ON PETITION TO
Filed: November 23, 2010 : MAKE SPECIAL FOR NEW
Title: SHACKLE APPARATUS : APPLICATION UNDER 37
: CFR.§1.102& MPEP.§

708.02

This is a decision on the petition filed on November 23, 2010 to make the above-identified
application special for accelerated examination procedure under 37 C.F.R. § 1.102(d).

The petition to make the application special is GRANTED.

)
The application is eligible for accelerated examination. A first office action was mailed on
February 8, 2011 with a response to the office action received on April 6, 2011. In view of the
examination of the application and response, the petition is being granted. All further actions
will be conducted under the guidelines of the accelerated examination procedures and
prosecution will continue according to the guidelines set forth below.

The prosecution of the instant application will be conducted expeditiously according to the
following guidelines.

1. The application will be docketed to an examiner and taken up for action within two
weeks of the date of this decision.

2. Restriction Practice:

If the examiner determines that the claims are not directed to a single invention, a
telephone request to elect one single invention will be made pursuant to MPEP 812.01.
As a prerequisite to the grant of this petition, the applicant has agreed to make an oral
election, by telephone, without traverse. If the applicant refuses to make an election
without traverse, or the examiner cannot reach the applicant after a reasonable effort, the
examiner will treat the first claimed invention (invention defined by claim 1) as having
being constructively elected without traverse for examination.
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3. Office action:

If it is determined that, after appropriate consultation, there is a potential rejection or any
other issue to be addressed, the examiner will telephone the applicant and arrange an
interview to discuss and resolve the issue. An Office action, other than a Notice of
Allowance and Fee(s) Due (Notice of Allowance), will not be issued unless either: 1) an
interview was conducted but did not result in agreed to action that places the application
in condition for allowance, or, 2) a determination is made that an interview would be
unlikely to result in the application being placed in condition for allowance, and 3) an
internal conference has been held to review any rejection of any claim.

4. Time for Reply:
An Office action other than a Notice of Allowance or a final Office action will set a
shortened statutory period of one month or thirty days, whichever is longer, for reply with
no extension of time available under 37 CFR 1.136(a). Failure to timely file a reply
within this non-extendible period for reply will result in the abandonment of the
application.

5. Reply by Applicant:

A timely reply to an Office action other than the Notice of Allowance must be submitted
electronically via EFS or EFS-web and limited to addressing the rejections, objections
and requirement made. Any amendment that attempts to: 1) add claims which would
result in more than three pending independent claims or more than twenty pending total
claims; 2) present claims not encompassed by the pre-examination search or an updated
accelerated examination support document; or 3) present claims that are directed a non-
elected invention or an invention other than that previously claimed and examined in the
application, will be treated as not fully responsive and will not be entered.

For any amendment to the claims (including any new claim) that is not encompassed by
the accelerated examination support document, applicant must provide an updated
accelerated examination support document that encompasses the amended or new claims
at the time of filing of the amendment.

To proceed expeditiously with the examination, it is recommended that a reply with
amendments made to any claim or with any new claim being added be accompanied by
an updated accelerated examination support document or a statement explaining how the
amended or new claim is supported by the original accelerated examination support

document. - '

6. Information Disclosure Statement (IDS):
Any IDS filed during prosecution must be submitted electronically via EFS or EFS-web,
accompanied by an updated accelerated examination support document, and be in
compliance with 37 CFR 1.97 and 1.98.
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7.

Post-Allowance Processing:
To expedite processing of the allowed application into a patent, the applicant must: 1)

pay the required fees within one month of the date of the Notice of Allowance, and 2) not

file any post allowance papers not required by the Office. In no event may the issue fee
be paid and accepted later than three months from the date of the Notice of Allowance.

After-Final and Appeal Procedures: [

To expedite prosecution, after receiving the final Office action, applicant must: 1)
promptly file a notice of appeal, an appeal brief and appeal fees; and 2) not request a pre-
appeal brief conference. '

Any amendment, affidavit or other evidence filed after final Office action must comply
with applicable rules and the requirements outlined in numbered paragraphs 5 and 6
above.

On appeal, the application will proceed according to normal appeal procedures. After
appeal, the application will again be treated special.

Proceedings Outside the Normal Examination Process:
If the application becomes involved in a proceeding that is outside the normal
examination process (e.g., a secrecy order, national security review, interference

' proceeding, petitions under 37 CFR 1.181, 182 or 183), the application will be treated

10.

special before and after such proceeding.

Final Disposition:

The twelve month goal of this accelerated examination procedure ends with a final
disposition. The mailing of a final Office action, a Notice of Allowance, the filing of a
Notice of Appeal, or the filing of a Request for Continued Examination (RCE) is the final
disposition.

If, during prosecution, a paper is not filed electronically using EFS-web, a reply is filed but is not
fully responsive, the application is involved in an appeal, or a proceeding outside normal
examination process, the application will still be examined expeditiously, however, the final
disposition may occur more than twelve months from the filing of the application.

Any inquiry regarding this decision should be directed to Linda Sholl at (571) 272-4391

/Linda Sholl/

Linda Sholl

Special Programs Examiner
Technology Center 3700



Doc Code: PPH.PCT.652 PTO/SB/20PCT-KR (06-10)
Document Description: Petition to make special under PCT-Patent Pros Hwy Approved for use through 01/31/2012. OMB 0651-0058
U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.

REQUEST FOR PARTICIPATION IN THE PATENT COOPERATION TREATY — PATENT PROSECUTION
HIGHWAY (PCT-PPH) PiLOT PROGRAM BETWEEN THE KOREAN INTELLECTUAL PROPERTY
OFFICE (KIPO) AND THE USPTO

Application No.: 12/952,545 Filing Date: November 23, 2010

First Named Inventor: | Robert Kniaz

Title of the DETERMINING COMPLEMENTARY PRODUCT CONTENT FROM PRIMARY PRODUCT
Invention: DOCUMENTINFORMATION

THIS REQUEST FOR PARTICIPATION IN THE PCT-PPH PILOT PROGRAM ALONG WITH THE REQUIRED DOCUMENTS
MUST BE SUBMITTED VIA EFS-WEB. INFORMATION REGARDING EFS-WEB IS AVAILABLE AT
HTTP://WWW.USPTO.GOV/EBC/EFS_HELP.HTML.

APPLICANT HEREBY REQUESTS PARTICIPATION IN THE PCT-PPH PROGRAM AND PETITIONS TO MAKE THE ABOVE-
IDENTIFIED APPLICATION SPECIAL UNDER THE PCT-PPH PROGRAM.

The above-identified application is (1} a hational stage entry of the corresponding PCT application, or (2} a national stage
entry of another PCT application which claims priority to the corresponding PCT application, or (3} a national application
that claims domestic/ foreign priority to the corresponding PCT application, or (4) a national application which forms the
basis for the priority claim in the corresponding PCT application, or (5} a continuing application of a U.S. application that
satisfies one of (1) to (4) above, or (6) a U.S. application that claims domestic benefit to a U.S. provisional application which
forms the basis for the priority claim in the corresponding PCT application.

The corresponding PCT
application number(s) is/are:  PCT/US2009/044882

The international date of the corresponding
PCT application(s) is/are: May 21, 2009

. Listof Required Documents:

A copy of the latest international work product (WO/ISA, WO/IPEA, or IPER) in the above-identified
corresponding PCT application(s).

o

Is attached.

Is not attached because the document is already in the U.S. application.

eI

A copy of all claims which were indicated as having novelty, inventive step and industrial
applicability in the above-identified corresponding PCT appliction(s).

Is attached.

<1 [

Is not attached because the document is already in the U.S. application.

124

English translations of the documents in a. and b. above are attached (if the documents are not in
the English language). A statement that the English translation is accurate is attached for the
document in b. above.

[Page 1 of 2]
1298645



PTO/SB/20PCT-KR (06-10)

Approved for use through 01/31/2012. OMB 0651-0058

U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.

REQUEST FOR PARTICIPATION IN THE PCT-PPH PILOT PROGRAM
BETWEEN THE KIPO AND THE USPTO

(continued)

Application No.: | 12/952,545

First Named

Inventor: Robert Kniaz

d. (1) Aninformation disclosure statement listing the documents cited in the international work
products (ISR, WO/ISA, WO/IPEA, IPER) of the corresponding PCT application.

I:l Is attached.

X Has already been filed in the above-identified U.S. application on

November 24, 2010

(2) Copies of all documents (except) for U.S. patents or U.S. patent application publications)

Are attached.

X Have already been filed in the above-identified U.S. application on November 24, 2010
Il. Claims Correspondence Table:
Claims in US _Patentable Claim_s Explanation regarding the
Application gér%eAcorlriizggﬂdmg correspondence
pp

1 8 Identical

2 9 Identical

3 10 Identical

4 11 Identical

5 12 Identical

6 13 Identical

7 14 Identical

8 15 Identical

9 16 Identical

10 17 Identical

11 20 Identical

lll. All the claims in the US application sufficiently correspond to the patentable claims in the corresponding
PCT application.

) /Davy E. Zoneraich/ November 24, 2010
Signature Date
Name Davy E. Zoneraich o 37,267
(Print/Typed) Registration Number

| hereby certify that this paper (along with any paper referred to as being attached or enclosed) is being transmitted via the Office electronic filing
system in accordance with § 1.6(a)(4).

Dated: November 24, 2010 Electronic Signature for Davy E. Zoneraich: /Davy E. Zoneraich/

[Page 2 of 2]
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78792 7590 01/24/2011
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GOOGLE l

Lemner, David, Littenberg, Krumholz & Mentlik, LLP
600 South Avenue West
Westfield, NJ 07090

NORMAN, SAMICA L

ART UNIT I PAPER NUMBER J
3693
MAIL DATE | DELIVERY MODE I
01/24/2011 ’ PAPER

Please find below and/or attached an Office communication concerning this application or prdceeding.

The time period for reply, if any, is set in the attached communication.

PTOL-90A (Rev. 04/07)



UNITED STATES PATENT AND TRADEMARI_( OFFICE

Commissionér for Patents
United States Patent and Trademark Office

“ \F/’AO Box 1450
: Alexandria, 22313-1450
lk“ 2 A 2“ www.uspto.gov
GOOGLE A
Lerner, David, Littenberg, Krumholz & Mentlik, LLP
600 South Avenue West
Westfield NJ 07090
In re application of: : DECISION ON REQUEST TO
Kniaz, Robert, et al. - : PARTICIPATE IN PATENT
Application No.: 12/952,545 : PROSECUTION HIGHWAY
. Filed: November 23, 2010 : PROGRAM AND PETITION
"~ For: DETERMINING COMPLEMENTARY: . TO MAKE SPECIAL UNDER

PRODUCT CONTENT FROM PRINARY : 37 C.F.R. 1.102(d)
PRODUCT DOCUMENT INFORMATION )
AND PROVIDING SUCH COMPLEMENTARY
PRODUCT CONTENT IN ASSOCIATION _
WITH THE PRIMARY PRODUCT DOCUMENT,
- IN AN ONLINE ENVIRONMENT

This is a decision on the request to participate in the pilot Patent Prosecution
Highway (PPH) program between the USPTO and the KIPO based on PCT
treaty work products and the petition under 37 C.F.R. § 1.102(d), filed November
24, 2010, to make the above-identified application special. '

The request and petition are DENIED.

A grantable request to participate in this PPH pilot program and petition to make
special require (see 1355 OG 319):

(1) The relationship between the correspor‘fding U.S. application for which participation in
the PCT-PPH pilot program is requested and the PCT application satisfies one of the
. following requirements: -

(a) The U.S. application is a national stage entry of the corresponding PCT
application.

(b) The U.S. application is a national application which forms the basis for the
priority claim in the corresponding PCT application.

(c) The U.S. application is a national stage entry of another PCT application
(which can be filed in any competent receiving office) which claims priority to the
corresponding PCT application.

(d) The U.S. application is a national application claiming foreign/domestic
priority to the corresponding PCT application.



(e) The U.S. application is a continuing application (continuation, divisional, or
continuation-in-part) of the U.S. application which satisfies one of the above (a) through
(d) scenarios. .

2) The latest work product in the international phase of the PCT application
corresponding to the U.S. application, namely, the WO/ISA, or the WO/IPEA, or the
IPER, indicates at least one claim in the PCT application has novelty, inventive step and
industrial applicability. In case any observation is described in Box Vil of the WO/ISA,
WOI/IPEA, or IPER which forms the basis for the PCT-PPH request, applicant must
identify and explain why the claim(s) is/are not subject to any observation described in
Box VIl irrespective of whether an amendment is submitted to correct the observation
described in Box ViII. The U.S. application will not be eligible to participate in the PCT-
PPH pilot program if applicant does not identify and explain why the claim(s) is/are not
subject to the observation described in Box VIII.

(3) Claim Correspondence:

(a) All of the claims in each U.S. application for which a request for participation
in'the PCT-PPH pilot program is made must sufficiently correspond to or be amended to
sufficiently correspond to one or more of those claims indicated as having novelty,
inventive step and industrial applicability and be free of any observation described in Box
Vil in the latest work product of the corresponding PCT application.

(b) Claims are considered to “sufficiently correspond” where, accounting for
differences due to translations and claim format requirements, the claims in the U.S.
application are of the same or similar scope as the claims indicated as having noveity,
inventive step and industrial applicability and free of any observation described in Box
VIl in the latest work product of the corresponding PCT application, or the claims in the
U.S. application are narrower in scope than the claims indicated as having novelty,
inventive step and industrial applicability and free of any observation described in Box
VIl in the latest work product of the corresponding PCT application.

~ (c) In this regard, a claim that is narrower in scope occurs when a claim indicated
as having novelty, inventive step and industrial applicability and free of any observation
described in Box VIl in the latest work product of the corresponding PCT application is
amended to be further limited by an additional feature that is supported in the written
description of the U.S. application. The claim(s) with the narrower scope must be written
in dependent form in the U.S. application for which participation in the PCT-PPH pilot
program is requested.

(4) Substantive examination of the U.S. application for which participation in the PCT-
PPH pilot program is requested has not begun.

(5) Applicant must file a request for participation in the PCT-PPH pilot program and a
request that the U.S. application be advanced out of turn for examination by order of the
Director to expedite the business of the Office under 37 CFR 1.102(a).

(6) Unless already filed in the U.S. application for which participation in the PCT-PPH
pilot program is requested, applicant must submit a copy of the latest international work
product, WO/ISA, or WO/IPEA or IPER, which indicated that the claim(s) has/have
novelty, inventive step and industrial applicability along with an English translation thereof
if the copy of the latest international work product is not in the English language. A
statement that the English translation is accurate is not required. Where the required
documents have been previously filed in the U.S. application, applicant may simply refer
to these documents and indicate in the request for participation in the PCT-PPH pilot
program when these documents were previously filed in the U.S. application. Where the
U.S. application and the corresponding PCT application satisfy the relationship noted in
(1)(a) above, applicant need not submit a copy of the latest international work product



along with an English translation thereof since a copy of these documents is already
contained in the file wrapper of the U.S. application.

(7) Unless already filed in the U.S. application for which participation in the PCT-PPH
pilot program is requested, applicant must submit a copy of the claims from the
corresponding PCT application which were indicated as having novelty, inventive step
and industrial applicability in the latest work product of the PCT application along with an
English transiation thereof and a statement that the English transiation is accurate if the
claims are not in the English language. Where the required documents have been
previously filed in the U.S. application, applicant may simply refer to these documents
and indicate in the request for participation in the PCT-PPH pilot program when these
documents were previously filed in the U.S. application. If the claims in the U.S.
application for which participation in the PCT-PPH pilot program is requested are
identical to the claims from the corresponding PCT application, and are in the English
language, applicant may just indicate such in the PCT-PPH request and it will not be
necessary for applicant to submit a copy of the claims from the corresponding PCT
application. '

(8) Applicant is required to submit a claims correspondence table in English. The claims
correspondence table must indicate how all the claims in the U.S. application sufficiently
correspond to the claims indicated as having novelty, inventive step and industrial
applicability in the latest international work product.

(9) Applicant must submit an information disclosure statement (IDS) listing the
documents cited in the international work products (ISR, WO/ISA, WO/IPEA, IPER) of the
PCT application corresponding to the U.S. application for which participation in the PCT-
PPH pilot program is requested (unless such an IDS has already been filed in the U.S.
application, in which case applicant may simply refer to the previously filed IDS and
indicate in the request for participation in the PCT-PPH pilot program when the IDS was
previously filed in the U.S. application). Applicant must submit copies of all the
documents cited in the international work products of the PCT application corresponding
to the U.S. application (unless the copies have already been filed in the U.S. application,
in which case applicant may simply refer to the previously filed copies of the documents
and indicate in the request for participation in the PCT-PPH pilot program when the
copies were previously filed in the U.S. application) except U.S. patents or U.S. patent
application publications.

(10) The request for participation in the PCT-PPH pilot program and all the supporting
documents must be submitted to the USPTO via EFS-Web and indexed with the
following document description: “Petition to make special under PCT-Patent Pros Hwy.”

The request to participate in the PPH program does not meet the above
requirements in that, with regard to item (4) above, examination of the U.S.
application has already begun. Note the U.S. Office action mailed January 18,

No time period for reply to this decision is available since the issue outlined
above cannot be remedied.

Any inquiry regarding this decision should be directed to Robert Weinhardt, |
Business Practice Specialist, at (571) 272-6633.



All other queries concerning the examination or status of the application should
be directed to the Patent Application Information Retrieval (PAIR) system or the
examiner of record in the application.

Robert Weinhardt

Business Practice Specialisf
Technology Center 3600

RW/1/23/11



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
First Named Inventor: Pedro Luis Benito }
SANTIAGO
Confirmation No.: 1879
Serial No.: 12/952,682

Filing Date: November 23, 2010

it Tt Teiiatt? g i S’ it

Atty Docket No.: 247414-1
Commissioner for Patents
P.O. Box 1450
Alexandria, VA 223131450

Statement Concerning the Basis for the Special Status

SIR:

Applicant respectiulfly submits that Special Status is sought on the basis
that the present invention matenally contributes o the development of renewable
energy resources or energy conservation.

The undersigned attomey may be contacted at the number below to
facilitate the resolution of any matters. Flease charge any fees that are incurred
in connection with this Statement to deposit account no. 09-0470.

Respectiuily submitied,
General Electric Company
By /Douglas D. Zhang/

Douglas D. Zhang
Reg. No. 37,985

Dated: December 29, 2010

GE Global Patent Operation
2 Corporate Drive, Suite 648
Shelton, CT 06484
203-944-6755



Doc Code: PET.GREEN

Docurnent Description: Petition for Gresn Tech Pilot FTOHSBMZ0 (1140
Apmrovad for use through BHAH0H, OWE CéSi ODB

U8, Patent mind Tradamark Office; U S DE—'ARTMENT OF COMMERCE

Linder the Faperyak Bududion Aot of 1888, no persons ave veguirsd to respond 1o 3 oollection of information unless & displays 3 valid OMB sontrol numbar,

PETITION TO MAKE SPECIAL UNDER THE GREEN TECHNOLOGY PILOT PROGRAM

Altorney Docket , Application MNurabere - .
Number: 247414-1 {if known): 128/952,552 Fiing date Noyvember 23, 2010

First Named

trwentor Pedro Luis Benito SANTIAGD

Titte: EROSHON PROTECTION COATING FOR ROTOR BLADE OF WIND TURBINE

APPLICANT HEREBY REQUESTS TO PARTICIPATE IN THE GREEN TECHNOLOGY PILOT PROGRAM FOR
THE ABQVE-IDENTIFIED APPLICATION. See Instruction Sheet on page 2.

This pelition must be timely filed electronically using the USPTQO slsctronic filing system, EFS-Web.
1 By filing this petition;

Applicant is requesting early publication: Applicant hereby requests early publication under
37 CFR 1,219 and the publication fee set forth in 37 CFR 1.18{d) accompanies this request.

2. By filing this petition: applicant is agreaing to make an election without traverse in a felephonic interviaw and
glect an invention that meets the eligibility requirements for the Green Technology Pilot Program, if the Office
determines that the claims are not obviously directed to a single invention. See Instruction Sheeat.

3. This request is accompanied by statements of special status for the eligibility requirement,

4. The application contains no more than three (3) independent claims and twenty (20} total claims.

o

The application does not contain any muitiple depandent claims.

8. Other sttachments: Staterment Concerning the Basis for the Special Status

i s D, 2t 3 n p k
Signature Dougtas B, Zhang | Date December 29, 2018
Name Douglas D, Zhan -
{PrintiTyped) glast g | Registration Mumber 37,985

Note: Signatures of af the inventors or assrgneei of record of the entire interest or their represemative(s} are required in accordance with 3]
CTFR 1.33 and 11.18. Please see 37 CFR 1.4{d} for the form of the signature. If necessary, submit multiple forms for rore than ane  signature)
seg bafow”.

\\\\\\\

Tolabol forms ave submitted.
The iformation is requirsd to obbedn or retain 8 banefit By the public which s to file {and by the USPTO fo provess) an apg
[SR=R o3 122 md ITLE R 1. h a:.o 1 14 Tms miisﬁ;@mﬂ i m{tmmbd tc iaks, zi urs 1o wmpEPtG irpduding gatheriog, W‘Pi}ﬁ(

o the amount of tme you v £ A
1 S fw‘ rt‘duv'ng m.a Dargett. sﬁwsd bF >\,N to the: Ci\tt‘f edesernation Off e, b 3. P: terd and Trasdemark Office, US Qﬁparl ant of Ct‘a““’k 0, P.O, Box
1480, AMgcandria, VA 22312-1450, DO NOT 3END FEES OR COMPLETED FORMS TC THIS ADDRESS. SEND TO: Commissioner for Patents, F Q. Box
14588, Alexandriz, VA 223131450

¥ you need assistance in completing the form. call 1-800-FT0O-8182 and selest oplion 2.



Privacy Act Statement

The Privacy Act of 1974 {(P.L. 93-578) requires that you be given cartain information in connection with your
submission of the attached form relaled to a paterd application or patent. Accordingly. pursuant to the requiremeants of
the Act, please be advisad that: {1) the general authority for the collection of this information is 35 U.S.C. 2{b¥2}); {2}
furnishing of the information solicited is voluntary; and (3) the principal purpose for which the information is used by the
LS. Patent and Trademark Office is to pracess andior examine your submission relaled fo a patent application or
patent. if you do not furnish the requested information, the U.S. Patent and Trademark Office may not be able to
process and/or examine your submission, which may result in termination of proceedings or abandonment of the
application or expiration of the patent.

The information provided by you in this form will be subjest o the following routine uses:

1.

Page
3

The information on this form will be trealed confidentially {o the extent allowsd under the Freedom of

information Aot (5§ U.B.C. 532} and the Privacy Act {5 U.S.C 582a). Reoords from this system of records may

be disclosed o the Department of Juslice 10 determine whether disclosurs of these records is required by the

Freedom of Information Act.

A record from this sysiem of records may be disclosed, as a routine use, in the course of presenting evidence

to a court, magistrate, or administrative tribunal, including disclosures o opposing counsel in the course of

settlement negotiations.

A record in this system of records may be disclesed, as a routine use, to & Member of Congress submilting a

request involving an individaal, to whom the record pertaing, when the individual has requested assisiance from

the Member with respest 1o the subject matter of the record.

A record in this systent of records may be disclosed, as a routing use, 1o a contracior of the Ageroy having

need for the information in order to perform a condract. Reciplents of information shall be required o comply

with the requirements of the Privacy Act of 1974, as amended, pursuant to 5 US.C. 852a{m).

A record related 1o an international Application filed under the Palent Cooperation Treaty in this systemn of

records may be disclosed, as a routine use, to the International Bureau of the World Intellectual Property

Organization, pursuant to the Patant Cooperatlion Traaty.

A record in this system of records may he disclosed, as a routine use, to anather federal agency for purposes

of National Security review {35 U.S.C. 181} and for review pursuant 1o the Alomic Energy Act (42 U.5.C.

218{cy.

A réc]grd from this system of records may be disclosed, as a routine use, fo the Administrator, General

Services, or hisfher designes, during an inspection of records conducted by GSA as part of that agency's

responsibility to recommend improvementis in records management practices and programs, under authorily of

44 U.S.C. 2804 and 2908. Such disclosure shall be made in accordance with the GSA reguiations governing

inspection of records for this purpose, and any other relevant {j.e.. GSA or Commarce) directive. Such

disclosure shall not be used o make determinations about individuals.

A record from this system of records may be disclosed, as a routine use, to the public after either publication of

the application pursuant to 35 U.5.C. 122{b) or issuance of a palent pursuant to 35 UL5.C. 151, Fusther, a

record may be disclosed, subject ko the limitations of 37 CFR 1.14, as a rouline use, 1o the public if the record

was filed in an application which became abandoned or in which the proceedings wers terminated and which

application is referenced by either a published application, an application open to public inspection or an issued
atent.

g\ record from this system of records may be disclosed, as a routine use, to a Federal, State, or local law

enforcement agenay, if the USPTQ becomes aware of a violation or potential violation of law or regulaiion.
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APPLICATION NO, | FILING DATE FIRST NAMED INVENTOR [A’ITORNEY DOCKET NO.J CONFIRMATION NO. ]
12/952,552 11/23/2010 Pedro Luis Benito Santiago 247414/GEC-199 . 1879-
87853 7590 01/05/2011 L 1
4 7 X EXAMINER
Dority & Manning, PA and General Electric Company

Post Office Box 1449
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3745
L MAIL DATE [ DELIVERY MODE I
01/05/2011 PAPER

Please find below and/or attached an Office communication concerning this application or proceeding.

The time period for reply, if any, is set in the attached communication.

PTOL-90A (Rev. 04/07)
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Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450
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Dority & Manning, PA and General Electric Company
Post Office Box 1449

Greenville SC 29602

In re Application of :

SANTIAGO, PEDRO LUIS BENITO et al : DECISION ON PETITION
Application No. 12/952,552 . TO MAKE SPECIAL UNDER
Filed: Nov. 23, 2010 : THE GREEN TECHNOLOGY
Attorney Docket No. F4247414/GEC-199 : PILOT PROGRAM

This is a decision on the petition under 37 CFR 1.102, filed Dec. 30, 2010, to make the above-
identified application special under the pilot program for applications pertaining to Green
Technologies as set forth in 74 Federal Register Notice 64666 (December 8, 2009) and amended
by 75 Federal Register Notice 28554 (May 21, 2010) and 75 Federal Register Notice 69049
(November 10, 2010).

The petition is Granted.

If reconsideration of this decision is desired, a petition for reconsideration must be filed within
ONE (1) MONTH OR THIRTY (30) DAYS from the mail date of this decision, whichever is
longer. No extension of this time limit can be granted under 37°'CFR 1.136(a) or (b). The
petition for reconsideration should include an exhaustive attempt to provide the lacking item(s)
noted below, since, after a decision on the petition for reconsideration, no further reconsideration
or review of the matter will be undertaken by the Director.

A grantable petition to make an application special under 37 CFR 1.102 and the pilot program as
set forth in 74 FR 64666 must be directed to a nonprovisional application filed under 35 USC
111(a) or be a national stage entry under 35 USC 371, exclusive of any reissue applications.

In order to qualify for special status, the following requirements must be met. 1) The application
must have no more than 3 independent claims and no more than 20 total claims. 2) The
application must not contain any multiple dependent claims. 3) The petition must state the basis
for seeking special status, i.e., the claimed invention either: A) materially enhances the quality of
the environment or B) materially contributes to: i) the discovery or development of renewable
energy resources, ii) the more efficient utilization and conservation of energy resources, or iii)
greenhouse gas emission reduction. 4) If the disclosure is not clear on its face that the claimed
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invention materially contributes under category (A) or (B), the petition must be accompanied by
a statement by the applicant, assignee, or an attorney/agent registered to practice before the
Office explaining how the materiality standard is met. 5) A statement that applicant will agree to
make an election without traverse in a telephonic interview if a restriction requirement is made
by the examiner. 6) The petition to make special must be filed electronically. 7) The petition
must be filed at least one day prior to the date that a first Office Action appears in the Patent
Application Information Retrieval (PAIR) system. 8) The petition must be accompanied by a
request for early publication in compliance with 37 CFR 1.219 and include the publication fee as
set forth in 37 CFR 1.18(d).

The requirement for a fee for consideration of the petition to make special for applications
pertaining to Green Technologies has been waived.

The instant petition complies with items 1 — 8 above. Accordingly, the above-identified
application has been accorded “special” status.

Telephone inquires concerning this decision should be directed to Henry C. Yuen at 571-272-
4856.

This application is currently undergoing pre-examination processing. Upon completion,
the application will be forwarded to the Technology Center Art Unit 3745 for action on

the merits commensurate with this decision.

/Henry C. Yuen/

Henry C. Yuen
Quality Assurance Specialist
Technology Center TC 3700
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Commissioner for Patents

United States Patent and Trademark Office
P.0O. Box 1450

Alexandria, VA 22313-1450

‘ www.uspto.gov

WHITEFORD, TAYLOR & PRESTON, LLP MAILED
ATTN: GREGORY M STONE

SEVEN SAINT PAUL STREET DEC 292011
BALTIMORE MD 21202-1626 OFFICE OF PETITIONS
In re Application of

WEWALAARACHCHI : -

Application No. 12/952,675 : ON PETITION

Filed: November 23, 2010
Attorney Docket No. 086279/20004

This is a decision on the petition under the unintentional provisions of 37 CFR 1.137(b), filed December 14,
2011, to revive the above-identified application.

The petition is GRANTED.

The application became abandoned February 11, 2011 for failure to timely submit a proper reply to the Notice
of File Missing Parts of Nonprovisional Application (Notice) mailed December 10, 2010. The Notice set a two
month shortened statutory period of time for reply. Notice of Abandonment was mailed September 29, 2011.

A grantable petition under 37 CFR 1.137(b) must be accompanied by: (1) the required reply, unless previously
filed; (2) the petition fee as set forth in 37 CFR 1.17(m); (3) a statement that the entire delay in filing the
required reply from the due date for the reply until the filing of a grantable petition pursuant to 37 CFR
1.137(b) was unintentional; and (4) any terminal disclaimer (and fee as set forth in 37 CFR 1.20(d)) required
by 37 CFR 1.137(d). Where there is a question as to whether either the abandonment or the delay in filing a_
petition under 37 CFR 1.137 was unintentional, the Director may require additional information. See, MPEP
T11.03(c)(ID(C) and (D).

The instant petition has been carefully reviewed and found in compliance with the requirements set forth
above.

This application is being directed to the Office of Patent Application Processing for further processing.

IALESIA M. BROWN/

Alesia M. Brown
Attorney Advisor
Office of Petitions
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r APPLICATION NO. FILING DATE I FIRST NAMED INVENTOR | ATTORNEY DOCKET NO. | CONFIRMATION NO.J
12/952,748 11/23/2010 Benjamin ENGLANDER 003033/0075 2283
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11/09/2011 PAPER

Please find below and/or attached an Office communication concerning this application or proceeding.

The time period for reply, if any, is set in the attached communication.

PTOL-90A (Rev. 04/07)
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Commissioner for Patents
United States Patent and Trademark Office

P.O. Box 1450
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STROOCK & STROOCK & LAVAN LLP
180 MAIDEN LANE
NEW YORK, NY 10038-4982
In re Application of Benjamin Ehglander :
Appl. No.: 12/952,748 : DECISION ON PETITION

Filed: November 23, 2010 : UNDER 37 C.F.R. § 1.59
Attorney Docket No.: 003033/0075 :
For: MIRROR MOUNTING ASSEMBLY

This is a response to the petition under 37 CFR 1.59(b), filed September 23, 2011, to expunge
information from the above identified application.

The decision on the petition will be held in abeyance until allowance of the application or
mailing of an Ex parte Quayle action or a Notice of Abandonment, at which time the petition
will be decided.

Petitioner requests that the document, filed September 13, 2011, submitted in accordance with
MPEP § 724.02, be expunged from the record. Petitioner states that the information is subject to
a protective order, has not been made public and commits to retain the document for the period
of any patent that is issued from the above application. The petition fee set forth in 37 CFR
1.17(g) has been paid.

The decision on the petition is held in abeyance because prosecution on the merits has not
completed. Accordingly, it is not appropriate to make a final determination of whether or not the
material requested to be expunged is “material,” with “materiality” being defined as any
information which the examiner considers as being important to a determination of patentability
of the claims. Thus, the decision on the petition to expunge must be held in abeyance at this
time.

During prosecution on the merits, the examiner will determine whether or not the identified
document is considered to be “material.” If the information is not considered by the examiner to
be material, the information will be removed from the official file.
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On Petition

Any inquiry regarding this decision should be directed to Hien H. Phan, Quality Assurance
Specialist, at (571) 272-1606.

4&% 7@

Joseéh Thormas, T Director

Technology Center 2800

Semiconductors, Electrical and Optical
Systems and Components
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In re Application of
Robert Glenn Dennis

12952761 :DECISION ON PETITION TO MAKE SPECIAL

Application No. ‘UNDER 37 CFR 1.102(c)(1)

Filed:

Attorney Docket No.  1814.002A

This is a decision on the electronic petition under 37 CFR 1.102 (c)(1), filed 23-NOV-2010 to make the above-identified
application special based on applicant's age as set forth in MPEP § 708.02, Section IV.

The petition is GRANTED.

A grantable petition to make an application special under 37 CFR 1.102(c)(1), MPEP § 708.02, Section IV: Applicant's Age must
include a statement by applicant or a registered practitioner having evidence that applicant is at least 65 years of age. No fee is
required.

In

Accordingly, the above-identified application has been accorded “special” status and will be taken up for action by the examiner

upon the completion of all pre-examination processing.

Telephone inquiries concerning this electronic decision should be directed to the Electronic Business Center at 866-217-9197.

All other inquiries concerning either the examination or status of the application should be directed to the Technology Center.
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In re Application of
Robert Glenn Dennis

12952797 :DECISION ON PETITION TO MAKE SPECIAL

Application No. ‘UNDER 37 CFR 1.102(c)(1)

Filed:

Attorney Docket No.  1814.003A

This is a decision on the electronic petition under 37 CFR 1.102 (c)(1), filed 23-NOV-2010 to make the above-identified
application special based on applicant's age as set forth in MPEP § 708.02, Section IV.

The petition is GRANTED.

A grantable petition to make an application special under 37 CFR 1.102(c)(1), MPEP § 708.02, Section IV: Applicant's Age must
include a statement by applicant or a registered practitioner having evidence that applicant is at least 65 years of age. No fee is
required.

In

Accordingly, the above-identified application has been accorded “special” status and will be taken up for action by the examiner

upon the completion of all pre-examination processing.

Telephone inquiries concerning this electronic decision should be directed to the Electronic Business Center at 866-217-9197.

All other inquiries concerning either the examination or status of the application should be directed to the Technology Center.
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[ APPLICATION NO. ] FILING DATE [ FIRST NAMED INVENTOR IATTORNEY DOCKET NO.I CONFIRMATION N(ﬂ
12/952,839 11/23/2010 Motoshige ASANO 7-005US-FF 2436
7590 01/18/2012 | EXAMINER J
MCGINN INTELLECTUAL PROPERTY LAW GROUP, PLLC MCCUE, BRITTANY N
8321 OLD COURTHOUSE ROAD )
SUITE 200 r ART UNIT | PAPER NUMBER J
VIENNA, VA 22182-3817 2169
[ MAIL DATE | DELIVERY MODE J
01/18/2012 PAPER

DECISION GRANTING PETITION UNDER 37 CFR 1.138(d)
The declaration of express abandonment is recognized

This is in response to the petition under 37 CFR 1.138(d), requesting for a refund of any previously paid
search fee and excess claims fee in the above-identified application.

The petition is granted.

The express abandonment is recognized. Any previously paid search fee and excess claims fee are
hereby refunded.

be directed to the Office of Data Management at (571) 272-4200.

atent Publication Branch
Office of Data Management

Page 1 of 1
FORM PET651G (Rev. 08/07)
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Patent No. : 8106392

Ser. No. : 12/952874

Inventor(s) : EGAWA, MASAKAZU_

Issued : 01/31/2012

Title : ANTHRACENE DERIVATIVE, AND LIGHT-EMITTING ELEMENT,

LIGHT-EMITTING DEVICE, ELECTRONIC DEVICE USING ANTHRACENE
DERIVATIVE
Docket No. : 0553-0580.01

Re: Request for Certificate of Correction

Consideration has been given your request for the issuance of a certificate of correction for the
above-identified patent under the provisions of Rule(s) 1.322 and/or 1.323.

In regards to the alleged error(s) in the Column 34 Line 49, the requested changes were denied
by the examiner. See the attatched page.

In view of the foregoing, your request, in this matter, is hereby denied.

A Certificate of Correction will be issued for the remaining errors.

Omega Lewis
For Mary Diggs
Decisions & Certificates
Of Correction Branch
(703)756-1575 or (703) 756-1814

ANDY THOMSON

FISH & RICHARDSON P.C.
P.O BOX 1022 '
Minneapolis MN 55440-1022

OL
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L APPLICATION NO. | FILING DATE FIRST NAMED INVENTOR l ATTORNEY DOCKET NO. CONFIRMATION NO.
12/952,886 11/23/2010 Dennis Poulos 39307-701.201 2520
21971 7590 12/08/2010
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Please find below and/or attached an Office communication concerning this application or proceeding.

The time peribd for reply, if any, is set in the attached communication.

PTOL-90A (Rev. 04/07)
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BEC - 7 2010

Wilson, Sonsini, Goodrich & Rosati
650 Page Mill Road
Palo Alto, CA 94304-1050

In re application of ' : DECISION ON PETITION
Dennis Poulos : TO MAKE SPECIAL FOR
Application No. 12/952,886 : : NEW APPLICATION
Filed: November 23, 2009 : UNDER 37 CFR 1.102
For: STABILIZATION OF UNSTABLE SPACE
DEBRIS '

This is a decision on the petition filed on November 29, 2010 to make the above-
identified application special for Environment under 37 C.F.R. § 1.102(d).

The petition to make the application special is DENIED.

REGULATION AND PRACTICE

To be eligible for accelerated examination under 37 C.F.R. § 1.102(d) and pursuant to
the “Change to Practice for Petitions in Patent Applications to Make Special and for

Accelerated Examination” published in the Federal Register on June 26, 2006 (71 Fed.
.Reg. 36323), the following conditions must be satisfied:

1. The application must be a non-reissue utility or design application filed under 37
CFR 1.111(a);
2. The application, the petition and the required fees must be filed electronically

using the USPTO’s electronic filing system (EFS), or EFS-web; if not filed electronically,
a statement asserting that EFS and EFS-web were not available during the normal
business hours;

3. The application, at the time of filing, must be complete under 37 CFR 1.51 and in
condition for examination;

4, The application must contain three or fewer independent claims and twenty or
fewer total claims and the claims must be directed to a single invention.



The petition to make special for Environment under 37 C.F.R. § 1.102(d) is not
acceptable at least because the application was not limited to 20 claims or less, or filed
with the application, as required in the above Federal Register Notice of June 26, 2006.
It appears that the petition was filed under the guidelines for making an application
special that were in effect prior to August 25, 2006. As of August 25, 2006 the new
guidelines replaced the old guidelines. Since applicant’s petition was received on
November 29, 2010, the petition must be considered under the new guidelines and thus
is properly DENIED.

For the above-stated reasons, the petition is denied. The application will therefore be
taken up by the examiner for action in its regular turn.

Any inquiry regarding this decision should be directed to Steven N. Meyers, Quality
Assurance Specialist, at (671) 272-6611.

N

Steven N. Mey2s,
Quality Assurance Specialist
Technology Center 3600

Sm/sm: 12/7/10



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.0. Box 1450

Alexandria, VA 22313-1450
WWW.uSpto.gov

WILSON, SONSINI, GOODRICH & ROSATI
650 PAGE MILL ROAD MAILED
PALO ALTO CA 94304-1050

JAN 19 2012
OFFICE OF PETITIONS
In re Application of: : DECISION ON REQUEST TO
Dennis Poulos : PARTICIPATE IN THE PATENT
Application No. 12/952,886 : PROSECUTION HIGHWAY
Filed: November 23, 2010 : PROGRAM AND PETITION
Attorney Docket No. 39307-701.201 : TO MAKE SPECIAL UNDER

: 37 CFR 1.102(a)

This is a decision on the request to participate in the PCT Patent Prosecution Highway (PCT-
PPH) pilot program and the petition under 37 CFR 1.102(a), filed on September 29, 2011 to
make the above-identified application special.

The request and petition are GRANTED.
Discussion

A grantable request to participate in the PCT-PPH pilot program and petition to make special
require:

(lﬂ The U.S. application must have an eligible relationshig to one or more PCT applications
where the ISA or IPEA are the JPO, EPO, KIPO, NPI, NBPR, or USPTO;

(2) At least one claim in the PCT application has novelty, inventive step, and industrial ]
applicability and must be free of any observations in Box VIII in the latest work product in the
international stage or applicant must identify and explain why the claim(s) is/are not subject to
the observation 1n Box VIII;

(3) Applicant must submit a copy of the claim(s) from the PCT application(s) that have novelty,
inventive step, and industrial applicability along with an English translation thereof and a
statement that the English translation is accurate, if the claims are not in the English language;

(4) All the claims in the U.S. application must sufficiently correspond or be amended to
sufficiently correspond to the claim(s) that have novelty, inventive step, and industrial
applicability in the PCT application(s); :

(5) Examination of the U.S. application has not begun;

(6) Applicant must submit a copy of the latest international work product from the PCT
application indicating that the claim(s) have novelty, inventive step, and industrial applicability
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along with an English translation thereof and a statement that the English translation is accurate
if the latest international work product is not in the English language;

(7) Applicant must submit an IDS listing the documents cited by the PCT examiner in the
international work product along with copies of documents except U.S. patents or U.S. patent
application publications. : :

The request to participate in the PCT-PPH pilot (})rogrz}m and petition comply with the above
requirements. Accordingly, the above-identified application has been accorded “special” status.

Tegelphone inquiries concerning this decision should be directed to Joan Olszewski at 571-272-
7751.

All other inquiries concerning the examination or status of the application is accessible in the
PAIR system at http://www.uspto.gov/ebc.index.html.

This application will be forwarded to the examiner for action on the merits commensurate with
this decision once this application’s formality reviews have been completed.

/dab/

David Bucci
Petitions Examiner
Office of Petitions
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PATRICK W. RASCHE (20459)

ARMSTRONG TEASDALE LLP ~ NAILED
7700 FORSYTH BOULEVARD Nov.10 2011
SUITE 1800 - . |

ST. LOUIS, MO 63105 OFFICE OF PETITIONS

Applicants: Nagasawa, et al.

Appl. No.: 12/952,903

Filing Date: November 23,2010 :

Title: MAGNETIC RESONANCE IMAGING APPARATUS AND METHOD
Attorney Docket: 16NM-JP09229 (20459-534)

Pub. No.: US 2011/0128001 Al

Pub. Date: June 2, 2011

This is a decision on the request for a corrected patent application publication under
37 CFR 1.221(b), received on July 25, 2011, for the above-identified application.

The request is DISMISSED.

Applicant requests that the application be republished because the patent application publication
contains an error in claim 1 wherein “a scan volume rate indicating of proportions” should read —
a scan volume rate indicating proportions--.

37-CFR 1.221 (b) is applicable “only when the Office makes a material mistake which is

. apparent from Office records.... Any request for a corrected publication or revised patent
application publication other than provided as provided in paragraph (a) of this section must be
filed within two months from the date of the patent application publication. This period is not
extendable.” A material mistake must affect the public’s ability to appreciate the technical
disclosure of the patent application publication, to determine the scope of the patent application
publication, or to determine the scope of the provisional rights that an applicant may seek to
enforce upon issuance of a patent. ! :

The error noted in claim 1 is an Office error but is not a material Office error as defined under 37
CFR 1.221(b). In particular the error does not affect the interpretation of the published claims.
See MPEP 1130 B.

'Changes to Implement Eighteen-Month Publication of Patent Applications, 65 FR 57023, 57038 (Sept. 20, 2000),
1239, Off. Gaz. Pat. Office Notices 63, 75 (Oct. 10, 2000) (final rule).
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The applicant is advised that a “request for republication of an application previously published”
may be filed under 37 CFR 1.221(a). Such a request for republication “must include a copy of
the application compliance with the Office’s electronic filing system requirements and be
accompanied by the publication fee set forth in § 1.18(d) and the processing fee set forth in

§ 1.17(1).” If the request for republication does not comply with the electronic filing system
requirements, the republication will not take place and the publication fee set forth in § 1.18(d)
~will be refunded. The processing fee will be retained.

A guide for filing a request for a Pre-Grant Publication, such as a request for republication, may
be found on the link below:

http://www.uspto. gov/pétents/process/ﬁle/efs/ guidance/index.jsp

http://www.uspto.gov/ebc/portal/efs/pgpub quickstart.pdf

Any request for republication under 37 CFR 1.221(a), must be submitted via the EFS system, as
a “Pre-Grant Publication”. '

Inquiries relating to this matter may be directed to Sherry D. Brinkley at (571) 272-3204.
/Christopher Bottorff/
Christopher Bottorff

Petitions Examiner
Office of Petitions
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In re Application of
Robert C. Yeggy

12952963 :DECISION ON PETITION TO MAKE SPECIAL

Application No. ‘UNDER 37 CFR 1.102(c)(1)

Filed: November 23,2010

Attorney Docket No.  29790-56

This is a decision on the electronic petition under 37 CFR 1.102 (c)(1), filed  15-FEB-2011 to make the above-identified
application special based on applicant's age as set forth in MPEP § 708.02, Section IV.

The petition is GRANTED.

A grantable petition to make an application special under 37 CFR 1.102(c)(1), MPEP § 708.02, Section IV: Applicant's Age must
include a statement by applicant or a registered practitioner having evidence that applicant is at least 65 years of age. No fee is
required.

In

Accordingly, the above-identified application has been accorded “special” status and will be taken up for action by the examiner

upon the completion of all pre-examination processing.

Telephone inquiries concerning this electronic decision should be directed to the Electronic Business Center at 866-217-9197.

All other inquiries concerning either the examination or status of the application should be directed to the Technology Center.



Doc Code: PET.GREEN

Document Description: Petition for Green Tech Pilot PTO/SB/420 (11-10)

Approved for use through 01/31/2011. OMB 0651-0062
U.S. Patent and Trademark Office; U. S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.

PETITION TO MAKE SPECIAL UNDER THE GREEN TECHNOLOGY PILOT PROGRAM

Attorney Docket Application Number - .

Number: 236049-1 (if known): 12/952971 Filing date: 11.23-2010
First Named

Inventor:  Ronald Tarr

Title: VALVE ASSEMBLY FOR USE WITH A WASHING APPLIANCE

APPLICANT HEREBY REQUESTS TO PARTICIPATE IN THE GREEN TECHNOLOGY PILOT PROGRAM FOR
THE ABOVE-IDENTIFIED APPLICATION. See Instruction Sheet on page 2.

This petition must be timely filed electronically using the USPTO electronic filing system, EFS-Web.
1. By filing this petition:

Applicant is requesting early publication: Applicant hereby requests early publication under
37 CFR 1.219 and the publication fee set forth in 37 CFR 1.18(d) accompanies this request.

N

By filing this petition: applicant is agreeing to make an election without traverse in a telephonic interview and
elect an invention that meets the eligibility requirements for the Green Technology Pilot Program, if the Office
determines that the claims are not obviously directed to a single invention. See Instruction Sheet.

3. This request is accompanied by statements of special status for the eligibility requirement.
4. The application contains no more than three (3) independent claims and twenty (20) total claims.

5. The application does not contain any multiple dependent claims.

6. Other attachments: Statement Concerning the Basis for the Special Status

Signature /Allison W. Mages/ Date 12-1-2011
Name Allison W .Mages
(Print/Typed) g Registration Number 57,275

Note: Signatures of all the inventors or assignees of record of the entire interest or their representative(s) are required in accordance with 3
CFR 1.33 and 11.18. Please see 37 CFR 1.4(d) for the form of the signature. If necessary, submit multiple forms for more than one signature
see below”.

\\\\\

*Total of forms are submitted.

The information is required to obtain or retain a benefit by the public which is to file (and by the USPTO to process) an application. Confidentiality is governed by 35
U.S.C. 122 and 37 CFR 1.11 and 1.14. This collection is estimated to take 12 hours to complete, including gathering, preparing, and submitting the completed
application form to the USPTO. Time will vary depending upon the individual case. Any comments on the amount of time you require to complete this form and/or
suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent and Trademark Office, U.S. Department of Commerce, P.O. Box
1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND TO: Commissioner for Patents, P.O. Box
1450, Alexandria, VA 22313-1450.

If you need assistance in completing the form, call 1-800-PTO-9199 and select option 2.



PTO/SB/420 (11-10)
Approved for use through 01/31/2011. OMB 0651-0062
U.S. Patent and Trademark Office; U. S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.

Instruction Sheet for
Petition to Make Special Under the Green Technology Pilot Program
(Not to be Submitted to the USPTO)

The following is a summary of the requirements (for more information see the notices (i) “Pilot
Program for Green Technologies Including Greenhouse Gas Reduction,” (ii) “Elimination of
Classification Requirement in the Green Technology Pilot Program,” and (iii) “Expansion and
Extension of the Green Technology Pilot Program,” available on the USPTO web site at http://
www.uspto.gov/patents/init_events/green_tech.jsp):

1)  The application must be a non-reissue, non-provisional utility application filed under 35 U.S.C. 111
(a), or an international application that has entered the national stage in compliance with 35 U.S.C.
371, irrespective of the filing date of the application. Reexamination proceedings are excluded from
this pilot program.

2)  The application must contain three or fewer independent claims and twenty or fewer total claims.
The application must not contain any multiple dependent claims. For an application that contains
more than three independent claims or twenty total claims, or multiple dependent claims, applicant
must file a preliminary amendment in compliance with 37 CFR 1.121 to cancel the excess claims
and/or the multiple dependent claims at the time the petition to make special is filed.

3) The claims must be directed to a single invention that materially enhances the quality of the
environment, or that materially contributes to: (1) the discovery or development of renewable
energy resources; (2) the more efficient utilization and conservation of energy resources; or (3)
green house gas emission reduction (see the eligibility requirements of sections Il and Il of the
notice (i) cited above). The petition must include a statement that, if the USPTO determines that the
claims are directed to multiple inventions (e.g., in a restriction requirement), applicant will agree to
make an election without traverse in a telephonic interview, and elect an invention that meets the
eligibility requirements in section Il or Il of the notice (i) cited above.

4) The petition to make special must be timely filed electronically using the USPTO electronic filing
system, EFS-Web, and selecting the document description of “Petition for Green Tech Pilot” on the
EFS-Web screen. Applicant should use form PTO/SB/420, which is available as a Portable
Document Format (PDF) fillable form in EFS-Web and on the USPTO Web site.

5) The petition to make special must be filed at least one day prior to the date that a first Office action
(which may be an Office action containing only a restriction requirement) appears in the Patent
Application Information Retrieval (PAIR) system. Applicant may check the status of the application
using PAIR.

6) The petition to make special must be accompanied by a request for early publication in compliance
with 37 CFR 1.219 and the publication fee set forth in 37 CFR 1.18(d).

Page 2



Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with your
submission of the attached form related to a patent application or patent. Accordingly, pursuant to the requirements of
the Act, please be advised that: (1) the general authority for the collection of this information is 35 U.S.C. 2(b)(2); (2)
furnishing of the information solicited is voluntary; and (3) the principal purpose for which the information is used by the
U.S. Patent and Trademark Office is to process and/or examine your submission related to a patent application or
patent. If you do not furnish the requested information, the U.S. Patent and Trademark Office may not be able to
process and/or examine your submission, which may result in termination of proceedings or abandonment of the
application or expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1.

Page 3

The information on this form will be treated confidentially to the extent allowed under the Freedom of
Information Act (5 U.S.C. 552) and the Privacy Act (5 U.S.C 552a). Records from this system of records may
be disclosed to the Department of Justice to determine whether disclosure of these records is required by the
Freedom of Information Act.

A record from this system of records may be disclosed, as a routine use, in the course of presenting evidence
to a court, magistrate, or administrative tribunal, including disclosures to opposing counsel in the course of
settlement negotiations.

A record in this system of records may be disclosed, as a routine use, to a Member of Congress submitting a
request involving an individual, to whom the record pertains, when the individual has requested assistance from
the Member with respect to the subject matter of the record.

A record in this system of records may be disclosed, as a routine use, to a contractor of the Agency having
need for the information in order to perform a contract. Recipients of information shall be required to comply
with the requirements of the Privacy Act of 1974, as amended, pursuant to 5 U.S.C. 552a(m).

A record related to an International Application filed under the Patent Cooperation Treaty in this system of
records may be disclosed, as a routine use, to the International Bureau of the World Intellectual Property
Organization, pursuant to the Patent Cooperation Treaty.

A record in this system of records may be disclosed, as a routine use, to another federal agency for purposes
of National Security review (35 U.S.C. 181) and for review pursuant to the Atomic Energy Act (42 U.S.C.
218(c)).

A réc)(zrd from this system of records may be disclosed, as a routine use, to the Administrator, General
Services, or his/her designee, during an inspection of records conducted by GSA as part of that agency's
responsibility to recommend improvements in records management practices and programs, under authority of
44 U.S.C. 2904 and 2906. Such disclosure shall be made in accordance with the GSA regulations governing

inspection of records for this purpose, and any other relevant (i.e., GSA or Commerce) directive. Such
disclosure shall not be used to make determinations about individuals.

A record from this system of records may be disclosed, as a routine use, to the public after either publication of
the application pursuant to 35 U.S.C. 122(b) or issuance of a patent pursuant to 35 U.S.C. 151. Further, a
record may be disclosed, subject to the limitations of 37 CFR 1.14, as a routine use, to the public if the record
was filed in an application which became abandoned or in which the proceedings were terminated and which
application is referenced by either a published application, an application open to public inspection or an issued
atent.

R record from this system of records may be disclosed, as a routine use, to a Federal, State, or local law
enforcement agency, if the USPTO becomes aware of a violation or potential violation of law or regulation.
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First Named Inventor: Ronald Tarr
Confirmation No.: 2663

Serial No.: 12/952971

Filing Date: 11-23-2010
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Atty Docket No.: 236049-1

VIA EFS

Commissioner for Patents
P.O. Box 1450

Alexandria, VA 22313-1450

Statement Concerning the Basis for the Special Status

SIR:

The embodiments described herein relate generally to valve assemblies
and, more particularly, to a valve assembly for use with a washing appliance,
such as a dishwasher. (See [0001]).

In at least some known dishwashers, it is desirable to reduce water
consumption to conserve energy and/or water. For known dishwashers, there is
a minimum amount of water that enables the dishwasher to properly pump water
to wash items within a tub of the dishwasher. Such an amount of water is
referred to herein as “a minimum amount,” which includes some variation from a
calculated minimum amount of water that enables a dishwasher to function
properly. Any amount of water that is more than the minimum amount of water is
referred to herein as “extra water.” When less water than the minimum amount
of water is used, performance of the dishwasher may decrease and/or noise

generated by the dishwasher may increase. Accordingly, a water supply valve of



the dishwasher is controlled to provide at least the minimum amount of water to
the tub. (See [0002]).

At least some known dishwashers include water supply valves that are
controlled by mechanical timers, which activate the valve, count an amount of
time, and deactivate the valve after a predetermined duration of time during each
fill cycle. The mechanical timer and valve assembly may deliver an inaccurate
amount of water to the tub due to variations in flow rate through the valve and
variations in the accuracy of the mechanical timer. For example, the mechanical
timer may activate for 60 seconds (sec) with a variation of at least +/- 6 sec. In at
least some known dishwashers, the variation in the accuracy of the mechanical
timer can account for more than 50% of the variation in delivered water. As
such, to ensure that at least the minimum amount of water is being delivered to
the tub, the mechanical timer is configured to activate the valve for a slightly
longer duration than a minimum duration to account for variations in flow rate and
timer accuracy. Accordingly, extra water may be used during each on/off cycle of
the valve, which increases water and/or energy consumption of the dishwasher.
The extra water can be 10% or more of the minimum amount of water to for
proper operation of the dishwasher. (See [0004]).

When a known system controller is used to control the valve, the system
controller generally provides on/off signals to the valve that are similar to the
on/off signals provided by known mechanical timers. At least one known system
controller receives feedback from a flowmeter associated with the valve to control

an amount of water being delivered to the tub; however, the system controller



includes extra input ports and programming to communicate with the flowmeter.
As such, additional wires or lines are routed from the flowmeter through a cabinet
of the dishwasher to the system controller, which adds complexity to the
dishwasher and/or the system controller. (See [0005]).

Further, when at least some known dishwashers are operated, extra water
is delivered to the tub to wet components within the tub. For example, when a
wash cycle is initiated, the tub, contents, racks, and/or a sump are dry. Once
these surfaces are wetted and the sump is filled, less water can be used during
subsequent fill cycles. However, known mechanical timers and at least some
known system controllers perform the same fill cycle for the first fill cycle and for
subsequent fill cycles. As such, extra water is being used during each
subsequent fill cycle or an insufficient amount of water is being used during the
first fill cycle. (See [0006]).

In one aspect, a valve assembly for use with a washing appliance having
a main controller is provided. The valve assembly includes a valve that is
moveable between a first position that prevents water from flowing through a
supply line and a second position that allows water to flow through the supply
line. A control assembly separate from the main controller is configured to
control the valve to move between the first position and the second position. The
control assembly includes a flow sensor configured to output a signal
representing an amount of water flowing through the supply line and a control
unit configured to control the valve assembly based on the output signal of the

flow sensor. (See [0007]).



In another aspect, a washing appliance is provided. The washing
appliance includes a main controller, a tub, and a valve assembly. The valve
assembly includes a valve that is moveable between a first position that prevents
water from flowing through the supply line and a second position that allows
water to flow through the supply line. The valve assembly further includes a flow
sensor configured to output a signal representing an amount of water flowing
through the supply line and a control unit coupled in communication with the
main controller and configured to control the valve to move between the first
position and the second position based on the output signal of the flow sensor.
(See [0008]).

In yet another aspect, a valve assembly for use with a washing appliance
having a main controller is provided. The valve assembly includes a valve
configured to couple in flow communication with a supply line. The valve is
moveable between a first position that prevents water from flowing through the
supply line and a second position that allows water to flow through the supply
line. The valve assembly further includes a control assembly separate from the
main controller and configured to control the valve to move between the first
position and the second position. The control assembly includes a flow sensor
configured to output a signal representing an amount of water flowing through the
supply line, a control unit configured to control the valve assembly based on the
output signal of the flow sensor, and a power supply configured to couple the

control unit to the main controller. (See [0009]).



The above-described embodiments provide “smart” valve assemblies that
include an on-board control unit and flow sensor. More specifically, upon a main
controller energizing the valve assembly, the valve assembly itself will provide a
fixed quantity of water to a washing appliance without feedback from the main
controller. Accordingly, the valve assemblies described herein more accurately
supply water to a washing appliance, as compared to washing appliances that
includes valves controlled by the main controller. Because of the higher
accuracy, the valve assemblies described herein supply less water per fill cycle
to the washing appliance, as compared to washing appliances that includes
higher variation in water delivery. Accordingly, water consumption in washing
appliances having mechanical timers or simple electronic controls can be
reduced by using the valve assemblies described herein, without undertaking a
significant amount of cost associated with a system redesign. Further, by
including the above-described temperature sensor, the valve assemblies
described herein can further reduce the amount of water consumed during a
wash cycle by only supplying extra water during a first fill cycle. (See [0045]).

Accordingly, Applicant respectfully submits that Special Status is sought
on the basis that the embodiments disclosed herein provide for a more efficient
and cost effective washing appliance, such as a dishwasher, that pumps and
uses less water, thereby materially contributing to the more efficient utilization

and conservation of energy resources.



The undersigned representative may be contacted at the number below to

facilitate the resolution of any matters. Please charge any fees that are incurred

in connection with this Statement to deposit account no. 09-0470.

Dated: December 1, 2011

GE Global Patent Operation
2 Corporate Drive, Suite 648
Shelton, CT 06484
203-944-6730

Respectfully submitted,
General Electric Company
By: /Allison W. Mages/

Allison W. Mages
Reg. No. 57,275
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Please find below and/or attached an Office communication concerning this application or proceeding.
The time period for reply, if any, is set in the attached communication.

Notice of the Office communication was sent electronically on above-indicated "Notification Date" to the
following e-mail address(es):

gpo.mail@ge.com
allyson.carnaroli@ge.com

PTOL-90A (Rev. 04/07)
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General Electric Company / Q./ / CD/ /l
GE Global Patent Operation
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In re Application of :

Tarr et al. : DECISION ON PETITION
Application No. 12/952,971 : TO MAKE SPECIAL UNDER
Filed: 11/23/2010 : THE GREEN TECHNOLOGY
Attorney Docket No. 236049 : PILOT PROGRAM

This is a decision on the petition under 37 CFR 1.102, filed 12/2/2011, to make the above-
identified application special under the pilot program for applications pertaining to Green
Technologies as set forth in 74 Federal Register Notice 64666 (December 8, 2009) and amended
by 75 Federal Register Notice 28554 (May 21, 2010) and 75 Federal Register Notice 69049
(November 10, 2010).

The petition is GRANTED.

A grantable petition to make an application special under 37 CFR 1.102 and the pilot program as
set forth in 74 FR 64666 must be directed to a nonprovisional application filed under 35 USC
111(a) or be a national stage entry under 35 USC 371, exclusive of any reissue applications.

In order to qualify for special status, the following requirements must be met. 1) The application
must have no more than 3 independent claims and no more than 20 total claims. 2) The
application must not contain any multiple dependent claims. 3) The petition must state the basis
for seeking special status, i.e., the claimed invention either: A) materially enhances the quality of
the environment or B) materially contributes to: i) the discovery or development of renewable
energy resources, ii) the more efficient utilization and conservation of energy resources, or iii)
greenhouse gas emission reduction. 4) If the disclosure is not clear on its face that the claimed
invention materially contributes under category (A) or (B), the petition must be accompanied by
a statement by the applicant, assignee, or an attorney/agent registered to practice before the
Office explaining how the materiality standard is met. 5) A statement that applicant will agree to
make an election without traverse in a telephonic interview if a restriction requirement is made
by the examiner. 6) The petition to make special must be filed electronically. 7) The petition
must be filed at least one day prior to the date that a first Office Action appears in the Patent
Application Information Retrieval (PAIR) system. 8) The petition must be accompanied by a



Application No. 12/952,971 Page 2
~ request for early publication in compliance with 37 CFR 1.219 and include the publication fee as
set forth in 37 CFR 1.18(d).

The requirement for a fee for consideration of the petition to make special for applications
pertaining to Green Technologies has been waived.

The instant petition complies with items 1 — 8 above. Accordingly, the above-identified
application has been accorded “special” status. . '

Telephone inquires concerning this decision should be directed to Tom Dunn at 571-272-1171.

The application is being forwarded to the Technology Center Art Unit 1711 for action
on the merits commensurate with this decision.

fTom Dunn/

Tom Dunn
Quality Assurance Specialist
Technology Center 1700
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Houston TX 77002

DEC 07 2010
OFFICE OF PETITIONS
In re Application of
Michel B. Armand T
Application No. 12/952,978 : DECISION ON PETITION
Filed: : TO MAKE SPECIAL UNDER
Attorney Docket No. 078963.0138 : 37 CFR 1.102(c)(1)

This is a decision on the petition under 37 CFR 1.102(c)(1), filed November 23, 2010,
to make the above-identified application special based on applicant’s age as set forth
in MPEP § 708.02, Section IV.

The petition is GRANTED.

A grantable petition to make an application special under 37 CFR 1.102(c)(1) and
MPEP § 708.02, Section IV: Applicant’s Age must be accompanied by evidence showing
that at least one of the applicants.is 65 years of age, or more, such as a birth
certificate or a statement by applicant. ‘No fee is required

The instant petitioﬁ includes a statement by a registered attorney. Accordingly, the
above-identified application has been accorded “special” status.

Telephone inquiries concerning this decision should be directed to JoAnne Burke at
571-272-4584.

All other inquiries concerning either the examination or status of the application
should be directed to the Technology Center.

The application is being forwarded to the Office of Patent Application
Processing (OPAP) for action on the merits commensurate with this decision.

/JoAnne Burke/
JoAnne Burke
Petitions Examiner
Office of Petitions
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KNOBBE MARTENS OLSON & BEAR LLP

2040 MAIN STREET

FOURTEENTH FLOOR r ART UNIT I PAPER NUMBER |
IRVINE, CA 92614
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Please find below and/or attached an Office communication concerning this application or proceeding.
The time period for reply, if any, is set in the attached communication.

Notice of the Office communication was sent electronically on above-indicated "Notification Date" to the
following e-mail address(es): )

jcartee@kmob.com
efiling@kmob.com
eOAPilot@kmob.com

PTOL-90A (Rev. 04/07)
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Commissioner for Patents
United States Patent and Trademark Office

P.O. Box 1450

Alexandria, VA 22313-1450

E{I}?BBE MARTENS OLSON & BEAR

%%S.MM%I&%IR}EEJOR DECISION ON REQUEST TO

IRVINE CA 92614 PARTICIPATE IN PATENT
PROSECUTION HIGHWAY

In re Application of: FUIIWARA, et al. PROGRAM AND PETITION TO

Application No. 12/953032 MAKE SPECIAL UNDER 37 CFR
Filed: November 23, 2010 1.102(a)
For: INFORMATION TRANSMITTING
APPARATUS

www.USDIO.gov

This is a decision on the request to participate in the Patent Prosecution Highway (PPH) program

and the petition under 37 CFR 1.102(a), filed July 19, 2011, to make the above-identified
application special.

The petition is GRANTED.
A grantable reduest to participate in the PPH program and petition to make special require:

(1) The U.S. application is
(a) a Paris Convention application which either

(i) validly claims priority under 35 U.S.C. 119(a) and 37 CFR 1.55 to one or more

applications filed in the JPO, or
(ii) validly claims priority to a PCT application that contains no priority claims,
Or
(b) a national stage application under the PCT (an application which entered the
national stage in the U.S. from a PCT international application after compliance
with 35 U.S.C. 371), which PCT application
(i) validly claims priority to an application filed in the JPO, or

(ii) validly claims priority to a PCT application that contains no priority claims, or

(iii) contains no priority claim,
Or :
(c) a so-called bypass application filed under 35 U.S.C. 111 (a) which validly claims
benefit under 35 U.S.C. 120 to a PCT application, which PCT application
(i) validly claims priority to an application filed in the JPO, or

(i) validly claims priority to a PCT application that contains no priority claims, or

(iii) contains no priority claim.
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Where the JPO application that contains the allowable/patentable claims is not the same application for
which priority is claimed in the U.S. application, applicant must identify the relationship between the
JPO application that contains the allowable/patentable claims and the JPO priority application claimed
in the U.S. application;

(2) Applicant must submit a copy of:
a. The allowable/patentable claim(s) from the JPO application(s);
b. An English translation of the allowable/patentable claim(s), if the claims were
published in a language other than English); and
c. A statement that the English translation is accurate;

(3) Applicant must:
a. Ensure all the claims in the U.S. application must sufﬁc1ent1y correspond or be
amended to sufficiently correspond to the allowable/patentable claim(s) in the JPO
application(s) and
b. Submit a claim correspondence table in English;

(4) Examination of the U.S. application has not begun;

(5) Applicant must submit:
a. A copy of all the office action(s) (which are relevant to patentability), excluding
"Decision to Grant a Patent" from each of the JPO application(s) containing the
allowable/patentable claim(s);
b. An English language translation of the JPO office action(s) (if the office action(s) are
not in the English language); and
c. A statement that the English translation is accurate;

(6) Applicant must submit:
a. An IDS listing the documents cited by the JPO examiner in the JPO office
action (unless already filed in this application); and
b. Copies of all the documents cited in the JPO office action, except U.S. patents
or U.S. patent application publications (unless already filed in this application); and

The request to participate in the PPH program and petition are found to comply with all the
above requirements. Accordingly, the above-identified application has been accorded "special”
status.

Telephone inquiries concerning this decision should be directed to Kim Huynh at 571-272-4147

All other inquiries concerning the examination or status of the application is accessible in the
PAIR system at http://www.uspto.gov/ebc/index.html.
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The application is being forwarded to the examiner for action on the merits commensurate with
this decision.

/Kim Huynh/

Kim Huynh :
Quality Assurance Specialist
Technology Center 2400
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In re Application of
Robert C. Yeggy

12953037 :DECISION ON PETITION TO MAKE SPECIAL

Application No. ‘UNDER 37 CFR 1.102(c)(1)

Filed: November 23,2010

Attorney Docket No.  29790-57

This is a decision on the electronic petition under 37 CFR 1.102 (c)(1), filed  15-FEB-2011 to make the above-identified
application special based on applicant's age as set forth in MPEP § 708.02, Section IV.

The petition is GRANTED.

A grantable petition to make an application special under 37 CFR 1.102(c)(1), MPEP § 708.02, Section IV: Applicant's Age must
include a statement by applicant or a registered practitioner having evidence that applicant is at least 65 years of age. No fee is
required.

In

Accordingly, the above-identified application has been accorded “special” status and will be taken up for action by the examiner

upon the completion of all pre-examination processing.

Telephone inquiries concerning this electronic decision should be directed to the Electronic Business Center at 866-217-9197.

All other inquiries concerning either the examination or status of the application should be directed to the Technology Center.
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MAILED

MAY 3 1:2011
BUCKLEY MASCHOFF & TALWALKAR LLC ~ QFFICE OF PETITIONS
50 LOCUST AVENUE
NEW CANAAN CT 06840
In re Application of
van der Veen, et al. :
Application No. 12/953,051 : DECISION REFUSING STATUS

Filed: November 23, 2010 : UNDER 37 CFR 1.47 (a)
Attorney Docket No. W05.003 :

This is in response to the petition under 37 CFR 1.47(a), filed
May 9, 2011.

The petition under 37 CFR 1.47(a) is DISMISSED.

Rule 47 applicant is given TWO MONTHS from the mailing date of
this decision to reply, correcting the below-noted deficiencies.
Any reply should be entitled "Request for Reconsideration of
Petition Under 37 CFR 1.47(a)," and should only address the
deficiencies noted below, except that the reply may include an
oath or declaration executed by the non-signing inventors.
Failure to respond will result in abandonment of the application.
Any extensions of time will be governed by 37 CFR 1.136(a).

A grantable petition under 37 CFR 1.47(a) requires: (1) proof
that the non-signing inventor(s) cannot be reached or refuses to
sign the oath or declaration after having been presented with the
application papers (specification, claims and drawings); (2) an
acceptable oath or declaration in compliance with 37 CFR 1.63;

(3) the petition fee; and (4) a statement of the last known
address of the non-signing inventor(s). The instant petition
does not satisfy item (2).
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With respect to item (2), the declaration is not acceptable as it
identifies Devin Wade as a joint inventor, contrary to the
statement presented in the petition that Wade is not an inventor.
Accordingly, on renewed petition, Rule 47 applicant should submit
a declaration executed by inventors Marshall and Spaeth,
identifying themselves together with non-signing inventor van der
Veen as the joint inventors.

Applicant submitted $130 for the petition fee. A petition under
37 CFR 1.47 requires a fee of $200. Accordingly, an additional
$70 has been charged to Deposit Account No. 50-1852, as
authorized.

Further correspondence .with respect to this matter should be
addressed as follows:

By mail: Mail Stop Petitions
Commissioner for Patents
P.O. Box 1450
Alexandria VA 22313-1450

By FAX: (571)273-8300
Attn: Office of Petitions

Telephone inquifies related to this decision may be directed to
the undersigned at (571)272-3207.

qp

Cliff Congo
Petitions Attorney
Office of Petitions

;
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BUCKLEY MASCHOFF & TALWALKAR LLC
50 LOCUST AVENUE
NEW CANAAN CT 06840

MAILED

SEP 28 2011
OFFICE OF PETITIONS
In re Application of
van der Veen, et al. :
Application No. 12/953,051 : DECISION ACCORDING STATUS

Filed: November 23, 2010 : UNDER 37 CFR 1.47(a)
Attorney Docket No. W05.003 :

This is in response to the renewed petition under 37 CFR 1.47(a),
filed September 22, 2011.

The - petition under 37 CFR 1.47(a) is GRANTED.

Applicants filed a petition under 37 CFR 1.47(a) on May 9, 2011.
However, the petition was dismissed in a decision mailed on May
31, 2011. The petition was dismissed because applicants did not
submit a proper 37 CFR 1.63 declaration. Specifically, the
declaration identified Devin Wade as an inventor, contrary to
statements set forth in the petition that Wade was not an
inventor.

Applicants have filed the instant renewed petition on September
22, 2011, made timely by obtaining a two month extension of time.

With the instant renewed petition, petitioner has submitted a
proper 37 CFR 1.63 declaration.

" The above-identified application and papers have been reviewed
and found to be in compliance with 37 CFR 1.47(a). Accordingly,
the above-identified application is hereby accorded Rule 1.47(a)
status. As provided in 37 CFR 1.47(c), this Office will forward
notice of this application's filing to the non-signing inventors
at their addresses provided in the petition. Notice of the
filing of this application will also be published in the Official
Gazette.
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The application is being forwarded to the Office of Patent
Application Processing for pre-examination processing.

Telephone inquiries related to this decision may be directed to
the undersigned at (571)272-3207.

Ay

Cliff Congo
Petitions Attorney
Office of Petitions
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LARRY VAN DER VEEN

929 WALNUT ST
SAN CARLOS CA 94070

MAILED

SEP 282011
OFFICE OF PETITIONS

In re Application of

van der Veen, et al.

Application No. 12/953,051 :

Filed: November 23, 2010 : LETTER
Title: Systems and Methods for :

Facilitating a Rewards Program

Involving Multiple Payments Accounts

Dear Mr. van der Veen:

You are named as a joint inventor in the above-identified United
States patent application filed under the provisions of 35 USC 116
(United States Code) and 37 CFR 1.47(a), Rules of Practice in Patent
Cases. Should a patent be granted on the application you will be
designated therein as a joint inventor.

As a joint inventor, you are entitled to inspect any paper in the file
wrapper of the application, order copies of all or any part thereof
(at a prepaid cost per 37 CFR 1.19) or make your position of record in
the application. Alternatively, you may arrange to do any of the
preceding through a registered patent attorney or agent presenting
written authorization from you. If you care to join the application,
agent of record would presumably assist you. Joining in the
application would entail the filing of an appropriate oath or
declaration by you pursuant to 37 CFR 1.63.

Telephone inquiries regarding this communication should be directed to
Petitions Attorney Cliff Congo at (571)272-3207. Requests for
information regarding your application should be directed to the File
Information Unit at (703) 308-2733. Information regarding how to pay
for and order a copy of the application, or a specific paper in the
application, should be directed to the Certification Division at (703)
308-9726 or 1-800-972-6382 (outside the Washington D.C. area).

Cliff Congo
Petitions Attorney
Office of Petitions
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r APPLICATION NO. FILING DATE | FIRST NAMED INVENTOR I ATTORNEY DOCKETNO. | CONFIRMATION NO. J
12/953,057 11/23/2010 Christopher James Salvestrini P/10-1508 (10-21992-P2) 2811
2352 7590 0813012011
EXAMINER
OSTROLENK FABER LLP I ]
1180 AVENUE OF THE AMERICAS
NEW YORK, NY 10036-8403 | arTunrT | eapernUMBER |
2838
| MAIL DATE I DELIVERY MODE ]
08/30/2011 PAPER

Please find below and/or attached an Office communication concerning this application or proceeding.

The time period for reply, if any, is set in the attached communication.

PTOL-90A (Rev. 04/07)
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OSTROLENK FABER LLP AIG 30 201
1180 AVENUE OF THE AMERICAS
NEW YORK, NY 10036-8403
In re Application of Christopher James Salvestrini : .
Appl. No.: 12/953,057 : DECISION ON PETITION
Filed: November 23, 2010 : UNDER 37 C.F.R.§1.59

Attorney’s Docket No.: P/10-1508 (10-21992-P2)
For: TWO-WIRE ANALOG FET-BASED
DIMMER SWITCH

This is a decision on the petition under 37 C.F.R. §1.59(b), filed May 11, 2011, to expunge
information unintentionally submitted on May 10, 2011.

The petition is DENIED.

Petitioner requests that the Information Disclosure Statement (IDS), filed May 10, 2011, be
expunged from the record because it was inadvertently filed in the instant application instead of

another application.

Pursuant to M.P.E.P. § 724.05. III., “37 CFR 1.59(b) also covers the situation where an unintended
heading has been placed on papers so that they are present in an incorrect application file. In such a
situation, a petition should request that the papers be expunged ..... The grant of such a petition will
be governed by the factors enumerated in paragraph II of this section in regard to the unintentional
submission of information...”

Pursuant to M.P.E.P. § 724.05.11., information unintentionally submitted may be expunged from
the file record provided that: (A) the Office can effect such return prior to the issuance of any
patent on the application in issue; (B) it is stated that the information submitted was unintentionally
submitted and the failure to obtain its return would cause irreparable harm to the party who
submitted the information or to the party in interest on whose behalf the information was submitted;
(C) the information has not otherwise been made public; (D) there is a commitment on the part of
the petitioner to retain such information for the period of any patent with regard to which such
information is submitted; (E) it is established to the satisfaction of the Director that the information
to be returned is not material information under 37 CFR 1.56; and (F) the petition fee as set forth in
37 CFR 1.17(g) is included.
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On Petition to Expunge

The petition does not satisfy conditions (B), (C) and (D) above for a grantable petition to expunge
information unintentionally submitted in the application under M.P.E.P. § 724.05. IIL.

For the above-stated reasons, the petition to expunge is denied. The information submitted with the
IDS on May 10, 2011 will remain in the file record.

Any inquiry regarding this decision should be directed to Hien H. Phan, Quality Assurance
Specialist, at (571) 272-1606.

0 1€ g fu. 7494-*-—6

Mark Powell, TC Director

Technology Center 2800

Semiconductors, Electrical and Optical
Systems and Components
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Decision Date: March 19, 2012

In re Application of :
DECISION ON PETITION

UNDER CFR 1.313(c)(2)

Shunpei YAMAZAKI

Application No : 12953066

Filed : 23-Nov-2010
Attorney Docket No: (756-9073

This is an electronic decision on the petition under 37 CFR 1.313(c)(2), filed March 19,2012 , to withdraw the above-identified
application from issue after payment of the issue fee.

The petition is GRANTED.

The above-identified application is withdrawn from issue for consideration of a submission under 37 CFR 1.114 (request for
continued examination). See 37 CFR 1.313(c)(2).

Petitioner is advised that the issue fee paid in this application cannot be refunded. If, however, this application is again
allowed, petitioner may request that it be applied towards the issue fee required by the new Notice of Allowance.

Telephone inquiries concerning this decision should be directed to the Patent Electronic Business Center (EBC) at 866-217-9197.

This application file is being referred to Technology Center AU 2822 for processing of the request for continuing examination
under 37 CFR 1.114.

Office of Petitions
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Doc Code: PET.AUTO U.S. Patent and Trademark Office
Document Description: Petition automatically granted by EFS-Web Department of Commerce

Electronic Petition Request PETITION TO WITHDRAW AN APPLICATION FROM ISSUE AFTER PAYMENT OF

THE ISSUE FEE UNDER 37 CFR 1.313(c)

Application Number 12953066

Filing Date 23-Nov-2010

First Named Inventor Shunpei YAMAZAKI

Art Unit 2822

Examiner Name JEREMY JOY

Attorney Docket Number 0756-9073

Title

MANUFACTURING METHOD OF SEMICONDUCTOR DEVICE

An application may be withdrawn from issue for further action upon petition by the applicant. To request that the Office
withdraw an application from issue, applicant must file a petition under this section including the fee set forth in § 1.17(h) and a
showing of good and sufficient reasons why withdrawal of the application from issue is necessary.

APPLICANT HEREBY PETITIONS TO WITHDRAW THIS APPLICATION FROM ISSUE UNDER 37 CFR 1.313(c).

A grantable petition requires the following items:

(1) Petition fee; and

(2) One of the following reasons:

(a) Unpatentability of one or more claims, which must be accompanied by an unequivocal statement that one or more claims
are unpatentable, an amendment to such claim or claims, and an explanation as to how the amendment causes such claim or
claims to be patentable;

{(b) Consideration of a request for continued examination in compliance with § 1.114 (for a utility or plant application only); or
{c) Express abandonment of the application. Such express abandonment may be in favor of a continuing application, but not a
CPA under 37 CFR 1.53(d).

Petition Fee
] Applicant claims SMALL ENTITY status. See 37 CFR 1.27.
] Applicant is no longer claiming SMALL ENTITY status. See 37 CFR 1.27(g}(2).
] Applicant(s) status remains as SMALL ENTITY.

< Applicant(s) status remains as other than SMALL ENTITY

Reason for withdrawal from issue




(3 Oneor more claims are unpatentable

(® Consideration of a request for continued examination (RCE) (List of Required Documents and Fees)

O Applicant hereby expressly abandons the instant application {(any attorney/agent signing for this reason must
have power of attorney pursuant to 37 CFR 1.32(b)).

RCE request,submission, and fee.

| certify, in accordance with 37 CFR 1.4(d){(4) that:
[1 TheRCE request ,submissicn, and fee have already been filed in the above-identified application cn

Are attached.

THIS PORTION MUST BE COMPLETED BY THE SIGNATORY OR SIGNATORIES

| certify, in accordance with 37 CFR 1.4(d){(4) thatlam:

® An attorney or agent registered to practice before the Patent and Trademark Office who has been given power of attorney
in this application.

(O Anattorney or agent registered to practice before the Patent and Trademark Office, acting in a representative capacity.

(O Asoleinventor
(O Ajointinventor; | certify that | am authorized to sign this submission on behalf of all of the inventors
(> Ajointinventor; all of whom are signing this e-petition

(O The assignee of record of the entire interest that has properly made itself of record pursuant to 37 CFR 3.71

Signature /Eric J. Robinson/

Name Eric J. Robinson

Registration Number 38285
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r APPLICATION NO. l FILING DATE FIRST NAMED INVENTOR I ATTORNEY DOCKETNO. | CONFIRMATION NO. |
12/953,069 11/23/2010 Alex Kipman ’ 325890.04° 2837
69316 7590 1210772010
A EXAMINER
MICROSOFT CORPORATION . I J
ONE MICROSOFT WAY
REDMOND, WA 98052 r ART UNIT | PAPER NUMBER J
2624
I NOTIFICATION DATE I DELIVERY MODE I
12/07/2010 ELECTRONIC

Please find below and/or attached an Office communication concerning this application or proceeding.
The time period for reply, if any, is set in the attached communication.

Notice of the Office communication was sent electronically on above-indicated "Notification Date" to the
following e-mail address(es):
DBOUTON@MICROSOFT.COM

vffiling@microsoft.com
stevensp@microsoft.com

PTOL-90A (Rev. 04/07)
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MICROSOFT CORPORATION

ONE MICROSOFT WAY

REDMOND WA 98052

In re Application of: : :
KIPMAN, ALEX etal. :  DECISION ON PETITION TO
Serial No.: 12/953,069 : MAKE SPECIAL FOR NEW
Filed: November 23, 2010 : APPLICATION UNDER 37
Attorney Docket No: 325890.04 _ CFR.§1.102&M.PEP.§
Title: ~ VISUAL TARGET TRACKING USING | 708.02 '

MODEL FITTING AND EXEMPLAR

This is a decision on the petition filed on November 23, 2010 requesting to make the above-
identified application special for accelerated examination procedure under 37 C.F.R. § 1.102(d).

The petition to make the application special is GRANTED.

The application is eligible for accelerated examination and the petition complies with the
conditions for granting the application special status pursuant to the “Change to Practice for
Petitions in Patent Applications to Make Special and for Accelerated Examination” published
June 26, 2006, in the Federal Register. (71 Fed. Reg. 36323). '

The prosecution of the instant application will be conducted expeditiously according to the
following guidelines. '

1. The application will be docketed to an examiner and taken up for action within two
weeks of the date of this decision.

2. Restriction Practice:

If the examiner determines that the claims are not directed to a single invention, a
telephone request to elect one single invention will be made pursuant to MPEP 812.01.
As a prerequisite to the grant of this petition, the applicant has agreed to make an oral
election, by telephone, without traverse. If the applicant refuses to make an election
without traverse, or the examiner cannot reach the applicant after a reasonable effort, the
examiner will treat the first claimed invention (invention defined by claim 1) as having
being constructively elected without traverse for examination. '

3. Office action:
If it is determined that, after appropriate consultation, there is a potential rejection or any
other issue to be addressed, the examiner will telephone the applicant and arrange an
interview to discuss and resolve the issue. An Office action, other than a Notice of
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Allowance and Fee(s) Due (Notice of Allowance), will not be issued unless either: 1) an
interview was conducted but did not result in agreed to action that places the application
in condition for allowance, or, 2) a determination is made that an interview would be
'unlikely to result in the application being placed in condition for allowance, and 3) an
internal conference has been held to review any rejection of any claim.

4. Time for Reply:
An Office action other than a Notice of Allowance or a final Office action will set a
shortened statutory period of one month or thirty days, whichever is longer, for reply with
no extension of time available under 37 CFR 1.136(a). Failure to timely file a reply
within this non-extendible period for reply will result in the abandonment of the
application.

5. Reply by Applicant:

A timely reply to an Office action other than the Notice of Allowance must be submitted
electronically via EFS or EFS-web and limited to addressing the rejections, objections
and requirement made. Any amendment that attempts to: 1) add claims which would

 result in more than three pending independent claims or more than twenty pending total
claims; 2) present claims not encompassed by the pre-examination search or an updated
accelerated examination support document; or 3) present claims that are directed a non-
elected invention or an invention other than that previously claimed and examined in the
application, will be treated as not fully responsive and will not be entered.

For any amendment to the claims (including any new claim) that is not encompassed by
the accelerated examination support document, applicant must provide an updated
accelerated examination support document that encompasses the amended or new claims
at the time of filing of the amendment.

To proceed expeditiously with the examination, it is recommended that a reply with
amendments made to any claim or with any new claim being added be accompanied by
an updated accelerated examination support document or a statement explaining how the
amended or new claim is supported by the original accelerated examination support
document. ‘

6. Information Disclosure Statement (IDS):
Any IDS filed during prosecution must be submitted electronically via EFS or EFS-web,
accompanied by an updated accelerated examination support document, and be in
compliance with 37 CFR 1.97 and 1.98.

7. Post-Allowance Processing:
To expedite processing of the allowed application into a patent, the applicant must: 1)
pay the required fees within one month of the date of the Notice of Allowance, and 2) not
file any post allowance papers not required by the Office. In no event may the issue fee
be paid and accepted later than three months from the date of the Notice of Allowance.

8. After-Final and Appeal Procedures:
To expedite prosecution, after receiving the final Office action, applicant must: 1)
promptly file a notice of appeal, an appeal brief and appeal fees; and 2) not request a pre-
appeal brief conference.
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10.

Any amendment, affidavit or other evidence filed after final Office action must comply
with applicable rules and the requirements outlined in numbered paragraphs 5 and 6
above.

On appeal, the application will proceed according to normal appeal procedures. After
appeal, the application will again be treated special.

Proceedings Outside the Normal Examination Process:

If the application becomes involved in a proceeding that is outside the normal
examination process (e.g., a secrecy order, national security review, interference
proceeding, petitions under 37 CFR 1.181, 182 or 183), the application will be treated
special before and after such proceeding.

Final Disposition: ‘ '
The twelve month goal of this accelerated examination procedure ends with a final
disposition. The mailing of a final Office action, a Notice of Allowance, the filing of a
Notice of Appeal, or the filing of a Request for Continued Examination (RCE) is the final
disposition. .

If, during prosecution, a paper is not filed electronically using EFS-web, a reply is filed but is not
fully responsive, the application is involved in an appeal or a proceeding outside normal
examination process, the application will still be examined expeditiously, however, the final
disposition may occur more than twelve months from the filing of the application.

Any inquiry regarding this decision should be directed to Doris To, Quality Assurance Specialist,
at (571) 272-7629.

/Doris To/

Doris To

Quality Assurance Specialist
Technology Center 2600
Communications
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PATTERSON THUENTE CHRISTENSEN PEDERSEN, P.A.

4800 IDS CENTER

80 SOUTH 8™ STREET
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AUG 26 2011

In re Application of : OFFICE OF PETITIONS

Gregory A. GUSTAFSON :

Application No. 12/953,100 :  DECISION ON PETITION
Filed: November 23, 2010 :
Attorney Docket No. 3080.22US02

This is a decision on the petition, filed March 4, 2011, to expunge information from an
application and to correct the file contents above identified application. The petition will be
considered under 37 CFR 1.182. This is also a decision on the request to expedite the petition
decision under 37 CFR 1.182. '

The request to expedite the petition decision under 37 CFR 1.59(b) is GRANTED. -

Petitioner, in substance, requests that the instant application contents be corrected to show that
the communication to the Office filed February 21, 2011, contained a response to the after final
in an unrelated application.

A review of the file indicates that sufficient status identifiers were submitted with the
communication filed February 21, 2011, to demonstrate a response for another application. The
copy of the submitted response filed with the petition has been scanning into the file of the
unrelated application. Accordingly, the petition is granted.

In a paper file, the unintentionally submitted exhibits could, but not necessarily would, have been
physically removed from the file wrapper and returned to applicant. In the IFW realm the
corresponding action(s) is to close the document and also remove such from the listing of
"Publicly available Documents." It is agreed that it would be appropriate in this instance to close
the information in application serial no. 12/953,100, which was erroneously filed in the above
identified application, and also remove such from the listing of publicly available documents for
this Image File Wrapper (IFW). Petitioner understands that upon granting the petition, the image
of the inadvertently recorded document would remain in the records of the Assignment Services
Division at the same reel and frame number, but that the link to said information in the patent
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would be deleted, so that no information about the inadvertently recorded document would
appear when searching for the patent numbers in the Assignment Historical Database.

Applicant is required to retain the expunged material(s) for the life of the patent which issued on
the above-identified application.

Telephone inquiries concerning this communication should be directed to the undersigned at
571-272-0602.

Thurman K. Page
Petitions Examiner
Office of Petitions



Doc Code: PET.GREEN

Document Description: Petition for Green Tech Pilot PTO/SB/420 (11-10)

Approved for use through 01/31/2011. OMB 0651-0062
U.S. Patent and Trademark Office; U. S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.

PETITION TO MAKE SPECIAL UNDER THE GREEN TECHNOLOGY PILOT PROGRAM

Attorney Docket Application Number

Number: A-2503 (if known): Filing date:
First Named .
Inventor:  GuY A. Pizzarello

Title: LOW PROFILE SOLAR TRACKING SYSTEM AND METHODS

APPLICANT HEREBY REQUESTS TO PARTICIPATE IN THE GREEN TECHNOLOGY PILOT PROGRAM FOR
THE ABOVE-IDENTIFIED APPLICATION. See Instruction Sheet on page 2.

This petition must be timely filed electronically using the USPTO electronic filing system, EFS-Web.
1. By filing this petition:

Applicant is requesting early publication: Applicant hereby requests early publication under
37 CFR 1.219 and the publication fee set forth in 37 CFR 1.18(d) accompanies this request.

By filing this petition: applicant is agreeing to make an election without traverse in a telephonic interview and
elect an invention that meets the eligibility requirements for the Green Technology Pilot Program, if the Office
determines that the claims are not obviously directed to a single invention. See Instruction Sheet.

3. This request is accompanied by statements of special status for the eligibility requirement.

4. The application contains no more than three (3) independent claims and twenty (20) total claims.

5. The application does not contain any multiple dependent claims.

6. Other attachments:

Signature /DES/ Date 2010-11-23
Name Donald E Stout
(Print/Typed) Registration Number 34493

Note: Signatures of all the inventors or assignees of record of the entire interest or their representative(s) are required in accordance with 3
CFR 1.33 and 11.18. Please see 37 CFR 1.4(d) for the form of the signature. If necessary, submit multiple forms for more than one signature
see below”.

\\\\\

)(\ *Total of ! forms are submitted.

The information is required to obtain or retain a benefit by the public which is to file (and by the USPTO to process) an application. Confidentiality is governed by 35
U.S.C. 122 and 37 CFR 1.11 and 1.14. This collection is estimated to take 12 hours to complete, including gathering, preparing, and submitting the completed
application form to the USPTO. Time will vary depending upon the individual case. Any comments on the amount of time you require to complete this form and/or
suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent and Trademark Office, U.S. Department of Commerce, P.O. Box
1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND TO: Commissioner for Patents, P.O. Box
1450, Alexandria, VA 22313-1450.

If you need assistance in completing the form, call 1-800-PTO-9199 and select option 2.



PTO/SB/420 (11-10)
Approved for use through 01/31/2011. OMB 0651-0062
U.S. Patent and Trademark Office; U. S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.

Instruction Sheet for
Petition to Make Special Under the Green Technology Pilot Program
(Not to be Submitted to the USPTO)

The following is a summary of the requirements (for more information see the notices (i) “Pilot
Program for Green Technologies Including Greenhouse Gas Reduction,” (ii) “Elimination of
Classification Requirement in the Green Technology Pilot Program,” and (iii) “Expansion and
Extension of the Green Technology Pilot Program,” available on the USPTO web site at http://
www.uspto.gov/patents/init_events/green_tech.jsp):

1)  The application must be a non-reissue, non-provisional utility application filed under 35 U.S.C. 111
(a), or an international application that has entered the national stage in compliance with 35 U.S.C.
371, irrespective of the filing date of the application. Reexamination proceedings are excluded from
this pilot program.

2)  The application must contain three or fewer independent claims and twenty or fewer total claims.
The application must not contain any multiple dependent claims. For an application that contains
more than three independent claims or twenty total claims, or multiple dependent claims, applicant
must file a preliminary amendment in compliance with 37 CFR 1.121 to cancel the excess claims
and/or the multiple dependent claims at the time the petition to make special is filed.

3) The claims must be directed to a single invention that materially enhances the quality of the
environment, or that materially contributes to: (1) the discovery or development of renewable
energy resources; (2) the more efficient utilization and conservation of energy resources; or (3)
green house gas emission reduction (see the eligibility requirements of sections Il and Il of the
notice (i) cited above). The petition must include a statement that, if the USPTO determines that the
claims are directed to multiple inventions (e.g., in a restriction requirement), applicant will agree to
make an election without traverse in a telephonic interview, and elect an invention that meets the
eligibility requirements in section Il or Il of the notice (i) cited above.

4) The petition to make special must be timely filed electronically using the USPTO electronic filing
system, EFS-Web, and selecting the document description of “Petition for Green Tech Pilot” on the
EFS-Web screen. Applicant should use form PTO/SB/420, which is available as a Portable
Document Format (PDF) fillable form in EFS-Web and on the USPTO Web site.

5) The petition to make special must be filed at least one day prior to the date that a first Office action
(which may be an Office action containing only a restriction requirement) appears in the Patent
Application Information Retrieval (PAIR) system. Applicant may check the status of the application
using PAIR.

6) The petition to make special must be accompanied by a request for early publication in compliance
with 37 CFR 1.219 and the publication fee set forth in 37 CFR 1.18(d).

Page 2



Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with your
submission of the attached form related to a patent application or patent. Accordingly, pursuant to the requirements of
the Act, please be advised that: (1) the general authority for the collection of this information is 35 U.S.C. 2(b)(2); (2)
furnishing of the information solicited is voluntary; and (3) the principal purpose for which the information is used by the
U.S. Patent and Trademark Office is to process and/or examine your submission related to a patent application or
patent. If you do not furnish the requested information, the U.S. Patent and Trademark Office may not be able to
process and/or examine your submission, which may result in termination of proceedings or abandonment of the
application or expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1.

Page 3

The information on this form will be treated confidentially to the extent allowed under the Freedom of
Information Act (5 U.S.C. 552) and the Privacy Act (5 U.S.C 552a). Records from this system of records may
be disclosed to the Department of Justice to determine whether disclosure of these records is required by the
Freedom of Information Act.

A record from this system of records may be disclosed, as a routine use, in the course of presenting evidence
to a court, magistrate, or administrative tribunal, including disclosures to opposing counsel in the course of
settlement negotiations.

A record in this system of records may be disclosed, as a routine use, to a Member of Congress submitting a
request involving an individual, to whom the record pertains, when the individual has requested assistance from
the Member with respect to the subject matter of the record.

A record in this system of records may be disclosed, as a routine use, to a contractor of the Agency having
need for the information in order to perform a contract. Recipients of information shall be required to comply
with the requirements of the Privacy Act of 1974, as amended, pursuant to 5 U.S.C. 552a(m).

A record related to an International Application filed under the Patent Cooperation Treaty in this system of
records may be disclosed, as a routine use, to the International Bureau of the World Intellectual Property
Organization, pursuant to the Patent Cooperation Treaty.

A record in this system of records may be disclosed, as a routine use, to another federal agency for purposes
of National Security review (35 U.S.C. 181) and for review pursuant to the Atomic Energy Act (42 U.S.C.
218(c)).

A réc)(zrd from this system of records may be disclosed, as a routine use, to the Administrator, General
Services, or his/her designee, during an inspection of records conducted by GSA as part of that agency's
responsibility to recommend improvements in records management practices and programs, under authority of
44 U.S.C. 2904 and 2906. Such disclosure shall be made in accordance with the GSA regulations governing

inspection of records for this purpose, and any other relevant (i.e., GSA or Commerce) directive. Such
disclosure shall not be used to make determinations about individuals.

A record from this system of records may be disclosed, as a routine use, to the public after either publication of
the application pursuant to 35 U.S.C. 122(b) or issuance of a patent pursuant to 35 U.S.C. 151. Further, a
record may be disclosed, subject to the limitations of 37 CFR 1.14, as a routine use, to the public if the record
was filed in an application which became abandoned or in which the proceedings were terminated and which
application is referenced by either a published application, an application open to public inspection or an issued
atent.

R record from this system of records may be disclosed, as a routine use, to a Federal, State, or local law
enforcement agency, if the USPTO becomes aware of a violation or potential violation of law or regulation.
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UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

STOUT, UXA, BUYAN & MULLINS LLP
4 VENTURE, SUITE 300

IRVINE CA 92618

In re Application of :

PIZZARELLO, GUY A. etal : DECISION ON PETITION
Application No. 12/953,119 : TO MAKE SPECIAL UNDER
Filed: Nov. 23,2010 . : THE GREEN TECHNOLOGY
Attorney Docket No. A-2503 : PILOT PROGRAM

This is a decision on the petition under 37 CFR 1.102, filed Nov. 23, 2010, to make the above-
identified application special under the pilot program for applications pertaining to Green
Technologies as set forth in 74 Federal Register Notice 64666 (December 8, 2009) and amended
by 75 Federal Register Notice 28554 (May 21, 2010) and 75 Federal Register Notice 69049
(November 10, 2010).

The petition is granted.

If reconsideration of this decision is desired, a petition for reconsideration must be filed within
ONE (1) MONTH OR THIRTY (30) DAYS from the mail date of this decision, whichever is
longer. No extension of this time limit can be granted under 37 CFR 1.136(a) or (b). The
petition for reconsideration should include an exhaustive attempt to provide the lacking item(s)
noted below, since, after a decision on the petition for reconsideration, no further reconsideration
or review of the matter will be undertaken by the Director.

A grantable petition to make an application special under 37 CFR 1.102 and the pilot program as
set forth in 74 FR 64666 must be directed to a nonprovisional application filed under 35 USC
111(a) or be a national stage entry under 35 USC 371, exclusive of any reissue applications.

In order to qualify for special status, the following requirements must be met. 1) The application
must have no more than 3 independent claims and no more than 20 total claims. 2) The
application must not contain any multiple dependent claims. 3) The petition must state the basis
for seeking special status, i.e., the claimed invention either: A) materially enhances the quality of
the environment or B) materially contributes to: i) the discovery or development of renewable
energy resources, 1i) the more efficient utilization and conservation of energy resources, or iii)
greenhouse gas emission reduction. 4) If the disclosure is not clear on its face that the claimed
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invention materially contributes under category (A) or (B), the petition must be accompanied by
a statement by the applicant, assignee, or an attorney/agent registered to practice before the
Office explaining how the materiality standard is met. 5) A statement that applicant will agree to
make an election without traverse in a telephonic interview if a restriction requirement is made
by the examiner. 6) The petition to make special must be filed electronically. 7) The petition
must be filed at least one day prior to the date that a first Office Action appears in the Patent
Application Information Retrieval (PAIR) system. 8) The petition must be accompanied by a
request for early publication in compliance with 37 CFR 1.219 and include the publication fee as
set forth in 37 CFR 1.18(d).

The requirement for a fee for consideration of the petition to make special for applications
pertaining to Green Technologies has been waived.

The instant petition complies with items 1 — 8 above. Accordingly, the above-identified
application has been accorded “special” status.

Telephone inquires concerning this decision should be directed to Henry C. Yuen at 571-272-
4856. '

Currently, the application is undergoing pre-examination processing. Upon completion,
the application will be forwarded to the Technology Center Art Unit 3749 for action on

the merits commensurate with this decision.

/Henry C. Yuen/

Henry C. Yuen
Quality Assurance Specialist
Technology Center TC 3700



Doc Code: PPH.PCT.652

Document Description: Petition to make special under PCT-Patent Pros Hwy PTO/SB/20PCT-KR (06-10)

Approved for use through 01/31/2012. OMB 0651-0058
U.S. Patent and Trademark Office; U. S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, nho persons are required to respond to a coffection of information unless it displays a valid OMB control number.

REQUEST FOR PARTICIPATION IN THE PATENT COOPERATION TREATY - PATENT PROSECUTION
HicHwWAY (PCT-PPH) PiLoT PROGRAM BETWEEN THE KOREAN INTELLECTUAL PROPERTY
OFFicE (KIPO) AND THE USPTO

Application No: 12/953,137 Fimg sate: | November 23, 2010

First Named inventor: MlChael W Ferro Jr

Title of the

nvenion: ©YS TEMS AND METHODS FOR REMOTE DIAGNOSTIC IMAGING

THIS REQUEST FOR PARTICIPATION IN THE PCT-PPH PILOT PROGRAM ALONG WITH THE REQUIRED DOCUMENTS MUST BE
SUBMITTED VIA EFS-WEB. INFORMATION REGARDING EFS-WEB IS AVAILABLE AT
HTTP:HWWW.USPTO.GOV/EBC/EFS_HELP.HTML

APPLICANT HEREBY REQUESTS PARTICIPATION IN THE PCT-PPH PROGRAM AND PETITIONS TO MAKE THE
ABOVE-IDENTIFIED APPLICATION SPECIAL UNDER THE PCT-PPH PROGRAM.

The above-identified application is (1) a national stage entry of the corresponding PCT application, or (2) a national stage entry
of another PCT application which claims priority to the corresponding PCT application, or (3) a national application that claims
domestic/ foreign priority to the corresponding PCT application, or {4) a national application which forms the basis for the
priority claim in the corresponding PCT application, or {5) a continuing application of a U.S. application that satisfies one of (1)
to (4) above, or (6) a U.S. application that claims domestic benefit to a U.S. provisional application which forms the basis for
the priority claim in the corresponding PCT application.

The corresponding PCT PCT/UUS2010/057855

application number(s) is/are:

The international filing date of the corresponding
PCT application(s) is/are:
November 23, 2010

l. List of Required Documents:
a. A copy of the latest international work product (WO/ISA, WO/IPEA, or IPER) in the above—identified
corresponding PCT application(s)

Is aftached.

|:| Is not attached because the document is already in the U.S. application.

b. A copy of all claims which were indicated as having novelty, inventive step and industrial applicability in the
above-identified corresponding PCT application(s).

Is attached.

I:l Is not attached because the document is already in the U.S. application.

¢. English translations of the documents in a. and b. above are attached (if the documents are not in the English
language). A statement that the English translation is accurate is attached for the document in b. above.

[Page 1 of 2}
This collection of information is required by 35 U.5.C. 119, 37 CFR 1.55, and 37 CFR 1.102(d). The information is required to obtain or retain a benefit by the public, which is to file {and by
the USPTO to process) an application. Confidentiality is governed by 35 4.5.C. 122 and 37 CFR 1.11 and 1.14. This coilection is estimated to take 2 hours to complete, including gathering,
preparing, and submitting the completed application form to the USPTC. Time will vary depending upon the individual case. Any comments on the amount of time you require to complete this
form and/or suggestions for reducing this burden shoutd be sent to the Chief information Officer, U.S. Patent and Trademark Office, U.S. Department of Commerce, P.O. Box 1450,
Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS.
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Approved for use through 01/31/2012. OMB 0651-0058
U.S.Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1995, no persons are required to respend to a collection of information unless it displays a valid OMB control number.

ReQuEsT FoRr PaARTicIPATION IN THE PCT-PPH PiLoT PROGRAM
BeTweeN THE KIPO AnND THE USPTO

{continued)

Application No.: 12/953 137

First Named Inventor] Michael W. Ferro Jr.

d. (1) An information disclosure statement listing the documents cited in the international work products (ISR,
WO/ASA, WONPEA, IPER) of the corresponding PCT application.

Is attached

Has already been filed in the above-identified U.S. application on

(2) Copies of all documents (except) for U.S. patents or U.S. patent application publications)

I:I Are attached.

Have already been filed in the above-identified U.S. application on

March 25, 2011

March 25, 2011

Il. Claims Correspondence Table:

Claims in US Application

Patentable Claims
in the corresponding
PCT Application

Explanation regarding the correspondence

1-20

1-20

Claims are identical

. All the claims in the US application sufficiently correspond to the patentable claims in the

corresponding PCT application.

signature /Carlo m. cotrone/

pate NOVember 23, 2011

mmyeesy Carlo M. Cotrone

Registration Number 48;71 5

[Page 2 of 2]



Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with your
submission of the attached form related to a patent application or patent. Accordingly, pursuant to the requirements of
the Act, please be advised that: (1) the general authority for the collection of this information is 35 U.S.C. 2(b)(2); (2)
furnishing of the information solicited is voluntary; and (3) the principal purpose for which the information is used by the
U.S. Patent and Trademark Office is to process and/or examine your submission related to a patent application or
patent. If you do not furnish the requested information, the U.S. Patent and Trademark Office may not be able to
process and/or examine your submission, which may result in termination of proceedings or abandonment of the
application or expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1.

The information on this form will be treated confidentially to the extent allowed under the Freedom of
Information Act (5 U.S.C. 552) and the Privacy Act (5 U.S.C 552a). Records from this system of records
may be disclosed to the Department of Justice to determine whether disclosure of these records is required
by the Freedom of Information Act.

A record from this system of records may be disclosed, as a routine use, in the course of presenting
evidence to a court, magistrate, or administrative tribunal, including disclosures to opposing counsel in the
course of settlement negotiations.

A record in this system of records may be disclosed, as a routine use, to a Member of Congress submitting
a request involving an individual, to whom the record pertains, when the individual has requested
assistance from the Member with respect to the subject matter of the record.

A record in this system of records may be disclosed, as a routine use, to a contractor of the Agency having
need for the information in order to perform a contract. Recipients of information shall be required to
comply with the requirements of the Privacy Act of 1974, as amended, pursuant to 5 U.S.C. 552a(m).

A record related to an International Application filed under the Patent Cooperation Treaty in this system of
records may be disclosed, as a routine use, to the International Bureau of the World Intellectual Property
Organization, pursuant to the Patent Cooperation Treaty.

A record in this system of records may be disclosed, as a routine use, to another federal agency for
purposes of National Security review (35 U.S.C. 181) and for review pursuant to the Atomic Energy Act (42
U.S.C. 218(c)).

A record from this system of records may be disclosed, as a routine use, to the Administrator, General
Services, or histher designee, during an inspection of records conducted by GSA as part of that agency's
responsibility to recommend improvements in records management practices and programs, under
authority of 44 U.8.C. 2904 and 2906. Such disclosure shall be made in accordance with the GSA
regulations governing inspection of records for this purpose, and any other relevant ( e, GSAor
Commerce) directive. Such disclosure shall not be used to make determinations about individuals.

A record from this system of records may be disclosed, as a routine use, to the public after either
publication of the application pursuant to 35 U.S.C. 122(b) or issuance of a patent pursuant to 35 U.S.C.
151. Further, a record may be disclosed, subject to the limitations of 37 CFR 1.14, as a routine use, to the
public if the record was filed in an application which became abandoned or in which the proceedings were
terminated and which application is referenced by either a published application, an application open to
public inspection or an issued patent.

A record from this system of records may be disclosed, as a routine use, to a Federal, State, or local law
enforcement agency, if the USPTO becomes aware of a violation or potential violation of law or regulation.



PCT/US2010/057855

PATENT COOPERATION TREATY

From the
INTERNATIONAL SEARCHING AUTHORITY

To:
GIGOT STEPHEN A.

PCT

WRITTEN OPINION OF THE
INTERNATIONAL SEARCHING AUTHORITY

MICHAEL BEST & FRIEDRICH LLLP 100 EAST
WISCONSIN AVENUE, SUITE 3300 MILWAUKEE WI
53202 USA

(PCT Rule 43bis.1)

Date of mailing

(day/month/year) 21 JUNE 2011 (21.06.2011)

Applicant's or agent's file reference
026436-9055-W0O00

FOR FURTHER ACTION

See paragraph 2 below

International application No.

International filing date (day/month/year)

Priority date(day/month/year)

PCT/US2010/057855 23 NOVEMBER 2010 (23.11.2010) (25 NOVEMBER 2009 (25.11.2009)
International Patent Classification (IPC) or both national classification and 1PC

GO06Q 50/00(2006.01)i

Applicant

MERGE HEALTHCARE INCORPORATED et al

. This opinion contains indications relating to the following items:

& Box No. I Basis of the opinion

D BoxNo.II  Priority

I:l Box No. Il Non-establishment of opinion with regard to novelty, inventive step and industrial applicability

|:| Box No.IV  Lack of unity of invention

BoxNo. V  Reasoned statement under Rule 43bis. 1(a)(i) with regard to novelty, inventive step or industrial applicability;
citations and explanations supporting such statement

I:J Box No. VI Certain documents cited

D Box No. VII  Certain defects in the international application

D Box No. VIII  Certain observations on the international application

FURTHER ACTION

If a demand for international preliminary examination is made, this opinion will be considered to be a written opinion of the
International Preliminary Examining Authority ("[PEA") except that this does not apply where the applicant chooses an Authority
other than this one to be the IPEA and the chosen IPEA has notified the International Bureau under Rule 66. 1bis(b) that written
opinions of this International Searching Authority will not be so considered.

If this opinion is, as provided above, considered to be a written opinion of the IPEA, the applicant is invited to submit to the
IPEA a written reply together, where appropriate, with amendments, before the expiration of 3 months from the date of mailing
of Form PCT/ISA/220 or before the expiration of 22 months from the priority date, whichever expires later.

For further options, see Form PCT/ISA/220.

For further details, see notes to Form PCT/ISA/220.

Name and mailing address of the ISA/KR
Korean Intellectual Property Office
Government Complex-Dagjeon, 189
Cheongsa-ro, Seo-gu, Daejeon 302-
701, Republic of Korea

Fac51mllc No. 82-42-472-7140

Date of completion of this opinion | Authorized officer

21 JUNE 2011 (21.06.2011) LEE, CHUNG KEUN

Telephone No.82-42-481-5667

Form PCT/ISA/237 (cover sheet) (July 2009)



WRITTEN OPINION OF THE International application No.
INTERNATIONAL SEARCHING AUTHORITY PCT/US2010/057855

Box No. I Basis of this opinion

1. With regard to the language, this opinion has been established on the basis of :
the international application in the language in which it was filed

D a translation of the international application into » which is the language of a
translation furnished for the purposes of international search (Rules 12.3(a) and 23.1(b))

2. D This opinion has been established taking into account the rectification of an obvious mistake authorized by or notified
to this Authority under Rule 91 (Rule 43bis.1(a))

3. With regard to any nucleotide and/or amino acid sequence disclosed in the international application, this opinion has been
established on the basis of:

a. a sequence listing filed or furnished
D on paper

D in electronic form

b. time of filing or furnishing
D contained in the international application as filed.
[:] filed together with the international application in electronic form.
[:I furnished subsequently to this Authority for the purposes of search.

4. D In addition, in the case that more than one version or copy of a sequence listing has been filed or furnished, the required
statements that the information in the subsequent or additioanl copies is identical to that in the application as filed or does
not go beyond the application as filed, as appropriate, were furnished.

5. Additional comments:

Form PCT/ISA/237 (Box No. I)( July 2009




WRITTEN OPINI ON OF THE International application No.
INTERNATIONAL SEARCHING AUTHORITY PCT/U $2010/057855

Box No. V Reasoned statement under Rule 43bis.1(a)(i) with regard to novelty, inventive step or industrial applicability;
citations and explanations Supporting such statement

1. Statement

Novelty (N) Claims 1-20 YES
Claims  NONE NO

Inventive step (IS) Claims 1-20 YES
Claims NONE NO

Industrial applicability (IA)  Claims  1-20 YES
Claims NONE NO

2. Citations and explanations :

Reference is made to the following documents:

DI: US 2003-0181804 A1 (DANIEL GAGNON et al.) 25 September 2003

D2: JP 2002-112991 A (TOSHIBA MEDICAL SYSTEM CO., LTD. et al.) 16 April 2002
D3: US 2005-0251006 A1 (CHARLES DELLIS) 10 November 2005

D4: KR 10-1997-0071316 A (SAMSUNG ELECTRONICS CO., LTD.) 07 November 1997

1. Novelty and Inventive Step

1.1. Concerning Claims 1-5

1.1.1 Independent Claim 1

The subject matter of claim 1 differs from these prior art documents in a part of 'the diagnostic
imaging control station configured to transmit the position control signal through the packet-switched
network and transmit the diagnostic imaging capture signal through the packet-switched network'. And
it is not obvious to a skilled person in the art by the documents, taken alone or in combination.
Therefore, claim 1 meets the requirements of PCT Article 33(2) and (3) with respect to novelty and
inventive step.

1.1.2 Dependent Claims 2-5

Since claims 2-5 are dependent on claim 1, they also meet the criteria of novelty and inventive step set
forth in PCT Article 33(2) and (3).

1.2. Concerning Claims 6-10

1.2.1 Independent Claim 6

Claim 6 satisfies the criteria set out in PCT Article 33(2) and (3), because the prior art documents do
not disclose nor suggest 'a communications interface configured to receive a position control signal
through the packet-switched network and to receive a diagnostic imaging capture signal through the
packet-switched network'.

(Continued on Supplemental Box)

Form PCT/ISA/237 (Box No. V) (July 2009)




WRITTEN OPINION OF THE International application No.

INTERNATIONAL SEARCHING AUTHORITY PCT/US2010/057855

Supplemental Box

In case the space in any of the preceding boxes is not sufficient.
Continuation of :

Box V

1.2.2 Dependent Claims 7-10

Since claims 7-10 are dependent on claim 6, they also meet the criteria of novelty and inventive step
set forth in PCT Article 33(2) and (3).

1.3. Concerning Claims 11-15

1.3.1 Independent Claim 11

D1-D4 do not teach nor fairly suggest the features of 'transmitting the position control signal through
the packet-switched network and transmitting the diagnostic imaging capture signal through the packet-
switched network' of claim 11. Accordingly, they would not have been obvious to a person skilled in
the art to apply the knowledge of D1-D4 in_order to create the method according to the invention
claimed in claim 11. Therefore, the subject matter of claim 11 meets the requirements of PCT Article
33(2) and (3).

1.3.2 Dependent Claims 12-15

Since claims 12-15 are dependent on claim 1 1, they also meet the criteria of novelty and inventive step
set forth in PCT Article 33(2) and 3).

1.4. Concerning Claims 15-20

1.4.1 Independent Claim 15

DI-D4 do not teach nor fairly suggest the features of ‘receiving a position control signal through the
packet-switched network and receiving a diagnostic imaging capture signal through the packet-
switched network' of claim 15. Accordingly, they would not have been obvious to a person skilled in
the art to apply the knowledge of D1-D4 in order to create the method according to the invention
claimed in claim 15. Therefore, the subject matter of claim 15 meets the requirements of PCT Article
33(2) and (3).

1.4.2 Dependent Claims 17-20

Since claims 17-20 are dependent on claim 16 they also meet the criteria of novelty and inventive step
set forth in PCT Article 33(2) and (3).

2. Industrial Applicability

Claims 1-20 have industrial applicability and meet the requirement of PCT Article 33(4).

Form PCT/ISA/237 (Supplemental Box) (July 2009)
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PCT CLAIMS
I. A diagnostic imaging system comprising:

a remote diagnostic imaging station including a diagnostic imaging device, a
communications interface, and a user interface, the remote diagnostic imaging station configured
to be connected to a packet-switched network; and

a diagnostic imaging control station separate from the remote diagnostic imaging station
and communicatively connected to the remote diagnostic imaging station through the packet-
switched network, the diagnostic imaging control station configured to

generate a position control signal, the position control signal associated with a
physical position of at least a portion of the diagnostic imaging device,

transmit the position control signal through the packet-switched network to the
remote diagnostic imaging station,

generate a diagnostic imaging capture signal, the diagnostic imaging capture
signal operable to initiate capture of a diagnostic image,

transmit the diagnostic imaging capture signal through the packet-switched
network to the remote diagnostic imaging station, and

display the captured diagnostic image.

2. The diagnostic imaging system of claim 1, wherein the remote diagnostic imaging station
further includes a surveillance device that is configured to be controlled remotely by the
diagnostic imaging control station, the surveillance device also configured to transmit at least

one of a video signal and an audio signal through the packet-switched network.

3. The diagnostic imaging system of claim 1, wherein the remote diagnostic imaging station
1s further configured to store the captured diagnostic image on a local picture archiving and

communication system (“PACS”) within the remote diagnostic imaging station.
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4. The diagnostic imaging system of claim 3, wherein the remote diagnostic imaging station
1s further configured to transmit the captured diagnostic image from the local PACS to a remote
PACS that is connected to the remote diagnostic imaging station through the packet-switched

network.

5. The diagnostic imaging system of claim 1, wherein the remote diagnostic imaging station
1s further configured to provide patient instructions related to a diagnostic imaging procedure, the
patient instructions based on diagnostic imaging procedure instruction signals received through

the packet-switched network from the diagnostic imaging control station.

6. A diagnostic imaging station comprising:
a user interface configured to provide patient instructions related to a diagnostic imaging
procedure;
a diagnostic imaging device configured to capture a diagnostic image; and
a communications interface configured to
connect to a packet-switched network,
receive a position control signal through the packet-switched network from a
diagnostic imaging control station, the position control signal associated with a physical position
of at least a portion of the diagnostic imaging device, and
receive a diagnostic imaging capture signal through the packet-switched network
from the diagnostic imaging control station, the diagnostic imaging capture signal operable to
initiate capture of the diagnostic image,

wherein the user interface is further configured to display the captured diagnostic image.

7. The diagnostic imaging station of claim 6, further comprising a surveillance device that is
configured to be controlled remotely by the diagnostic imaging control station, the surveillance
device also configured to transmit at least one of a video signal and an audio signal through the

packet-switched network.
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8. The diagnostic imaging station of claim 6, further comprising a local picture archiving

and communication system (“PACS”) configured to store the captured diagnostic image.

9. The diagnostic imaging station of claim 6, wherein the diagnostic imaging device is an

X-ray device.

10.  The diagnostic imaging station of claim 6, wherein the patient instructions related to the
diagnostic imaging procedure are based on diagnostic imaging procedure instruction signals

received through the packet-switched network from the diagnostic imaging control station.

1. A method of performing a diagnostic imaging procedure, the method comprising:
connecting to a remote diagnostic imaging station through a packet-switched network;
generating a position control signal, the position control signal associated with a physical
position of at least a portion of a diagnostic imaging device;
transmitting the position control signal through the packet-switched network to the
remote diagnostic imaging station;

generating a diagnostic imaging capture signal, the diagnostic imaging capture signal
operable to initiate capture of a diagnostic image;

transmitting the diagnostic imaging capture signal through the packet-switched network
to the remote diagnostic imaging station; and

displaying the captured diagnostic image.

12. The method of claim 11, further comprising receiving at least one of a surveillance video

signal and a surveillance audio signal through the packet-switched network.

13. The method of claim 11, further comprising generating a diagnostic imaging procedure
mnstruction signal related to a diagnostic imaging procedure, and transmitting the diagnostic
imaging procedure instruction signal through the packet-switched network to the remote

diagnostic imaging station.
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14, The method of claim 11, wherein the diagnostic imaging device is an X-ray device.

15. The method of claim 14, wherein the position control signal is operable to adjust a height

of the X-ray device.

16. A method of performing a diagnostic imaging procedure, the method comprising:
connecting to a diagnostic imaging control station through a packet-switched network;
providing patient instructions related to the diagnostic imaging procedure;
receiving a position control signal through the packet-switched network, the position

control signal associated with a physical position of at least a portion of a diagnostic imaging

device;

recetving a diagnostic imaging capture signal through the packet-switched network, the
diagnostic imaging capture signal operable to initiate capture of a diagnostic image;

capturing the diagnostic image; and

displaying the captured diagnostic image.

17. The method of claim 16, further comprising transmitting at least one of a video signal and
an audio signal from a surveillance device through the packet-switched network to the diagnostic

imaging control station.

18.  The method of claim 16, further comprising receiving a diagnostic imaging procedure

mstruction signal related to a diagnostic imaging procedure from the diagnostic imaging control

station.
19. The method of claim 16, wherein the diagnostic imaging device is an X-ray device.
20. The method of claim 19, wherein the position control signal is operable to adjust a height

of the X-ray device.
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In re Application of :
Michael W. Ferro, Jr. : DECISION ON REQUEST TO
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REMOTE DIAGNOSTIC IMAGING : 37 CFR 1.102(a)

This is a decision on the request to participate in the PCT Patent Prosecution Highway (PCT-
PPH) pilot program and the petition under 37 CFR 1.102(a), filed on November 23, 2011, to
make the above-identified application special.

The request and petition are GRANTED.

Discussion

A grantable request to participate in the PCT-PPH pilot program and petition to make special
require:

(1) The U.S. application must have an eligible relationship to one or more PCT applications

www.uspto.gov

where the ISA or I[PEA are the Australia, Austria, EPO, Finland, JPO, KIPO, NPI, NBPR, Spain,

Sweden, USPTO, or CHINA;

(2) At least one claim in the PCT application has novelty, inventive step, and industrial
applicability and must be free of any observations in Box VIII in the latest work product in the
international stage or applicant must identify and explain why the claim(s) is/are not subject to
the observation in Box VIII;

(3) Applicant must submit a copy of the claim(s) from the PCT application(s) that have novelty,

inventive step, and industrial applicability along with an English translation thereof and a
statement that the English translation is accurate, if the claims are not in the English language;
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(4) All the claims in the U.S. application must sufficiently correspond or be amended to
sufficiently correspond to the claim(s) that have novelty, inventive step, and industrial
applicability in the PCT application(s);

(5) Examination of the U.S. application has not begun;

(6) Applicant must submit a copy of the latest international work product from the PCT
application indicating that the claim(s) have novelty, inventive step, and industrial applicability
along with an English translation thereof and a statement that the English translation is accurate
if the latest international work product is not in the English language;

(7) Applicant must submit an IDS listing the documents cited by the PCT examiner in the
international work product along with copies of documents except U.S. patents or U.S. patent’
application publications.

The request to participate in the PCT-PPH pilot program and petition comply with the above
requirements. Accordingly, the above-identified application has been accorded “special” status.

Telephone inquiries concerning this decision should be directed to the undersigned at (571) 272-
3226. All other inquiries concerning the examination or status of the application is accessible in
the PAIR system at http://www.uspto.gov/ebc/index.html.

/Andrea Smith/
Andrea Smith
Petitions Examiner
Office of Petitions
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This is a decision on the petition filed on November 23, 2010 to make the above-identified
application special for accelerated examination procedure under 37 C.F.R. § 1.102(d).

The petition to make the application special is DISMISSED.

REGULATION AND PRACTICE

A grantable petition to make special under 37 C.F.R. § 1.102(d) and pursuant to the “Change to
Practice for Petitions in Patent Applications to Make Special and for Accelerated Examination”
published in the Federal Register on June 26, 2006 (71 Fed. Reg. 36323), must satisfy the
following conditions:

I. Conditions Regarding the Application:

1. the application must be a non-reissue utility or design application filed under 37 CFR
1.111(a);

2. the application, the petition and the required fees must be filed electronically using the
USPTO’s electronic filing system (EFS), or EFS-web; if not filed electronically, a statement
asserting that EFS and EFS-web were not available during the normal business hours.

3. at the time of filing, the application must be complete under 37 CFR 1.51 and in
condition for examination;

4. the application must contain three or fewer independent claims and twenty or fewer
total claims and the claims must be directed to a single invention.

I1. Conditions Regarding the Petition:

The petition must:
1. be filed with the application;’
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2. include a statement that applicant agrees not to separately argue the patentability of
any independent claim during any appeal in the application; ,

3. include a statement that applicant agrees to make an election without traverse in a
telephone interview;

4. include a statement that applicant agrees to conduct such an interview when requested
by the examiner; and

5. include a statement, made based on a good faith belief, that a preexamination search in
compliance with the following requirements, was conducted, including an identification of the
field of search by United States class and subclass, where applicable, and for database searches,
the search logic or chemical structure or sequence used as a query, the name of the file(s)
searched and the database service, and the date of the search.

The preexamination search must:

5.1 involve U.S. patents and patent application publications, foreign patent
documents, and non-patent literature, unless the applicant can justify with reasonablé
certainty that no references more pertinent than those already identified are likely to be
found in the eliminated sources and includes such a justification with this statement;

5.2. be directed to the claimed invention and encompass all of the features of the
claims, giving the claims the broadest reasonable expectation; and

5.3. encompass the disclosed features that may be claimed.

6. must provide in support of the petition an accelerated examination support document.
An accelerated examination support document must include:

6.1. an information disclosure statement (IDS) in compliance with 37 CFR 1.98
citing each reference deemed most closely related to the subject matter of each of the
claims;

6.2. an identification of all the limitations in the claims that are disclosed by the
reference specifying where the limitation is disclosed in the cited reference; _

6.3. a detailed explanation of how each of the claims are patentable over the
references cited with particularity required by 37 CFR 1.111(b) and (c);

6.4. a concise statement of the utility of the invention as defined in each of the
independent claims (unless the application is a design application);

6.5. a showing of where each limitation of the claims finds support under 35 USC
112, first paragraph, in the written description of the specification. If applicable, the
showing must also identify: (1) each means- (or step) plus-function claim element that
invokes consideration under 35 USC 112, sixth paragraph; and (2) the structure, material,
or acts in the specification that corresponds to each means- (or step) plus-function claim
element that invokes consideration under 35 USC 112, sixth paragraph; if the application
claims the benefit of one or more applications under title 35, United States Code, the
showing must also include where each limitation of the claims finds support under 35
USC 112, first paragraph, in each such application in which such supports exists; and

6.6. an identification of any cited references that may be disqualified under 35
USC 103(c).
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REVIEW OF FACTS

The conditions regarding the application (section I, subsections 1-4) discussed above are
considered to have been met. Additionally, the conditions regarding the petition (section II,
subsections 1-4) are considered to have been met. However, the petition fails to comply with the
all the conditions set forth in section II, subsections 5 and 6. Therefore, the petition fails to meet
the required conditions to be accorded special status under the accelerated examination
procedure. :

Regarding the requirements of section II, subsection 5.1, it appears the search outlined in the
petition omitted critical search areas by not searching in class 235 subclasses 381, 382, 382.5,
383, 487, 492 and 493, class 705 subclasses 14.37, 14.38, 14.65, 16 and 18 and class 902
subclasses 22, 26 and 27 at a minimum to include credit card systems with vending, machine
readable indicia, POS kiosk and terminal register transactlons Any renewed petition should
include the above outlined additional searching.

Regarding the requirements of section II, subsection 6.3, petitioner does not specifically point
out the particular language of the claims that distinguishes over the references. The petition fails
to provide a detailed explanation of how each of the claims are patentable over each of the
references with particularity required by 37 CFR 1.111(b) and (c) and not merely state that the
references do not disclose the claim limitations. 37 CFR § 1.111 (b) states “[a] general allegation
that the claims define a patentable invention without specifically pointing out how the language
of the claims patentably distinguishes them from the references does not comply with the
requirements of this section.” 37 CFR § 1.111 (c) states in part “the applicant or patent owner
must clearly point out the patentable novelty which he or she thinks the claims present in view of
the state of the art disclosed by the references cited or the objections made.” The support
document basically just reiterates all of the limitations of each claim and merely state that the
references do not disclose or suggest all of the given limitations. The Office cannot infer or guess
what petitioner believes the differences between the claims and the teachings of the prior art to
be. For example, Seifert et al teach that the receipt preference data is derived from the consumer,
yet the petition does not contain any discussion of this potentially corresponding disclosure. For
these reasons, the petition does not meet the requirement of section II, subsection 6.3.

DECISION

For the above-stated reasons, the petition is dismissed. The application will therefore be taken
up by the examiner for action in its regular turn.

Petitioner is given a single opportunity to perfect the petition. Any request for reconsideration of
this decision must be submitted within 1 (one) month or 30 (thirty) days, whichever is longer,
from the date of this decision in order to be considered timely. Any request for reconsideration
must address the deficiencies indicated above.
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Petition is reminded that, upon granting of the special status of the application on request for
reconsideration, the application will be processed expeditiously. However, due to the dismissal
of the instant petition, examination may not be completed within twelve months of the filing date
of the application.

Any inquiries regarding this decision should be directed to Quality Assurance Specialist Jose’ G.
Dees at (571) 272-1569.

/.

G. Deses, Qualigf Assurance Specialist

Téchnology Center 2800

Semiconductors, Electrical and Optical
Systems and Components




.,

UNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 22313-1450

WWW.USpLO.goV

APPLICATION NO. l FILING DATE I FIRST NAMED INVENTOR : I ATTORNEY DOCKET NO. CONFIRMATION NOJ
12/953,165 11/23/2010 Ayman Hammad 016222-059110US 3017
66945 7590 04/25/2011
KILPATRICK TOWNSEND & STOCKTON LLP/VISA | EXAMINER |
TWO EMBARCADERO CENTER, 8TH FLOOR VO, TUYENKIM -
SAN FRANCISCO, CA 94111
I ART UNIT | PAPER NUMBER I
2887
l MAIL DATE I DELIVERY MODE I
04/25/2011 PAPER

Please find below and/or attached an Office communication concerning this application or proceeding.

The time period for reply, if any, is set in the attached communication.

PTOL-90A (Rev. 04/07)



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
www.usplo.gov

KILPATRICK TOWNSEND & STOCKTON LLP/VISA
TWO EMBARCADERO CENTER, 8§TH FLOOR '
SAN FRANCISCO CA 94111

In re Application of: : :
HAMMAD, Ayman :  DECISION ON PETITION TO

Serial No.: 12/953165 . MAKE SPECIAL FOR NEW
Filed: November 23, 2010 ‘ - APPLICATION UNDER 37
Title: MERCHANT ALERTS INCORPORATING CFR.§1.102&MPEP.§
RECEIPT DATA 708.02

This is a decision on the petition to make the above-identified application special for accelerated
examination procedure under 37 C.F.R. § 1.102(d) filed November 23, 2010, and renewed
petition to make special under accelerated examination, filed April 4, 2011,

The petition to make the application special is GRANTED.

The application is eligible for accelerated examination and the petition complies with the
conditions for granting the application special status pursuant to the “Change to Practice for
Petitions in Patent Applications to Make Special and for Accelerated Examination” published
June 26, 2006, in the Federal Register. (71 Fed. Reg. 36323).

The prosecution of the instant application will be conducted expeditiously according to the
following guidelines.

1. The application will be docketed to an examiner and taken up for action within two
weeks of the date of this decision.

2. Restriction Practice:

If the examiner determines that the claims are not directed to a single invention, a
telephone request to elect one single invention will be made pursuant to MPEP 812.01.
As a prerequisite to the grant of this petition, the applicant has agreed to make an oral
election, by telephone, without traverse. If the applicant refuses to make an election

" without traverse, or the examiner cannot reach the applicant after a reasonable effort, the
examiner will treat the first claimed invention (invention defined by claim 1) as having
being constructively elected without traverse for examination.
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3. Office action:

If it is determined that, after appropriate consultation, there is a potential rejection or any
other issue to be addressed, the examiner will telephone the applicant and arrange an
interview to discuss and resolve the issue. An Office action, other than a Notice of
Allowance and Fee(s) Due (Notice of Allowance), will not be issued unless either: 1) an
interview was conducted but did not result in agreed to action that places the application
in condition for allowance, or, 2) a determination is made that an interview would be
unlikely to result in the application being placed in condition for allowance, and 3) an
internal conference has been held to review any rejection of any claim.

4. Time for Reply:
An Office action other than a Notice of Allowance or a final Office action will set a
shortened statutory period of one month or thirty days, whichever is longer, for reply with
no extension of time available under 37 CFR 1.136(a). Failure to timely file a reply
within this non-extendible period for reply will result in the abandonment of the
. application.

5. Reply by Applicant: -

A timely reply to an Office action other than the Notice of Allowance must be submitted
electronically via EFS or EFS-web and limited to addressing the rejections, objections
and requirement made. Any amendment that attempts to: 1) add claims which would
result in more than three pending independent claims or more than twenty pending total
claims; 2) present claims not encompassed by the pre-examination search or an updated
accelerated examination support document; or 3) present claims that are directed a non-
elected invention or an invention other than that previously claimed and examined in the
application, will be treated as not fully responsive and will not be entered.

For any amendment to the claims (including any new claim) that is not encompassed by
the accelerated examination support document, applicant must provide an updated
accelerated examination support document that encompasses the amended or new claims
at the time of filing of the amendment.

To proceed expeditiously with the examination, it is recommended that a reply with
amendments made to any claim or with any new claim being added be accompanied by
an updated accelerated examination support document or a statement explaining how the
amended or new claim is supported by the original accelerated examination support
document.

6. Information Disclosure Statement (IDS): '
Any IDS filed during prosecution must be submitted electronically via EFS or EFS-web,
accompanied by an updated accelerated examination support document, and be in
compliance with 37 CFR 1.97 and 1.98.
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7.

10.

Post-Allowance Processing:

To expedite processing of the allowed application into a patent, the applicant must: 1)
pay the required fees within one month of the date of the Notice of Allowance, and 2) not
file any post allowance papers not required by the Office. In no event may the issue fee
be paid and accepted later than three months from the date of the Notice of Allowance.

After-Final and Appeal Procedures: _
To expedite prosecution, after receiving the final Office action, applicant must: 1)
promptly file a notice of appeal, an appeal brief and appeal fees; and 2) not request a pre-
appeal brief conference. '

Any amendment, affidavit or other evidence filed after final Office action must comply
with applicable rules and the requirements outlined in numbered paragraphs 5 and 6
above.

On appeal, the application will proceed according to normal appeal procedures. After
appeal, the application will again be treated special.

Proceedings Outside the Normal Examination Process:

If the application becomes involved in a proceeding that is outside the normal
examination process (e.g., a secrecy order, national security review, interference
proceeding, petitions under 37 CFR 1.181, 182 or 183), the application will be treated
special before and after such proceeding.

Final Disposition:

The twelve month goal of this accelerated examination procedure ends with a final
disposition. The mailing of a final Office action, a Notice of Allowance, the filing of a
Notice of Appeal, or the filing of a Request for Continued Examination (RCE) is the final
disposition.

If, during prosecution, a paper is not filed electronically using EFS-web, a reply is filed but is not
fully responsive, the application is involved in an appeal, or a proceeding outside normal
examination process, the application will still be examined expeditiously, however, the final
disposition may occur more than twelve months from the filing of the application.

Any inquiry regarding this decision should be directed to Quality Assurance Specialist (QAS)
Michael Day at (571) 272-1568.

Michael Day, QAS

Technology Center 2800
Semiconductors, Electrical and Optical
Systems and Components
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10.

Post-Allowance Processing:

To expedite processing of the allowed application into a patent, the applicant must: 1)
pay the required fees within one month of the date of the Notice of Allowance, and 2) not
file any post allowance papers not required by the Office. In no event may the issue fee
be paid and accepted later than three months from the date of the Notice of Allowance.

After-Final and Appeal Procedures:

To expedite prosecution, after receiving the final Office action, applicant must: 1)
promptly file a notice of appeal, an appeal brief and appeal fees; and 2) not request a pre-
appeal brief conference. '

Any amendment, affidavit or other evidence filed after final Office action must comply
with applicable rules and the requirements outlined in numbered paragraphs 5 and 6
above.

On appeal, the application will proceed according to normal appeal procedures. After
appeal, the application will again be treated special.

Proceedings Outside the Normal Examination Process:

If the application becomes involved in a proceeding that is outside the normal
examination process (e.g., a secrecy order, national security review, interference
proceeding, petitions under 37 CFR 1.181, 182 or 183), the application will be treated
special before and after such proceeding.

Final Disposition:

The twelve month goal of this accelerated examination procedure ends with a final
disposition. The mailing of a final Office action, a Notice of Allowance, the filing of a
Notice of Appeal, or the filing of a Request for Continued Examination (RCE) is the final
disposition. : )

If, during prosecution, a paper is not filed electronically using EFS-web, a reply is filed but is not
fully responsive, the application is involved in an appeal, or a proceeding outside normal
examination process, the application will still be examined expeditiously, however, the final
disposition may occur more than twelve months from the filing of the application.

Any inquiry regarding this decision should be directed to Quality Assurance Specialist (QAS)

. Michael Day at (571) 272-1568.
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In re Application of :

Yasumura, et al. :  DECISION ON PETITION
Application No. 12/953,171 :

Filed: November 23, 2010

Attorney Docket No. NOVIAS-036-D1

This is in response to the petition under 37 CFR 1.47(a), filed November 23, 2010.

In accordance with 37 CFR 1.63(d)(3), applicants have submitted a copy of the executed
declaration submitted in Application No. 11/123,863 filed May 6, 2005, of which the present
filing is a divisional application. The petition was not accompanied by a copy of the decision
granting the petition under 37 CFR 1.47(a) in the prior application, however, a copy of the
decision is being placed in the above-cited application.

As Rule 1.47(a) status was granted in the prior application, this application is hereby accorded
Rule 1.47(a) status. As no petition is necessary to accord Rule 1.47(a) status in this application,
the petition is dismissed as moot. No petition fee is necessary.

Pursuant to 37 CFR 1.47(c), the Office is dispensing with the notice provision in the present
application because notice was provided after the grant of Rule 1.47(a) status in the prior
application.

The matter is being referred to the Office of Patent Application Processing for further
processing.

Telephone inquiries regarding this decision should be directed to the undersigned at (571) 272-
3222.

/Kenya A. McLaughlin/
Kenya A. McLaughlin

Petitions Attorney v
Office of Petitions
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12/953,203 11/23/2010 Kenichi OKADA Q121713 3080
[ EXAMINER J
7590 12/09/2011

SUGHRUE MION, PLLC
2100 PENNSYLVANIA AVENUE, N.W.

SUITE 800 [ ART UNIT [ PAPER NUMBER ]
WASHINGTON, DC 20037 | pos
| NOTIFICATION DATE [ DELIVERY MODE ]
12/09/2011 ELECTRONIC

DECISION GRANTING PETITION UNDER 37 CFR 1.138(d)
The declaration of express abandonment is recognized

This is in response to the petition under 37 CFR 1.138(d), requesting for a refund of any previously paid
search fee and excess claims fee in the above-identified application.

The petition is granted.

The express abandonment is recognized. Any previously paid search fee and excess claims fee are
hereby refunded.

Telephone inquiries should be diregfed to the Office of Data Management at (571) 272-4200.
g

>

ublitation Branch
Office of Data Management
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January 22, 2012

HAMILTON, BROOK, SMITH & REYNOLDS, P.C.
530 VIRGINIA ROAD

P.O. BOX 9133

CONCORD MA 01742-9133

In re Application of :

Steven H. Jury et al. : DECISION ON PETITION
Application No. 12953204 : '

Filed: 11/23/2010 : ACCEPTANCE OF COLOR
Attorney Docket No. 2213.2016-006 : DRAWINGS

This is a decision on the Petition to Accept Color Drawings under 37 C.F.R 1.84 (a) (2), received
in the United States Patent and Trademark Office (USPTO) November 23, 2010.

The petition is GRANTED.
A grantable petition under 37 C.F.R. 1.84(a) (2) must be accompanied by the following.

1. The fee set forth under 37 C.F.R. 1.17(h),

2. Three (3) sets of the color drawings in question, or (1) set if filed via EFS, and

3. The specification contains appropriate language referring to the color drawings as the
first paragraph in that portion of the specification relating to the brief description of
the drawings.

The petition was accompanied by all of the required fees and drawings. The specification
contains the appropriate language. Therefore, the petition is GRANTED.

Telephone inquires relating to this decision may be directed to the undersigned in the Office of
Data Management at 571-272-4200.

/Laura Feldman/

Quality Control Specialist
Office of Data Management
Publications Branch
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MAILED
KILPATRICK TOWNSEND & STOCKTON LLP o1
TWO EMBARCADERO CENTER ' MAY 162

EIGHTH FLOOR | 0
SAN FRANCISCO CA 94111-3834 FFICE OF PETITIONS

In re Application of

Dai, et al. : :

Application No. 12/953,335 : DECISION ACCORDING STATUS
Filed: November 23, 2010 : UNDER 37 CFR 1.47(a)
Attorney Docket No. 91328-795881

This is in response to the petition under 37 CFR 1.47(a), filed
April 13, 2011.

The petition under 37 CFR 1.47(a) is GRANTED.

Rule 47 applicant has demonstrated that inventor Dai has refused
to sign the declaration after having been presented with the
application papers. Specifically, a copy of the application
papers were forwarded to Dai’s last known address on

February 3, 2011, but as of the mailing date of the petition, no
executed declaration has been received.

The petition and declaration have been reviewed and determined to
be in compliance with 37 CFR 1.47(a).

The application is hereby accorded Rule 47 status.

As provided in 37 CFR 1.47(c), the Office will provide notice of
this application’s filing to the non-signing inventor at the last
known address provided in the petition. Notice will also be
provided in the Official Gazette.



Application No. 12/953, 335 Page 2

The application is being forwarded to the Office of Patent
Application Processing for pre-examination processing.

Telephone inquiries related to this decision may be directed to
the undersigned at (571)272-3207.

e

Cliff Congo.
Petitions Attorney
Office of Petitions
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HONGLI DAI
835 ORCHID PL
LOS ALTOS CA 94024

MAILED

MAY 162011
OFFICE OF PETITIONS

In re Application of

Dai, et al.

Application No. 12/953,335 :

Filed: November 23, 2010 : LETTER
Title: Electrochemical Cells with

Ionic Liquid Electrolyte

Dear Mr. Dai:

You are named as a joint inventor in the above-identified United
States patent application filed under the provisions of 35 USC 116
(United States Code) and 37 CFR 1.47(a), Rules of Practice in Patent
Cases. Should a patent be granted on the application you will be
designated therein as joint inventor.

As a named inventor you are entitled to inspect any paper in the file
wrapper of the application, order copies of all or any part thereof
(at a prepaid cost per 37 CFR 1.19) or make your position of record in
the application. Alternatively, you may arrange to do any of the
preceding through a registered patent attorney or agent presenting
written authorization from you. If you care to join the application,
agent of record would presumably assist you. Joining in the
application would entail the filing of an appropriate oath or
declaration by you pursuant to 37 CFR 1.63.

Telephone inquiries regarding this communication should be directed to
Petitions Attorney Cliff Congo at (571)272-3207. Requests for
information regarding your application should be directed to the File
Information Unit at (703) 308-2733. Information regarding how to pay
for and order a copy of the application, or a specific paper in the
application, should be directed to the Certification Division at (703)
308-9726 or 1-800-972-6382 (outside the Washington D.C. area).

¢

Cliff Congo
Petitions Attorney
Office of Petitions
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KILPATRICK TOWNSEND & STOCKTON LLP I -ty
TWO EMBARCADERO CENTER MA"-ED
EIGHTH FLOOR o ‘“""nq
SAN FRANCISCO CA 94111-3834 JUN 21
OFACE OF PETITIONS .
In re Application of
Chen, et al. :
Application No. 12/953,426 : DECISION REFUSING STATUS

Filed: November 23, 2010 : UNDER 37 CFR 1.47 (b)
Attorney Docket No. 87720-689791 :

This is in response to the petition under 37 CFR 1.47(b), filed
June 9, 2011. '

The petit